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United States Circuit Court ofAppeals

FOR THE NINTH CIRCUIT.

No. 1909.

(February
/ Term, 1911.)

The United States Consolidated

Seeded Raisin Company (a Cor-

poration),

Appellant,

vs.

The Selma Fbuit Company (a

Corporation),

Appellee.

BRIEF ON BEHALF OF APPELLANT.

Statement of the Case.

This is an appeal from a decree rendered by the

Circuit Court for the Southern District of California

dismissing a bill of complaint on final hearing. The

suit was in equity, brought by the appellant against

the appellee for the infringement of United States

Letters Patent No. 611,782, granted on October 4th,

1898, to William Forsyth for a process relating to the

treatment of raisins. Appellant acquired ownership

of the patent by assignment, and the appellee, which



is a corporatioD engaged in the seeded raisin business

is accused of having infringed the same.

The bill of complaint is in the usual form and was

filed on June 7th, 1905 (E., 10).

The answer of the appellee was filed on August 14th,

1905, and afterwards, on April 7th, 1906, an amend-

ment to said answer was tiled. The answer is found

between pages 13 and 20, and the amendment between

pages 22 and 28 of the record. The Keplication was

filed on September 5th, 1905.

The answer sets forth the following defenses, briefly

stated, viz. :

1. That the process is not a patentable invention, hut

a mere aggi'egation, for which reason the patent is void.

2. Assuming the pi'ocess to be pafentnhle J'orsyth was

not the original and first inventor thereof, hut the same

was known to and used hy a large number af persons

prior to the alleged iiivention hy Forsyth, and was also

shown in certain prior patents and in a printed puhli-

cation entitled, " The Baisin Industry " by Gustav

Eisen, printed in Saa Francisco in 1890 by H. S.

Crocker c6 Co.

3. The ansioer also de7iies infringement.

Upon the issues thus framed testimony was taken

by both parties and the case was argued and submitted

for decision. Before a decision was rendered the de-

feudant moved to dismiss the suit for want of juris-

diction in equity, claiming in that behalf that com-

plainant had an adequate remedy at law. This motion

was denied, and the opinion of the lower court

rendered upon denial of that motion is found between

pages 33 and 39 of the record.

Thereafter, on July 1st, 1910, the lower court ren-

dered its decision and entered a final decree dismissing

the bill of complaint and awarding costs to the defend-



aut. The opinion of the lower court, entitled " Con-

clusions of the Court on Final Hearing," is found

between pages 40 and 43 of the record.

On September 12th, 1910, comj)laiuant filed a peti-

tion for an order allowing appeal and an assignment of

errors (R., 572), accompanied by the usual bond (K.,

576), and thereupon the lower court made its order

allowing the appeal. The assignment of errors in full

appears between pages 569 and 573 of the record.

Questions Involved on Appeal.

By reference to the opinion of the learned Judge of

the lower court (R., 40-43), it will be found that the

case was decided solely on the question of anticipation

by reason of prior use by one Haydeu and the disclos-

ure of the invention in a book entitled "The Raisin

Industry," by Gustav Eisen, at page 159 thereof.

The principal question argued in the court below re-

lated to the jDatentability of the process, counsel for

defendant contending that the patent was void for

want of invention in that the process sought to be

patented was nothing more than a process of nature,

and as such not a patentable subject matter. The

lower court does not appear to have been impressed

with that argument, for the patent was not held void

on that ground. As tliat was the first and fundamental

question involved in the case, we think we are justified

in assumiug that the lower court decided it in our

favor. Certainly, the opinion assumes that the patent

was not invalid for that reason, because it proceeds to

hold that the patent was void by reason of the prior

use and publication by Hayden and Eisen. Under

these circumstances it seems to us that the only

question involved on this appeal is whether or not



the lower court was correct iu holding that the patent

was auticipated by the prior use of Hayden and the

publication of Eisen. That is the only matter decided

by the lower court of which we complain, and to that

matter we primarily address ourselves.

Before proceeding with the argument of the legal

questions involved we desire to advert to certain pre-

liminary matters which will aid materially iu arriving

at a just decision.

Seeded Raisins and Their Relationship to

the Raisin Art in General.

" Seeded " raisins are a very diflerent thing from

" seedless " raisins, and the two must not be con-

founded.

Seedless raisins are a species of small raisins, about

as large as a good sized currant, which grow without

any seeds. Seeded raisins are the large muscatels

from which the seeds have been extracted by ma-

chiner}'. In the year 1896 the seeded raisin art in

California was born, and prior thereto seeded raisins as

an article of manufacture were unknown to the world.

(R., 447, Dep. Gartenlaub, Qs. 26-7). At that time,

however, raisins were grown in California in large

quantities and they had been so grown for many years.

The raisin industry' began in California in 1852, and in

1863 raisins were jDublicly exhibited at the state

fair (Wickson's California Fruits, p. 79). The industry

grew rapidly, and in 1889 approximately ten thousand

tons were produced (Eisen, p. 40). In 1896 the pro-

duction had increased to such extent that raisins were

a drug on the market and many growers were pulling

up their vines and planting other fruit. At that time

(1896) raisins were marketed only in two forms, known



respectively as " layer raisius " and " loose raisins."

The layer raisins were generally referred to as " Lon-

don Layers." These layer raisins comprised the best

quality, and were packed and pressed into twenty

pound boxes for table use. Only the best and largest

bunches were selected for this purpose, while the

smaller and inferior bunches were laid aside for loose

raisius. In packing the layers the berries were not

separated from the stems, but were allowed to remain

on the stems. Consequently, no question arose in that

process regarding the i-emoval of either the parent

stems or the cap stems. The bunches were simply

dried in the sun and then packed and pressed bodily

into boxes without further processing and were then

ready for market. The primary object was to retain

the raisins on the stems.

In regard to the loose raisins a different course was

pursued. These, consisting of the small inferior

bunches and the loose raisius that might be acci-

dentally knocked off in handling, were run through a

large stemmer whereby the parent stems were all

removed and the raisins reduced to the condition of

single berries retaining their individual cap stems.

In this connection we call attention to the difference

between the parent, or large, stems, and the small, or

cap stems, as that matter will cut considerable figure

in the case. The parent stems consist of the large

stems running through the center of the bunch and

radiating to the sides, and may be likened to the trunk

and main branches of a tree. The cap stems consist of

the small, short, tough stems which attach each indi-

vidual berry to the large stem. They are referred to

indiscriminately as butt stems and cap stems. When
an individual berry is removed from the parent stem,

it shows projecting a short distance from the end of



the berry this small cap stem wbicli had attached it to

the parent stem. This cap stem extends downward

into the interior of the berry for a considerable dis-

tance, being the medium thi-ough which the nourish-

ment was supplied to the berry. It is very difficult of

removal from the berry, so much so that in the ordi-

nary process of packing loose raisins no effort was

made to remove it.

It is true that in the process of removing the parent

stem by means of the old stemming machine in ex-

istence prior to 1896, a few of these cap stems were

necessarily knocked off, but this was purely accidental

and unintentional. Mr. Gartenlaub, who probably is

better posted on the raisin industry than any other

man in California, testifies that probably about 5 per

cent, of the cap stems would thus be knocked off (Kec,

448-9, Dep. Gartenlaub, Q. 34). The stemming ma-

chines were not intended, nor were they adapted to

the removal of these cap stems, and that for the very

simple reason that it was not considered necessary or

advantageous to remove the same (R., 448-9, Dep.

Gartenlaub, Qs. 32-36 ; K, 457, Q. 87 ; E., 380, Dep.

North, x-Qs. 46-51). Consequently, loose raisins,

when marketed, consisted of individual berries carry-

ing the cap stems intact, except as to the small pro-

portion of about 5 per cent, accidentally removed in

handling. In this condition they were packed in

sacks of one hundred pounds each or boxes of fifty

pounds, and sold to the trade. They were intended

only for cooking purposes, and when it was desired

to use them for that purpose, it was customary for the

cook to first remove the cap stems by hand (R.,

448-9, Dep. Gartenlaub, Qs. 33, 40), and

then to seed the raisins by means of a

knife, or pick, or other hand implement. This



removal of the cap stems was a difHcult aud tedi-

ous operation. lu order to test the truth of this

remark, take an ordinary raisin in hand and try to pull

out the cap stem. The difficulty lies in the fact that

the cap stem consists of woody fibre which readily ab-

sorbs moisture from the atmosphere aud thereby loses

all of its brittleness, so that, instead of beiug capable

of beiug easily knocked off at the point of attachment,

it requires considerable force to pull it out, aud when

it is pulled out it carries with it quite a proportion of

raisin pulp. On the other hand, if this cap stem is

first brought into a dry aud brittle condition it can be

easily removed by abrasion, even by flicking it off with

the fore-finger and thumb.

This problem of removing the cap stems, however,

was of no concern in the art prior to the advent of

seeded raisins in 1896 for the reason that it was not

necessary to remove them from loose raisins prior to

sale, and all loose raisins were sold with the cap stems

remaining on the berries. There being no necessity

for removing these cap stems, there was no machine in

existence for doing it, and it was only upon the advent

of seeded raisins that the problem arose (R., 457, Dep.

Gartenlaub, Qs. 87-9) ; for it is necessary in the case

of seeded raisins that the cap stem should be removed.

A few other remarks regarding the art prior to 1896

will be pertinent. Ordinarily the grapes were cured

in the sun, and such raisins were known as " sun-

dried " raisins. This is the preferable way to produce

raisins, and when climatic conditions permit, it is the

way universally pursued. It frequently happens, how-

ever, that the rainy season in California begins while

the raisins are being cured in the sun and before the

curing is completed. In such cases they became wet

and soaked with rain and it was impossible to finish



the curiug in the sun, and the partially dried grapes

were put into a drier and cured by artificial heat. The

result was to drive oflf the added water and then finish

the cming by further application of heat. In this way

the distinction arose between " sun-dried " and " ma-

chine-dried " raisins. The latter were inferior to the

former, and it never w^as customary to resort to the

drier except under the stress of the climatic conditions

above referred to. This was for two reasons, (1) be-

cause sun-dried raisins are superior in color, appear-

ance and iante to the machine-dried articles, and (2) he-

cause it is much more expensive to cure the grapes in a

drier than in the open sun. Mr. Gartenlaub testified

that such cost was from a half to a cent a pound, and

the shrinkage was from five to ten per cent, greater

(R, 463, Dep. Gartenlaub, Qs. 112-119).

Such was the condition of the art in the fall of 1896

when seeded raisins made their advent through the

efforts of William Forsyth, the patentee of the process

in controversy, in conjunction with George Pettit, the

inventor of the first practical raisin seeder machine.

These two men formed a company, called the Forsyth

Seeded Raisin Company, and opened a factory at

Fresno for the manufacture of seeded raisins. They

used the Forsyth process, covered by the patent in

suit, for processing the raisins, and for seeding them

they used the machine covered by the patent of

George Pettit, No. 619,693, recently sustained by this

court in the suit of Kings County Haisin and Fruit

Co. vs. United States Consolidated Seeded Raisin Go.

(182 Fed. Ilej)., p. 59).

The first batch of seaded raisins in California was

turned out by them in the Fall of 1896. Thereupon a

new era began. A new food product was thereby

given to the world, a product known to the trade as
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" seeded raisins ", but never known before that date.

This product took well and the industry advanced by

leaps and bounds, and all the loose raisins which had

been sold in that form were thereafter converted into

seeded raisins, and practically all of the raisins

formerlj' put up as layers were likewise converted into

the seeded article. This gave a new impetus to the

raisin industry, and now the annual production is

about sixty thousand tons.

In manufacturing seeded raisins the raisins are

brought to the packing establishment in sweat boxes

and are first run through the old stemming machines

for the purpose of removing the parent stems. The

next step is to remove the cajj stems, and in order to

accomplish that, the old stemming machines were

modified in mechanical details so as to adapt them to

the new use. In their old form they were not adapted

to such use, and in applying them to the new use, a

new machine was necessary, or rather a reorganization

of the old machine along difi'erent lines (R,, 453, Dep.

Gartenlaub, Q. 66 ; R., 457, Qs. 87-9). This step of

removing the cap stems had never been necessary be-

fore, nor had it been practiced prior to the advent of

seeded raisins, for the reason, as already stated, that

in selling loose raisins it was not necessary or desir-

able to remove the cap stems (R., 380, Dep. North, x-Qs.

40-51). With seeded raisins, however, it was different,

because in producing seeded raisins for the market it

is absolutely necessary to first remove the cap stems.

For a full history of the art see deposition of Garten-

laub, R., 444, et se(j.

The first step in the Forsjth process consists in re-

moving these cap stems, after which the berries are

punctured to allovr the expulsion of the seeds. This

puncturing of the berry exposes the pulp of the raisin to
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the air, which veuders it liable to fermeutation, sugaring,

and crystallization. Of course when the pulp is securely

sealed within the berry, it is protected from climatic

interference ; but when the berry is opened, as is

necessai-y in removing the seeds, then outside interfer-

ence occurs, which results in the fermentation, sugar-

ing, and crystallization aforesaid. Under such condi-

tions the seeded article would not keep, but would

soon spoil, and it was found necessary to overcome

this difficulty. Unless it was overcome seeded raisins

would not be a success.

The second object of the Forsyth patent is to over-

come this difficulty. Forsyth noted these difficulties

and discovered a way to obviate them. This he ac-

complished by the patent in suit, and the object of his

patent is two-fold, viz. : (1) to effect an easy and expe-

ditious removal of the cap stems, and (2) to counteract

the tendency of the seeded raisin to ferment, sugar, and

crystallize, and to put it in a condition lohere it will Jceep

for the necessary period of time.

The Patent in Snit.

We are now in a position to consider the process

more in detail, and with that end in view, we invite

the Court's attention to an analysis of the patent itself.

As already remarked, the seeded raisin art in Cali-

fornia was inaugurated by Col. Forsyth in conjunction

with Pettit in the fall of 1896. During the period

elapsing between that date and June, 1898, he discov-

ered the process in question and put it into use. On

the 23d of June, 1898, he applied for a patent. The

same is reproduced between pages 429 and 436 of the

Record.
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In the pre.'imble of liis speciticatiou, bef^iiming afc

line 10, page 1, he says :

" This inveutiou relates to the preparation of

dried fruit, and more particularly of raisins, and

has for its objects generally to improve the qual-

ity of the fruit and to efl'ect the complete break-

ing oflf and separation of the stems by bringing the

fruit into such a condition that the fruit and the

points of attachment of the stems are hard and

brittle, and stemming and cleaning the fruit while

in such condition.

" According to my invention the fruit is first

heated and then quickly cooled and thereby

brought to the desired hard and brittle condition.

The breaking oflf of the stems is effected by abra-

sion, and the separation of the stems and other

material is effected by a separating treatment,

such as by screening or blowing or otherwise, all

while the fruit and stems are in a hard and brittle

condition."

And beginning at line 75, i)age 2, of the specifica-

tion, it is said :

" The hard and brittle condition of the raisins

and of the stems and points of attachment thereof

by eliminating to a large extent the usual soft,

gummy, sticky and adhesive condition permits

the butt-stems to be readily and reliably broken

off at their points of attachment by slight abra-

sion or rubbing, whereas these stems and their

points of attachment are normally so pliable and

tough that they can only bo effectively detached

by hand-picking and also facilitates the separa-

tion of the stems and foreign material from the

fruit.

" My new process of treutmeut also possess the

advantage of improving the quality of the raisins,

as it brings about a condition of the raisins such

that they will retain for a long period a dark and
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attractive appearauoe, as is desirable, and this is

particularly valuable in raisins that are to be

placed upon the market in seeded condition, as

the tendency to discolor, sugar or crystallize is

much greater in these seeded raisins than in un-

seeded raisins."

According to the above quotations it will be seen

that the objects of the invention are those which we

have hereinabove pointed out. And it is further to

be observed that tbe particular mechanism or ap-

paratus through which the process is carried out is

not material, this being a patent for a process eo

nomine. It was necessary, however, for the patentee

to point out one form of apparatus by which his proc-

ess might be practiced, aud that he did by a system of

elaborate di'awings and description thereof shown in

tlie patent. According thereto a longitudinal dryer or

heater is pi'ovided, which is divided into stalls or com-

partments haviug cleats on the sides for holding the

fruit trays. This dryer is divided into two chambers,

a lower aud an upper one. The stalls, or compart-

ments, are iu the lower one, while the upper chamber

carries a fan for producing a draught. Heating coils

are located in both upper aud lower chambers, through

which steam, or hot water, or other heatiug fluid, is

circulated, an outlet being provided for the escape of

the moist cool air. The exact description of this

dryer contained in the specification, beginning at line

64 and ending with line 98, page 1, is as follows :

" The heater shown comprises two inclosed

chambei's 1 aud 2, formed in a suitable structure

having walls 4, a roof 5, and a floor 20. The two

chambers are located one above the other, the

upper chamber 1 and the lower chamber 2 being

separated by a suitable flooring 3, having open-
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ings 17 and 18, one at each end, connecting the

two chambers. The lower chamber 2 is provided

with racks 6 for receiving the fruit holders or

trays 7, which trays may have wire bottoms, as

shown, and the racks have slides 9, upon which

the ends of the trays rest. The side walls of the

structure have sliding doors 10, which permit the

sides of the structure to be opened, one rack at a

time, for the insertion and removal of the fruit-

trays 7. The sliding doors are at both sides of

the structure, the trays being inserted at one side

and removed at the other side.

" Eotating fans 11 are provided, located in the

upper chamber 1, for circulating a current of air

through the chambers, only one of these fans 11

being shown, and these fans are mounted on the

shaft 12, fitted to rotate in standards 13, 13, and

driven by a pulley 14 outside the structure.

" The air is heated as it moves through the

structure by heating-coils 15, located in the upper

and lower chambers, through which steam or hot

water or other heating fluid is circulated. An
outlet-opening 16 is provided at the lower part of

the lower chamber for the escape of moist and

cool air, and an inlet-opening 19 is provided in the

front upper end of the upper chamber 1 for the

admission of fresh air."

The next apparatus shown is called the cooler, and

it is of substantially the same construction as the

heatei", except that the fluid-circulating coils are

located only in the upper chamber, and through these

coils a cooling or refrigerating fluid is circulated. A
description of the cooler in the specification, begin-

ning at line 99, page 1, and ending with line 2, page 2,

is as follows :

" The cooler shown is of substantially the same
construction as the heater, except that the fluid-

circulating coils are located only in the upper
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chamber, and through these coils 21 a cooling or

refrigerating fluid is circulated. In other respects

the corresponding parts are lettered as in the

drawing of the heater and need not be further

described."

The third apparatus shown in the patent is the

stemming and cleaning device, which is described as

follows, beginning with line 18, page 2, and ending

with line 30, page 2, of the specification :

' The apparatus shown for stemming and clean-

ing the fruit comprises a receiving hopper d, an

elevator c in a vertical shaft m, from the upper

end of which a chute delivers the fruit to a verti-

cal shaft 1) with inclined riddles a and deflecting-

boards a', a chute e', leading to a second elevator

c^ in a vertical shaft iii'^ , from the upper end of

which chute e^ delivers to a second vertical shaft

Ji with inclined riddles and deflecting-boards, a

vibrating sieve /", actuated by crank ^and connect-

ing-rod ^\ and an exhausting-blower h above a

flue A^, leading upward from said vibrating

sieve /!"

In carrying out the process the raisins are first put

into the heater and there heated to about 150 degrees

Fahrenheit. This heating results in the removal of

moisture and bringing the raisins and the stems into

a soft and pliable condition. They are then removed

from the heater and put into the cooler, where they

are quickly cooled by the draughts of cool air which

are caused to pass over them. They thereby become

hard and dry so that they will rattle like navy beams,

and the cap-stems have become exceedingly brittle.

In fact these stems are so brittle, while in that condi-

tion, that thej' may be easily flicked off by the fore-

finger and thumb. They will retain this condition of
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hardness only for a short time ; for, when they are ex-

posed to the air, the stems will re-absorb moisture

and again become soft and pliable. It is necessary,

therefore, that the cap-stemming be done while they

are in the hard and brittle condition as soon as they

come from the cooler. This is effected by immedi-

ately transferring them from the cooler to the cap-

stemmer, in which operation the stems are easily

knocked off by abrasion and the raisins are separated

and cleaned.

So far as the claims of the patent go, the pro-

cess here ends, but in seeding the raisins they

are then taken to the seeder, where they are first

softened by steam, and theu passed through the seed-

ing machine.

In further describing the operation, beginning at

line 31, page 2, and ending with line 74, the patentee

says

:

" My process has been designed, primarily, for

the treatment of raisins, to which it is peculiarily

adapted. In the treatment of raisins the bunches

are first broken up and the long stems partially or

wholly separated in any usual manner, and the

raisins are spread out in ti'ays in loose condition

and the trays are placed in the heater. The
temperature to which the raisins are heated de-

pends upon the condition of the raisins and the

right degree of heat for the best results is readily

determinable in practice. Care must be taken not

to burn the raisins; but in some instances the

temperature may be raised as high as 150 degrees

Fahrenheit, more or less, the degree of heat being

governed to some extent by the duration of the

treatment and a temperature in the neighborhood

of 100 degrees Fahrenheit or lower being at times

sufiicient, if sufficiently prolonged. After the

proper condition of the raisins has been reached
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they should be transf(3rred to the cooler, where

they will be quickly cooled to a temperature in the

neighborhood of normal temperature or lower,

and will thereby be brought to a bard

and brittle condition and the points of

attachment of their stems made brittle. This hard

and brittle condition will continue only for a lim-

ited time, and the stemming aud cleaniog should

therefore be performed promptly or within a few

hours. In the stemming and cleaning the raisins

are subjected to an abrasive treatment, whereby

the butt-stems are broken off at their points of

attachment to the raisins, and to a separating

treatment, such as a sieving or screening, whereby

the detached stems and other foreign matter are

separated, which stemming or screening may be

supplemented or replaced by other suitable sep-

arating treatment, such as blowing, the abrasion

and screening being conjointly effected by the in-

cliued riddles of the stemming and cleaning ap-

paratus shown and a subsequent blowing being

effected by the fan-blower shown."

It will be seen that this process is a broad and gen-

eric one applicable to all kinds of fruit carrying seeds

enclosed in a tight envelope and having cap-stems.

But it is designed primarily for the seeding of raisins,

and, as the defendant has used it only for the seeding

of raisins, we have charged infringement of those

claims only which relate to the treatment of

raisins. We do not thereby admit that the claims

relating to other fruit are of no value, or that they

are invalid, nor that we failed to charge an infringe-

ment thereof from any such fear. We have limited

this case to those claims involving raisins for the

simple reason that the defendant has so limited the

process in its practice, and, consequently, it is not

necessary for us to go any further than that.
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Theory of the Invention.

As already stated, and us is apparent from the fore-

going specification, it will be seen that the two objects

of the Forsyth process are to effect a quick and rapid

separation of the cap-steras from the berry and to im-

prove the keeping quality of the raisin by means of

chemical changes which tnke place through the medium

of heat.

The first of these objects is very readily understood

and needs only to be pointed out. The cap-stems

consist of woody fibre and have in them a certain

amount of moisture, so that they are pliable and tough,

and in that condition it is difficult to separate them

from the berry. When the raisins are put into a dryer

and heated to a high degree of heat, the result is to

extract the moisture from the cap-stems and cause

them to expand. At the same time both the stems

and the berry remain soft and pliable. When they are

taken out of the dryer and put into the cooler and

reduced to a low degree of temperature, the stem con-

tracts and becomes hard and brittle. They are then

taken out of the cooler, and if submitted to the stem-

ming operation immediately, the cap-stems are easily

knocked off. If they are not submitted to the stem-

ming operation immediately, but are allowed to stand

for any considerable period of time, the stems will

re-absorb moisture from the atmosphere and again

become soft and jiliable. Consequently, it is

necessary to subject them to the stemming

operation immediately after removal from the

cooler and while they are in the cooled con-

dition. The stemmer then removes the cap-stems

by abrasion, and separates them from the berry, so

that the berry is left without the cap-stem and may
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then be prepared for the seeding machine by steaming.

This object appears to be perfectly plain and free from

difficulty.

Tliat this problem of removing the cap-stems is not

so sim2)le and obvious will be seen by reference to Mr.

Gartenlaub's testimony describing the first efforts of

Col. Forsyth in that line. In answer to Q. 107 (R.,

461-2), he says :

" He (Forsyth) first started to remove the cap-

stems by hand. He then had machines built con-

sisting of cylinders with brushes running in the

cylinders, and he would feed these raisins into

these machines, and by working the machines fast

he would get about three-quarters, may be, of the

stems off. At that time the demand for seeded

raisins was new and people only bought them

in small quantities at a time, but whenever thev

carried them for any length of time, they would

not keep. After that he introduced this process."

The second function performed by the heatmg, which

results in increasing the keeping qualities of the fruit,

is more intricate, and requires chemical knowledge for

its understanding. To elucidate this problem we called

Prof. Price as a witness. He is an analytical chemist of

over forty years' experience, and he went to Fresno and

noted carefully the Forsyth process as practiced there.

After returning to San Francisco he carried on a series

of experiments in his laboratory for the purpose of

arriving at the real facts of the case, and deduced

therefrom the chemical theory which we now advance.

According to that theory, one of the essential con-

stituents of the grape is pectose, and it is the element

which gives hardness to the fruit. It is insoluble in

water, alcohol, or ether, and is dispersed throughout

the texture of the grape. This pectose is present in
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other fruits, as well as iy tlie grape, aud when ripeness

approaches, the lieat of the sun tends to partially con-

vert this pectose inio pectin, bnt still leaves a large

proportion thereof in the original condition of pectose,

so that when the grapes are ripe, and have been thor-

oughly dried in the sun, tliey contain dispersed through-

out their substance a large proportion of pectose. If

then these dried grapes be subjected to a still further

degree of heat, say from 140 to 150 degrees Fahrenheit,

the result is that substantially all of the pectose con-

tained therein will he converted into pectin, para-pectin,

pectic acid, and other pectic compounds. This is

the inevitable result which follows from the

subjection of the pectose to the said degree

of heat. These pectic compounds are of a different

chemical character from pectose. In the first

place, they are all soluble in water, and immediately

go into solution, thereby assuming a viscous and gela-

tinous character resembling varnish. As such, they

cover the other parts of the raisin throughout its sub-

stance and seal them completel}^ so that evaporation

can not take place, and, consequently, all tendency to

fermentation, sugaring, and crystallization is stopped.

Of course, when that occurs, the raisin will keep for a

much longer period of time than it otherwise would.

If the raisin is left in its original condition with the

pectose present, it soon tends to ferment, sugar, and

crystallize ; whereas by heating up these raisins to a

high degree of temperature the pectose is converted

into pectic compounds, which act as a varnish and

cover up and seal the perishable parts of the raisin

substance and thereby prevent fermentation, sugaring,

and crystallization. In a word, pectose will ferment,

whereas pectin and its compounds will not. He^ice,

Forsyth converts the pectose into pectin and its com-
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pounds by the amplication of heat. This is the e)itire

secret, and it is testitied to and vouched for by the dis-

tinguished chemist who was called as a witness. No

attempt at a contradiction of either the

fact or theory was made, and the tes-

timony stands absolutely uuimpeached. In order

that the court naay have before it the

whole subject-matter in the language of the witness

himself, we herewith give the following digest of his

testimony, viz. : ,

Digest of Testimony of Prof. Price.

(Kecord, pp. 500-525).

"I am familiar with the chemical constituents of

grapes and raisins, and with the chemical action that

takes place in drying grapes into raisins ; I have

studied that question ; I have noted the process from

the delivery of the grapes to the seeding of raisins : the

fust process was to take them and place them in a

drier in which there are steam pipes at both ends ; the

heated air was passed over a long distance, some 200

or 300 feet ; the heat went in, up and down, and then

passing through, above, in and below, and in every

direction through them ; the temperature was from

135 to 145 degrees Fahrenheit ; after this heating

they were passed into a cooler similar to the heater,

excei)t that cold air was pumped into it ; they were

there reduced to a temperature from 50 to 55 degrees
;

then they were taken out and sent to the stemmer,

where the cap-stems were taken oflf ; when they came

from the stemmer the raisins were hard and shriveled

up ; and the raisin had been detached from the stem

almost invariably; after witnessing tliis operation, I

made experiments in my own laboratory ; I used
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the same kind of raisins that they were producing at

Fresno, heated them up to about 140 degrees, and in

that operation got them soft ; I then transferred them

immediately into a vessel where they were kept cool,

and I cooled them down to 45 degrees ; I tlien took

tliem out and put tli^m into a rough box and sliook

them around, by means of which shaking nearly all of

the stems became detached from the raisins ; from my
examination of the process at Fresno and the experi-

ments I afterwards made, I am enabled to determine

chemically what does take place in that process ; when

the grape is placed to dry in the sun, or in artificial

heat, a change takes place which has already com-

menced in the ripening of the grape ; one of the con-

stituent elements of the grape is called pectose, which

is the substance which gives firmness and hardness to

the unripe fruit ; it is absolutely insoluble in water,

alcohol and ether ; the change that takes place on

heating the raisins from 140 to 145 degrees was that

considerable of the pectose was changed into pectin,

para-pectin, pectic acid and other compounds of pectin,

the whole of which is soluble in water, showing that

the pectose in the drying of the grape and in the

ripening of it had not been converted into pectin

and the compounds of pectin, but that upon in-

creasing the heat, as was done in this heating,

there becomes a more thorough alteration of the

pectose into pectin, para-pectin, pectic acid, etc. ; this

has a peculiar property ; it is very gelatinous and has

a consistency of thin varnish ; in this process of heat-

ing the raisins, the completion of conversion of the

pectose into pec+in changes the character of the ma-

terial so completely that the connection between the

stem and the body of the raisin, which the heating had

softened and afterwards in the cooling became hard
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iiud brittle, there was a perfect separatiou of the stem

from the body of the raisin ; as I shook them iu the

box the stems broke off easily, and I attribute ihia en-

tirely to the vliemical change wliich had been produced

hy ilie heating and the cooling, and that the preservation

of the grape not sugaring, is due rjitirety to this varnish

that is produced by this change of pectoae into pectin,

and then the pectin itself changing into para-pectin,

pectic acid, and other pectic coinpounds, so that it forms

a complete varnish over the saccharine matter of the

grape andprevents any sugaring ; because no evaporation

can take place from the water, and, consequently, no

crystallization of the sugar can occur ; when you ptd a

thoroughly s>m-dried raisin into the drier for the

pur})ose of carryi)ig out this process, the heat

converts the pectose into pectin, para-pecihi, and

pectic compounds, which are of a viscous

and. gelatinous nature, and soinetimes callvd

a regidar varnish, and dries into a varnish ; it is dis-

persed throughout the rcdsin and covers up the other

parts so that no evaporation can take place, and, conse-

quently, that stops the crystallization ; in heating iip the

raisins in this icay they expand, and in cooling they con-

tract, and, consequently, the stetns become loose ; that is

what 1 7nea)i by a perfect separation ; the steins simply

drop off ; I have examiued closely these cap-stems,

and they extend down about ^^^ of an inch below the

rim on the stem ; and originally througb that stem the

nonrishment passes down to the grape ; after the grape

is fully grown, the nourishment ceases passing down

and the grape is then sealed ; the stem does not ex-

tend down to the seed inside the grape, but only goes

down to the soft material that surrounds the seed ; as

the stem enters into the raisin there is a smalll rim

around it and immediately past that rim it is naturally
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soft, but after this heatiug and cooliug that soft ma-

terial on the rim becomes itself brittle and breaks oflf

at that point ; I have attempted to remove by hand

these cap-stems while they were soft, and when the

stem was pulled oflf it generally brought out with it a

portion of the soft material about one-quarter of

an inch long ; but after the cooling opera-

tion the stem wonld break oflf easily with-

out carrying along any soft material at the

end as I have alread}' described ; this successive

expansion and contraction caused by heat and cold

tends to loosen up the stem at the point where it is

attached to the raisin, and thereupon you are able to

break it oflf easily ; when the raisin is treated in the

drier there is some moisture in the stem itself which

is lost during the drying process ; then when you put

the raisin in the cooler that hardens it, and if you op-

erate on the raisin when it is in that condition you can

easily remove the cap stems ; if you were to take the

raisins which were partially dried in the sun, befoi'e

they had become completely dried, and it were to rain

upon them, and they were to get wet and damp, and

you were to put those raisins in the drier and dry

them, the same chemical change would not take place

as would when you put thoroughly and completely

dried raisins in the drier ; in the case of the partially

cured raisins, the first change that would take place

would be to drive oflf the added water, the water from

the rain ; if it had been in the water for any length of

time, I would expect that there would be some fermen-

tation set in ; and in the natural grape there is a small

ferment called pectase, and it has never been separated,

so that it is simply given that name because, when the

grape is rotting, a fermentation is set up and this

is due to this pectase ferment; in the case of the
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partially dried grapes that have been saturated with

water from the rain there would be an excess of water

in there that had been absorbed by the grape and the

heat would tend to drive that oflF, but there would be a

tendency to ferment, whereas in the case of the

thoroughly dried raisin the heat simply drives off the

water of composition that is a part and parcel of the

grape held there ; in the case of the partially dried

raisins soaked with water, the water is held there

mechanically ; it is mechanical water, and not the

water of composition in the combination, and when

those grapes are subjected to heat, and that

mechanical water driven off, there is a tendency to

ferment ; in the case of the thoroughly dried raisin,

the water is not there as water, but is a part and parcel

of the grape, and is a part of the composition of the

grape ; it is a portion of the pectose as a part of it

;

you simply decompose it, you drive off the water of

the combination ; the pectose becomes pectin, and

there are probably other changes, especially in the

albuminoid substances ; in other words, the water

that is held in there chemically is a very differ-

ent substance from the water that is in it after

it has been saturated with rain or mechanical water,

and the heat in those two different cases would

act differently. As an illustration to explain

what I mean, take, for instance, metal sodium and

add that to water ; it will decompose the water and

change from the metal sodium to caustic soda—that is

to say, it has combined one molecule of oxygen, and,

liberating the hydrogen, has made what we call caustic

soda; now, although we dissolve this in water, still it

has made a new compound, and there is no amount of

heating, even up to white heat or the point of volatili-

zation, that any water can be got out of it ; it is a
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chemical water, aud the water is present in the same

compositiou iu the grape ; in other words, if you

were to take a thoroughly sun-dried raisin and squeeze

it up and compress it as much as you please, you

cannot produce therefrom any water as such ; whereas,

if you were to take a partially dried grape that

had been saturated in water from the rain and squeeze

that up and compress it, you can produce therefrom

the water that had gone into it, and can take out of

it all that water ; that would be the difference in

the two cases if heat were applied
;
from the inves-

tigation I made, I attribute the keeping qualities of these

raisins that have been subjected to the so-called Forsyth

process eiitireJy to the pectose breaking up into pectin,

a7id pectic acid, para-pectin, a?id pectic compounds of

a vamishy nature ; this varnish covers the whole material

and prevents any further evaporation fi om this sac-

charine matter, and consequently prevents any crystalli-

zation."

This would appear to be a full and clear explanation

of the chemical theory, and is amply sufficient as the

basis for a patent on the process. As we have already

observed, there was no attempt made at contradiction,

and this testimony stands unimpeached. Giving to it

the force to which the high character of the witness

entitles it, we must conclude that it is scientifically

correct. This being true, it fulfills every requirement

of the patent law for a valid claim to a process.

In this connection, we also desire to call the atten-

tion of the court to the testimony of Mr. Gartenlaub,

who has had long experience in practicing this

process. He testifies to its great utility and asserts

that it is essential to the production of a first-class

article of seeded raisins.
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We qiTote the followiug from his testimony (R.,

451):

" Q. 57. lu the case of seeded raisins you may
state whether or not there is any greater liability

for them to sugar or ferment than there is in the

layer or loose raisins that are not seeded.

" A. Yes, sir.

" Q. 58. Explain how that is.

" A. If the raisins should be taken as

they come from the vineyard and seeded

without first drying it and processing it, that

raisin would sugar and get spoiled within 30 days

on account of the skin of the raisins being punc-

tured and also the laceration that is made by

taking the seed out ; that would expose the sac-

charine matter that is in the raisins and that

would sugar the raisins or spoil them.

" Q. 59. And about how long do you say that

would be before they would sugar ?

" A. Three or four weeks.

" Q. 60. How are the seeded raisins which have

been sugared that way looked upon by the trade ?

" A. The trade won't buy them, except at very

low prices, because the appearance is against

them. * * *

" Q. 62. Do the different climates to which the

seeded raisins are subjected, after they are shipped,

have anythiug to do with the matter, ako ?

" A. Yes. In shipping raisins to Australia, or

to China, or the Hawaiian Islands, if the raisins

are not thoroughly cured, if they are loose, or not

thoroughly processed, if seeded, goiug through

the equator, they will absolutely spoil."

In answer to question 102, et seq., page 460 of the

record, he says :

" A raisin after being treated under the

Forsyth process will keep a year, whereas if

the raisins are seeded without being previ-
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onsly treated under the Fors5yth process, they will

sugar withiu thirty days. This has been our ex-

perience in the business for the last eight or ten

years ; it bears a very important rehition for this

reason, as we ship raisins all over the world ; if

they were not treated by this Forsyth process they

would become sugary and would spoil, even here

in the United States ; if raisins were not treated

by that process the trade would only buy from

hand to mouth. In other words, they would not

buy any raisins if they had to keep them in their

store or warehouse for any length of time. It

{the Forsyth process) has been adopted to the extent

that every seeding plant on the coast is using it
;

wliile there are seeders in the East that do not use

that process, they generally have to sell their

seeded raisins all the way from half a cent to a

cent a pound cheaper than the trade will pay for

the raisins seeded from the Coast and treated by

this process. I would say that but for the Forsyth

process the industry would be absolutely at a

stand still, because at present prices, a car of

raisins amounts to from $3,000 to $4,000, and the

buyer to whom we sell these raisins, if we could

not assure him that the raisins would keep for any

length of time, he absolutely would not buy them.

I have myself seen a great many raisins that were

seeded in the East by eastern seeders, where, if

they were not consumed within a month they

become surgary and unsightly."

See, also, answers to Qs. 109 (E., 462), 161,

162 (Rec, 470) and x-Qs. 147-157 (R.,

489-91).

The witness also shows in his testimony the vast ex-

tent of the seeded raisin business, and its rapid growth

from 1896, when Col. Forsyth introduced it, up to the

time that the testimony was given. It is a fact which

cannot be contradicted that all of the raisin seeding

establishments in California make use of this Forsyth



28

process in producing seeded raisins, and that without

it it would be impossible to produce a first-class article

of seeded raisins which would keep for any length of

time. All the firms on the Pacific Coast who are in

the business, except two, are under license from com-

plainant (R., 493-2, Dep. Gartenlaub, R. D., Q. 8).

We submit, without fear of successful contradiction,

that it is conclusively established by the evidence (in-

deed it is not denied) that the results accomplished by

the Forsyth process are :

1. That the cap-stems are made easily and readily re-

movable and all removed effectually, a result

never accomplished before.

2. That the keeping quality of the rainins is enhanced

and oil tendency to fermentation, sugaring, or

crystallization is prevented.

The claims of the patent relied on are the fol-

lowing :

" 7. The process of treating raisins which con-

sists in heating the raisins and then cooling them,

substantially as set forth.

" 8. The process of treating raisins which con-

sists in heating the raisins and then subjecting them

to a current of air luhereby they are quickly cooled,

substantially as set forth.

" 9. llie process of treating raisins which

consists in subjecting the raisins to currents of

warm air whereby they are heated and then sub-

jecting them to currents of cool air whereby they

are quickly cooled, substantially as set forth.

"10. The process of treating raisins which con-

sists in heating the raisins and then cooling them,

whereby the points of attachment of the stems are

rendered brittle, and then subjecting them to abra-

sive treatment, vjherehy the stems are detached, sub-

stantially as set forth.
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" 11. The process of treating raisins which con-

sists in heating the raisins and then cooling them,

wherehxj the raisins and the points of attachment of
the stems are rendered brittle, and then subjecting

the raisins to abrasive and separating treatment,

whereby they are stemined and cleaned, substan-

tially as set forth.

" 12. The process of treating raisins ivhich con-

sists in subjecting the raisins to a current of tvarrn

air whereby they are heated, and then subjecting

them, to a current of cool air ivhei^ehy they are

quickly cooled, and then sidrjecting them to abrasive

and separating treatment lohereby they are stemmed

and cleaned, substantially as set forth."

Argument.

Al already stated, the sole ground ou which the

lower court held the patent void was anticipation by

the prior use of Edwin Hayden and the publication of

Eisen entitled, " The Kaisen Industry," a book pub-

lished by H. S. Crocker k Co. in 1890. We take up

these matters in the order named.

Alleged Prior Use by Hayden.

1. The first objection urged by us is that the defend-

ant has not in its answer pleaded this prior use in ac-

cordance ivith the statute or i?i such manner and form

as to justify any consideration thereof by the court, for

which reason it must be disregarded.

The matter of pleading prior use is provided for by

Section 4920 of the Revised Statutes, and among other

things, it is there said :

" And in notices as to proof of previous inven-

vention, knowledge or use of the thing patented,

the defendant shall state the names of the pat-

entees and the dates of their patents and when
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granted, and tlie names and residences of the per-

sons alleged to have invented or to have liad prior

knowledge of the thing patented, and "where and

by whom it had been used."

The answer of defendant (R., 17, 18) pleads the prior

use of Hayden ia the following words :

" For a further answer and defense defendant

says that upon information and belief he alleges

that the said William Forsyth was not the original

and first inventor or discoverer of any material

and substantial part of the thing patented in the

patent described by plaintiff, and upon such infor-

mation and belief he avers that said alleged pat-

ent is void ; that previous knowledge and use of

the substantial and material parts of said alleged

invention was had by Edwin Hayden, whose resi-

dence is in the City and County of San Francisco,

State of California, and such knowledge and use

was possessed and. practiced by many other persons

to the defendant unknown, and defendant prays

leave that when discovered it may be permitted to

insert and sot forth their names in the answer as

amended thereto ; that the said Edwin Hayden
and his associates and employees in business knew
and used the said process in the treatment of

raisins from about the year 1883 continuously for

many years, and that such knowledge and use

was public, without concealment, and was by him

communicated to many others during said time,

and that connected with said use he used ma-

chinery of his own construction suitable for the

purpose."

Eliminating from the statute all that portion which

relates to prior invention and prior patents, and limit-

ing it to the precise matter in hand, to wit, prior use,

the clause will read as follows :

" And in notices as to proof of previous knowl-

edge or use of the thing patented the defendant
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shall state the uanies aud residences of the per-

sons alleged to have had the prior knowledge of

tlie thiug patented and where and by whom it had
been used."

This provision is exceedingly simple, and on com-

paring the pleading therewith it will be found that said

pleading is insufficient under the Statute. It merely

avers " that previous kuowledge and use of the svib-

stantial and material parts of said alleged invention

was had by Edwin Haydeu, whose residence is in the

City aud County of San Francisco, State of California
;

that the said Edwin Hayden and his associates and

employees iu business knew and used the said process

iu the treatment of raisins from about the year 1883

continuously for many years, and that such knowledge

and use was public, without concealment, and was by

him communicated to many others during said time,

and that connected with said use he used machinery of

his own construction suitable for the purpose."

The defect in the pleading consists in the absence of

any statement as to xohere this alleged prior use was

had. The Statute expressly provides that the plead-

ing must not only state the name and residence of the

person who is alleged to have had the prior use, but

also must state where it was used. The object of this

is to apprise the complainant beforehand (30 days

before the trial) of the place where the use was had, so

that he can be prepared to meet it. In the absence of

such specification the notice is insufficient, and, if

seasonable objection is made when the evidence is

offered, no evidence thereof can be produced for the

purpose of proving anticipation. The notice in ques-

tion wholly fails to state where this alleged prior use

was had by Hayden. It is silent on that subject. So

far as the notice is concerned, the prior use may have



32

beeu in a foreign country, in which event it would have

been of no avail, because prior use in a foreign coun-

try is not anticipation. Such prior use, in order to be

an anticipation, must be in this country— tlie United

States— and the particular place wliere it occurred

must be specified.

This alleged prior use by Hayden was sought to be

proved by two witnesses, and only two— Thomas J.

Little and Edwin Hayden. Little was the first one

called, and his deposition begins on page 45 of the

record. To the first question asked him regarding the

said use by Hayden, we interposed the following ob-

jection, viz. :

" Mr. Millek : Objected to as irrelevant and

immaterial, and, furthermore, as inadmissible under

the pleadings in that no such notice as is required

by Section 4920 of the Revised Statutes has beeu

made or given in this case to entitle the introduc-

tion of such evidence to be used for the purpose

of anticipation. The notice set up in the answer

in that behalf being insufificient, in that it does

not specify that Edwin Hayden had knowledge of

or used this invention prior to the date of the

invention patented by the Forsyth patent, nor the

time when it was used, nor the place where he

used it, nor the residence of the said Edwin Hay-

den. And we further object on the ground that

no such notice as required by the Statute has been

received showing any prior use or knowledge by

the witness, Thomas J. Little."

The material part of this objection is that the notice

does not specify the place where Edwin Hayden is

alleged to have hud prior use. Of course as to any

prior use by Little himself the objection is good be-

cause the name of Little is not mentioned in the

answer at all.
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This objection was repeated to every question asked

of witness Little on the subject.

The next witness called was Edwin Hayden himself,

and to euch question asked him regarding his alleged

prior use vve interposed the same ol)jection that was

interposed to similar questions asked of the witness

Little. That objection first appears at the bottom of

page 63 of the record and is in the following words :

" Mr. Miller : I make the same objection, in-

terpose the same objection to the testimony of

this witness as I did to the testimony of the wit-

ness Little."

And the same objection was interposed to each sub-

sequent question asked of the witness Hayden on the

subject.

These objections having been interposed in proper

time and preserved of record in the proper manner, we

insist that they were sufficient in law to have justified

the lower court in disregarding entirely the testimony

of the two witnesses in question, and as there was no

other testimony on the subject by any other witness,

the defense of prior use by Hayden and Little was not

made out.

A notice of prior knowledge and use which merely

gives the name and residence of the person alleged to

have had such prior knowledge and use, but fails to

specify the place where the prior use occurred, is insuf-

ficient under the Statute and the admission of evidence

thereunder for the purpose of invalidating the patent

is error.

S'dshrj vs. Foote, 14 How., 218-19.

Aguwum vs. Jordan, 7 Wall., 596.

Blanchard vs. Putnam, 8 Wall., 420, 427.

Seymour vs. Osborne, 11 Wall., 539.

Morton vs. Llewtllyn, 164 Fed. B., 694,

(and cases cited therein by this court).
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2. The fiext point for coiisideratioti will be the char-

acter ofproof required in patent cases to establish a

prior use, and that proof must be such as to establish the

fact beyond reasonable doubt.

The rule of law on this subject is that wliere a pat-

ent is sought to be anticipated by prior use of a similar

device, which is sought to be proved by the oral testi-

mony of witnesses, proof of this prior iise must be

such as to remove all reasonable doubt. The matter

must be placed beyond the pale of doubt, and it has

been stated that in respect to validity a patent stands

on the same ground as an unconvicted prisoner does in

respect to innocence. He who attacks the validity of

a patent on the ground of prior use must prove the

same conclusivelj and beyond a reasonable doubt, just

as when the state charges a prisoner with crime, proof

thereof must be made which places the matter beyond

a reasonable doubt. In neither case is it sufficient

merely to raise a doubt. On the contrary, if mei'ely a

doubt is raised, the prisoner is acquitted, in the one

case, and anticipation in the other fails.

This is the law as laid Aown by the Supreme Court

in Coffin vs. Ogden (18 Wall., 124), where it is stated

tliat " in matters of this kind the law requires not con-

jecture but certaintj'."

It was repeated in the case of Cantrell vs. Wallich

(117 U. S., 695), and in the Barbed Wire Patent (143

U. S., 275). The syllabus of the last-named case is

as follows :
" When an unpatented device, the exist-

ence and proof of which was proven only bv oral testi-

mony, is set up as a complete anticipation of the

patent, the proofs must be clear, satisfactory and

beyond a reasonable doubt."

Reference also may be made to the case of Bowers

vs. San Francisco Bridge Co. (91 Fed., 409), and the
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numerous cases there cited by his Houor Judge Mou-

ROW, as establishing the law in this circuit.

In Brake Beam Co. vs. Brake Beam Co. (106 Fed.

R., 703) the Court of Appeals for the Eighth Circuit

said :

" Unsupported oral testimony of a prior use is

always open to suspicion, and it cannot prevail

over the legal presumption of validity which ac-

com])anies the patent, unless it is sufficient to

establish such a use beyond a reasonable doubt."

In the Barbed Wire Case (143 U. S., 284) it was

said :

" We have now to deal with certain unpatented

devices, claimed to be complete anticipations of

this patent, the existence and use of which are

proven only hj oral testimony. In view of the

unsatisfactory character of such testimony, aris-

ing from the forgetfniness of witnesses, their lia-

bility to mistakes, their proneness to recollect

things as the party calling them would have them
recollect them, aside from the temptation to actual

perjury, courts have not only imposed upon de-

fendants the burden of proving such devices, but

have required that the proof shall be clear, satis-

factory and beyond a reasonable doubt. Wit-

nesses whose memories are prodded by the eager-

ness of interested parties to elicit testimony

favorable to themselves are not usually to be de-

pended upon for accurate information. The very

fact, which courts as well as the public have not

failed to recognize, that almost every important

patent, from the cotton gin of Whitney to the one

under consideration, has been attacked by the

testimony of witnesses who imagined they had

made similar discoveries long before the patentee

had claimed to have invented his device, has

tended to throw a certain amount of discredit
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upon all that class of evidence, ami to demand

that it be subjected to the closest scrutiny.

Indeed, the frequency with which testimony

is tortured, or fabricated outright, to build

up the defense of a prior use of the

thing patented, goes far to justify the

popular impiession that the inventor may be

treated as the lawful proy of the infringer. The

doctrine was laid down by this court in Coffin v.

Ogdeu, 18 Wall., 120, 124, that ' the burden of

proof rests upon him,' the defendant, ' and every

reasonable doubt should be resolved against him.

If the thing were embryotic or inchoate ; if it

rested in speculation or experiment ; if the process

pursued for its development had failed to reach

the point of consummation, it cannot avail to de-

feat a patent founded upon a discovery or inven-

tion which was completed, while in the other case

there was only progress, hoAvever near that prog-

ress maj' have approximated to the end in view.'

This case was subsequently cited with approval in

Cantrell v. Wallick, 117 U. S., 689, 696, and its

principle has been repeadedly acted upon in the

different circuits (Hitchcock v. Tremaine, 9 Blatcb-

ford, 550 ; Parham v. American Button-Hole

Machine Co., 4 Fisher, 468; American Bell Tele-

phone Co. V. People's Telephone Co., 22 Fed.

Rep., 309)."

In Deering vs. Winona Harvester Works (155 U. S.,

300), it was said :

" Taking this evidence together, it falls

far short of establishing an anticipation

with that certainty which the law requires.

As we have had occasion before to observe,

oral testimony, unsupported by patents or

exhibits, tending to show prior use of a device

regularly patented is, in the nature of the case,

open to grave suspicion. (The Barbed Wire Pat-

ent, 143 U. S., 275.) Granting the witnesses to be



37

of the higbest character, and never so conscien-

tious in tlieir desire to tell only the truth, the pos-

sibility of their being mistaken as to the exact de-

vice used, which, though bearing a general resem-

blance to the one patented, may differ from it in

the very particular which makes it patentable, are

such as to render oral testimony ])eculiarly un-

trustworthy : particularly so if the testimony be

taken after the lapse of years from the time the

alleged anticipating device was used. If there be

added to this a personal bias, or an incentive to

color the testimony in the interest of the party

calling the witness, to say nothing of downright

perjury, its value is, of course, still more seriously

impaired."

In Mast vs. Dempster (82 Fed., 327), the syllabus

says :

" The defense of prior use should be supported

by evidence beyond a reasonable doubt, and the

unsupported statement of a single witness that a

machine embodying the invention was constructed

and put in operation before the application is in-

sufiBcient, when unaccompanied by any drawings

or exhibits thereof."

Ajax Metal Co. vs. Brady Brass Co, (155 Fed. R.,

416) furnishes an extreme limit to which the courts go

on this subject. Thi-ee unimpeached witnesses testi-

fied to the prior use, but the Court held it insufficient,

saying :

" The principal difficulty with it is that it deals

in generalities without much knowledge."

In Albright vs. Langfed (131 Fed. R., 476), it was

held that the testimony of a single witness was insuffi-

cient, and kindred rulings were made in.

Durfee vs. Brawo (118 Fed. R., 859).

Brown vs. Zauhiiz (105 Fed. R., 242).
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The rule on the subject is simply this : Where proof

of the alleged prior use is based solely on oral testi-

mony as to details occurring many years before, and no

documentary evidence or physical exhibit is produced,

the defense is not made out.

Judge CoxE happily states it in the following lan-

guage in the case of Keashy vs. Carey Mfg. Co. (139

Fed., 577) :

" It presents the old situation which arises

whei'e human memory is relied upon to establish

unimportant and trivial events and circumstances

occurring a quarter of a century before. Andrews

and the other witnesses, who agree with him in

some more or less important features, may be

correct, but, on the other hand, they may be mis-

taken."

Similar views were expressed in United S/iirt and

Collar Co. vs. Beattie (149 Fed., 736), and Clark vs.

George Lawrence Co. (160 Fed., 514-15) ; also by this

Court in Parker vs. Siebler (177 Fed., 213).

We quote from the opinion penned by His Honor

Judge Gilbert, speaking for this court, in the last

cited case, viz.

:

" It is well settled that the defense of prior use

must be established by evidence which proves it

beyond a reasonable doubt. The question of

novelty is a question of fact {Turrill v. Miclrigan

Southern R. R. Co., 1 Wall., 491, 17 L. Ed., 668).

And it has been held that the oral testimony of

many witnesses, if unsupported by any evidence

consisting of documents or things, must be very

reasonable or very strong to establish the defense

of prior use. The Barbed Wire Patent, 143 U. 8.,

275, 12 Sup. Ct., 443, 450, 36 L. Ed., 154; Deer-

ivg V. Winona Harvester Works, 155 U. S., 286,
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15 Sup. Ct., 118, 39 L. Ed., 153. In the present

case no physical evidence of the Ruggles inven-

tion is produced in evidence save a truck which

was made for use in evidence, constructed from

memory seven years after the original truck had
disappeared from view. The irons which are pro-

duced and which were taken from the iirst ex-

perimental truck made by Ruggles cannot be said

to furnish physical evidence of his invention, for

only a portion of those irons was produced, and
those which were produced obviously could not be

used, fashioned as they are, in the device which is

exhibited as the Ruggles invention. In Cantrell

V. Wallick, 117 U. S., 689, 6 Sup. Ct., 970, 29 L.

Ed., 1017, the court said :

' The burden of proof is upon the defendants

to establish this defense. For the grant of

letters patent is pi^ima faeie evidence that the

patentee is the first inventor of the device de-

scribed in the letters patent and of its novelty.'

" And in the Barbed Wire Patent Case the court

said :

' The frequency with which testimony is

tortured or fabricated outright, to build up the

defense of prior use of the thing patented, goes
far to justify the popular impression that the

inventor may be treated as the lawful prey of

the infringer.'

" In brief, the courts have recognized the rule

that the oral testimony of witnesses speaking from
memory only in respect to past transactions and
old structures claimed to anticipate a patented de-
vice, physical evidence of which is not produced, is

very unreliable, and that it must be so clear and
satisfactory as to convince the court beyond a
reasonable doubt before it will be accepted as
establishing anticipation. Knickei hooker & Co. v.

Rogers (C. C), 61 Fed., 297; Pratt et al. v.

Sencenhaiiyh et al. (C. C), 64 Fed., 779 ; Wickes
V. Lockwood (C. C), 65 Fed., 610; Singer Mfg.
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Co. V. Schenck (C. C), '18 Fed., 191 ; Fmerson

Electric Mfg. Co. v. Van Nort Bros. (C. C), 116

Fed., 974; Fettibone, MulUken c& Co. v. Pen7i.

Steel Co. (C. C), 133 Fed., 730."

Wlieu tested by the rule of the foregoiug decisious

it will be found that the testimony relied ou for estab-

lishing the Hayden prior use is insufficient for that

purpose. That evidence consists solely of the uncor-

roborated oral testimony of Edwin Hayden (improp-

erly pleaded) and Thomas J. Little (not pleaded at all).

Little's deposition is between pages 44 and 63
;

Haydeu's between 62 and 84 and 106 and 108 of the

Becord.

Briefly stated their story is as follows :

Thirty-one years ago (in 1880) Hayden began run-

ning a drier at 818 Battery street, San Francisco, for

drying vegetables and green friiita, and in carrying on

that business he sometimes had occasion to " renovate
"

dried fruits as an adjunct to his business of drying

green fruits. By this it is meant that dried fruits,

prunes, peaches, apricots or raisins, which had become

worm-eaten, moldy, and mildewed from age aud decay

so as to be unfit for food, were cleaned and scoured so

as to be put back into good condition. The operation

was analogous to that of cleaning and scouring old

clothes that have become soaked with dirt and grease.

Hence the term "renovate " was employed.

Hayden performed this " renovating " oi>eratiou

originally ou prunes aud when treating laisins he ap-

plied it only on layer raisins, that is to say those oidi-

narily packed in bunches in 20-pouud boxes for table

use. When brought to the " reuovatory " (the wash-

house), they were matted and clotted together with

moisture, mold, mildew and other impurities so as to

be unfit for food. They were taken out of the boxes
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and bags and put into the the hot room, where they

were subjected to heat, varying from 130 to 200 de-

gi-ees. The eflfect of this heat was to drive off the water

and moisture mechanically adhering to them and to

dissipate the mold and mildew and melt the sngar

which had formed on the outside by the process of

" sugaring." After this scouring and cleaning

process, the raisins were sorted over, and

the best bunches were re-packed as layer

raisins. The inferior bunches which during the

handling had become accidentally broken and muti-

lated and which were therefore unfit for layers, were

cooled, generally by opening the windows and allowing

a natural draught to blow over them and occasionally

by using a fan mill to blow artificial draughts of cool

air, and then he ran them through an old style

stemnier, whereby the parent stems were detached.

There was no desire or effort to remove ihe cap-^iems ;

but in the removal of the parent .stems some of the

cap-stems were incidentally removed. Hayden thinks

about forty per cent of the cap-stems were so removed.

This is a pure guess on his part. The other witness,

Little, did not undertake to fix the percentage, but

contented himself with saying it was " a big part of

them."

After being thus stemmed the raisins were packed in

bags as " loose raisins," according to the meaning of

that term as used prior to the advent of seeded raisins,

which meaning was that all the parent stems had been

removed, and incidentally a few of the cap-stems, but

that the majority of the cap-stems still remained.

This conclusions follows not only from the testimony

of the other witnesses as to loose raisins, but from

the fact that Hayden did not use the modern

cap-stemmer, which is adapted to and actually
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does remove all the cap-stems, but used the

old form of stemmer existing prior to the advent

of seeded raisins, which was adapted to removal

only of the parent stem and not the cap-stems. If

any cap-stems were removed, that was purely acci-

dental and unappreciated, because at that time it was

not desirable or intended to remove any of the cap-

stems at all. On the contrary, it was considered ad-

vantageous to retain tlie cap-stems.

In this operation the sole aim was to scour and clean

the raisins and put them back into salable condition,

some as layers and others as loose. There was no aim

or desire to improve their keeping qualities, and

Hayden w^as not aware that any such result was pro-

duced. The factory where this operation was prac-

ticed was totally destroyed by fire in 1893, and there-

upon the practice ceased and was never resumed bj-

Hayden.

The testimony of these two witnesses is insiifficient

for many reasons :

(a) Tlie character of the two witnesses in not such

as to recominend their testimony to belief tvitliout cor-

roboration. They are not men of high standing or any

special intelligence. Hayden is in no business at all,

while Little is a drayman. They are both inflicted

with incurable deafness to such an extent that it was

almost impossible to make them comprehend the ques-

tions. Hayden stated that he had lost all hearing in

one ear for 20 years and that the other one was get-

ting so bad that in a very short time he would not

be able to hear anything at all (E., p. 107). Little

testified that he likewise was deaf and found it diffi-

cult to understand what people said to him (R., p. 59).

While the fact of deafness cannot be imputed to

these men as a cause of reproach, it does tend to
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show that their mental faculties have waned, and it is

but reasonable to conclude that their memory is im-

paired as well as their hearing.

(h) Both of these ivitnesses tely vjion their unaided

ineinorij for cstahlis/dng their prior use. Not a single

scrap of record evidence was produced. It was a bald

case of unaided memory as to insignificant facts occur-

ring many years ago. There is no instance in the books

where prior use has been held sufficiently established

by such slim evidence as this. No corroboration of any

kind -whatever was even attempted, although it would

have been possible to produce the same if the facts

were as stated by the witnesses.

(c) Ilayden textified that the business teas carried on

hy hi'in in co-partnership ivith Mr. Cahen, hut this gentle-

man ivas not called as a witness. It appears from the

testimony that Cahen was living in San Francisco at

the time, engaged in running a prominent theatre.

Hence, he could have easily been called as a witness.

He was not called, and the only inference we can draw

from that is that he would not have corroborated the

testimony of these two witnesses, if he had been called

to testify.

(dj It further appears that the building where this

prior use is alleged to have occurred, was insured in sev-

eral companies when it was burned, and the instirance

money was paid by the cofnpanies and collected by 3fr.

Cahen, and teas a matter of record irhich rouhl have

been produced if it existed. The policies themselves

and the records of the insurance companies would

have established the facts in refeienco to the insur-

ance, the burning ol the building, its character and

contents, the business that was carried on there, the

time of the fire, and many other things which would

go towards corroborating the testimony of Hayden
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and Little. Yet, no such evidence was produced.

This non-pi'odnctiou raises suspicion at once. If it

had been produced, it might have sliowu that this

building was biirued ten years later than the time

fixed by the testimony of Hayden and Little. It might

also have shown tliat no drjer was used in the busi-

ness, and that no business of drying and renovating

fruits was carried on there. Undoubtedly the failure

to produce evidence of this kind, which was a matter

of record and could easily have been produced if it ex-

isted, tends to throw suspicion upon the testimony

given. This is a well settled rule of evidence.

(e) Furthermore, Hayden and Little testified that

they renovated raisins for numerous htisi/iess men carry-

ing on the grocery business in San Francisco, hut not one

of these )nen was called as a loilness. If it was a fact

that raisins were treated in the manner stated by

Hayden for J. K. Armsby &. Co., Griffin &. Skelly,

George W. Mead, Castle Bros, and other prominent

grocers mentioned by him, these men could have estab-

lisijed the fact by their business records. Yet not one

of them was called as a witness, and the matter is left

to stand upon the uncorroborated testimony of Hayden

and Little that they renovated raisins for those parties.

The failure to produce cori-oborating evidence, which is

capable of being produced by the party, always tends to

throw suspicion upon the testimony given, and if

tliat testimony consists solely of the recollection of the

witnesses as to insignificant matters occurring many

years ago, the suspicion becomt^s stronger.

(f) It does not appear that Hayden or Little ever

disclosed this prior use to others. If as a matter of fact

it existed, it seems incomprehensible to us that it was

not known to other people. So far as this record

shows Hayden and Little are the only two . persons
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who had imj knowledge of it. Why did they not dis-

close it to others ? Why is it that during the opera-

tion of the factory its use did not become known to

others ? Why is it that no other person is called to

prove its use ? Those are most suggestive questions

and all tend to discredit the story.

(ffj In 1893, 18 years ago, the process was abandoned

hy Ilayden and never aftervmrds resumed. In that

year the factory was destroyed by fire, according to

Haydeu, and at that time his renovating of raisins

ceased. He built other dryers and carried on the

business of drying green fruits and vegetables, but

he does not appear to have resumed his process of

renovating raisins. The process seems to have died

a natural death and been abandoned at the time of

the fire. If the process was so valuable a one as

Hayden and Little want us to believe, and was actually

practiced by them, it seems incomprehensible to us

that it should have been abandoned in 1893 and never

afterwards resumed.

(h) Ilayden testified that in 1896 Mr. Gartenlaub

loas runnhig a seeded raisin hushiess in Fresno and re-

quested him to huild for him a cap-stemmer to he used in

his seeded raisin business. Mr. Gartenlaub testifies

(R., 46i, Q. 121), that this incident occurred in 1898,

two years after the date fixed by Ilayden. Mr. Gar-

teulaub's statement of the fact is that Hayden claimed

that he could build a niaehine that would take ofi" the

cap-stems of the raisins loithout any drying process at

all, which machine consisted of a cylinder with an in-

side cone having bristle brushes rotating at a velocity

of two thousand revolutions a minute. Gartenlaub

ordered a machine at the time from Hayden, but it

turned out to be a flat failure, for which reason it was

returned to Hayden and not paid for. This occurred
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iu 1898, as Mr. Gartenlaub did not go into the seeded

raisin business until that year. Thus we see that

Hajden is in error as to the date of the occurrence

by just two years. Furthermore, Mr. Gartenlaub

testified that Hayden did not at that time say any-

thing to him of any other method of processing

raisins, nor mention in any way, shape, or form

that he had theretofore processed raisins by

heating and cooling them. On the contrary, his

idea was to process raisins without the necessity of

heating or cooling at all, and it was for that reason

that he devised the cap-stemming machine, which

proved such a failure. He made no mention to Gar-

tenlaub of having processed raisins at his factory in

Battery street, and if such use existed it is inconceiv-

able to us that Hayden would not have mentioned it,

and this fact tends strongly to discredit his testimony

which he now gives concerning prior use at that Bat-

tery street factory. In this connection see answers to

questions 121-133 of Mr. Gartenlaub's deposition.

(i) The failure of Hayden to lay any claim to the in-

vention during the ten or more years of its use at F'resnn

is a suggestive fact.

To put this matter iu a nutshell, Forsyth in 1898

made known to the world a most valuable process, one

which made the seeded raisin art practicable and pos-

sible. That its value is great, exceedingly great, ad-

mits of no question. Yet this man Hayden for years

afterwards stands calmly by and sees th(; process used

without making any claim to having originated and

used it himself. Not until years after the process has

been adopted by all the raisin seeding establish-

ments iu California, and the expenditure of

millions of dollars therein has been made, does

Hayden appear on the scene with his belated
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story. His iuterregnum of sileuce is inexplicable, and

when we take into consideration tliut at the inception

of the art he advocated a process -which dispensed

with heating and cooling entirely his present story

becomes unbelievable.

(/) Little testified that he heard of seeded raisins

along about 1893 or 1891/, before he left the employment

of Ilayden, and that he heard this from persons who

came into the factory. Now, as matter of fact, seeded

raisins did not come into existence in California until

the latter part of 1896, when they were introduced by

Col. Forsyth. In this matter, therefore, Little's

memory is at fault. According to his own testimony

he quit the business in 1895, and according to Hayden's,

in 1893 or 1894. He must have a wonderful mind to

be able to remember a thing before it came into exist-

ence. It is possible to forget a thing which has oc-

curred, but it is not possible to remember a thing

which has not occurred.

{Tc) In one respect the testiiaony of Hayden and Little,

is at war toith thai of several of defendants other wit-

nesses. Hayden and Little testified that in their

renovating process they first dried the damaged raisins

in the drier, then picked out the best bunches and re-

packed them as layers, and finally took the ir-

regular bunches and loose raisins and stemmed them.

But several of defendant's witnesses testified that

after raisins are put into a drier they cannot be re-

packed as layers, because the stems became so brittle

that they will break off and are no longer packable as

layers.

E. L. Chaddock, a witness for defendant, testified as

follows (E., 315-16) :

" x-Q. 63. Are the sun-dried raisins considered

to be first quality raisins ?
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"A. Yes, sir.

" x-Q. 64. Are they considered to be any better

than the machine-dried raisins ?

" A. Oh, I don't know as there is so very much
difiference. Of course it spoils them for layers.

" x-Q. 65. What spoils them for layers ?

" A. Well, the drier makes the stem so brittle

you can't handle them for layers."

Defendant's witness Hartigan gave the following tes-

timony (K, 395) :

" x-Q. 31. Referring to those raisins wliich you

passed through the drier did you pack any of those

as layer raisins ?

" A. No sir ; we couldn't.

" x-Q. 32. Why couldn't you ?

"A. Because they were too brittle, and they

wouldn't pack
;
put them into press you would

break them all to pieces."

The testimony of these witnesses is contradictory of

that of Hayden and Little. Hayden and Little testified

that after passing the damaged raisins through the

drier, they re-packed the best of them as layers.

Chaddock and Hartigan testified that this was impos-

sible. Which set of witnesses shall we believe ? Is

not suspicion thrown on the testimony of Hayden and

Little in this particular ? Can it be said that their

point is made out beyond all reasonable doubt ? To

ask the question is to suggest the proper answer.

(I) Bxd, furthermore, there is conflict betwee?i the tes-

timony of Hayden and Little themselves, (he particnlars

of xohich we shall point aid. Hayden says that the

dryer was located at 818 Battery street ; Little sa3^s

that it was located somewhere in the nine hundred

block on Battery street.

Hayden says that they dried raisins for Geo. W.
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Meaile ar.d J. K. Arnisby <fc Co. Little says they dried

no raisins for those firms.

Hayden says that the heat used for curing green

fruit was 240 degrees, and was uever as high as 400,

because that wouhl bum aud cook the fruit. Little

says that the heat used for curing green fruit and veg-

etables was 400 or 500 degrees.

Hayden says that the heat used for curing raisins

varied from 120 degrees to 160 degrees. Little says it

varied from 130 to 140 degrees.

Hayden says that Little came to work for him at the

Battery street factory in 1882 or 1883, and that he left

in 1893 or 1894. Little says that he came in 1884 and

left in 1895.

Hayden sa3's that the Battery street factory was

burned in 1893. Little says it was burned in 1894 or

1895.

Man}' of the foregoing matters are mere matters of

detail and incidental to the main story ; but they serve

to show how unreliable is the memory of these wit-

nesses. If their several recollections do not correspond

as to the time of employment, the time of the fire, the

location of the factory, the degree of heat employed,

and the other things above enumerated, it is just

barely possible that their agreement as to the process

itself and the fact of its use is due to a pre-arranged

story between the two and is predicated on after ac-

quired knowledge of Forsyth's process. In a word,

the uncorroborated testimony of these two witnesses,

based solely upon their recollection of matters occur-

ring many years ago, without any record evidence,

M'hich could have been proiluced, if the fact was as

they have stated, is liable to grave suspicion and dis-

trust. It does not make out a case bej'ond all reason-

able doubt. It does not produce certainty of convic-
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tiou to a disinterested mind, and it is clearly not up

to the standard of proof required by the rule laid down

in Coffin vs. Ogden.

It is not necessary for us to charge Hayden and

Little with perjury. We merely say that their testi-

mony does not meet the rule required in such cases.

It does not produce conviction beyond a reasonable

doubt. We submit, therefore, that this alleged prior

use by Hayden must be thrown out of the case as not

being established by sufficient proof.

But, furthermore, there are other serious objections

to this proof.

'6. The. Haydoi jyi'ior use was not siic/i as anticipates

because, it did not disclose to the public F'orsyth''s process

nor put the loorld z'n per7naneni possession thereof, and,

hence, stands in the category of an abandoned and for-

gotten art.

This doctrine is one well recognized in patent law

as an exception to the general rule of prior use. Tlie

general rule is that a single instance of prior use, if

clearly established, is sufficient as anticipation. The

exception is that where the prior use was practiced

by a single individual in his private business, without

putting the public in full possession of a knowledge

thereof, und was finally abandoned and forgotten by

the user, such a prior use is no anticipation of a re-

discovery of the invention b}' another person in later

years, even though the rediscovery and practice of the

invention so far refresh the recollection of the prior

user as to enable him to recall it to mind and de-

scribe it.

From this principle arose the doctrine of " forgotten

invention," or, as it is more fiequentlj- styled " for-

gotten art " or " lost art."



61

Mr. Walker, the eminent author, expresses the

opiuioii that this doctrine applies only to

" processes," and not to machines or products,

and he gives a very cogent reason for the opinion.

It is that a process is something intangible, ex-

isting only while being performed, and as soon

as that performance ceases, there is no evidence

of its existence except the recollection of those

who saw it in performance ; whereas in the case

of a machine or other tangible physical object, when

once in existence it remains so uLtil destroyed, and

thus satisfactory evidence of it naay be preserved (See

Walk. Pats., Sec. 71).

But whether the doctrine applies to machines or not,

it certainly applies with the strongest force to processes,

and it is for this reason that it is termed the doctrine

of " forgotten art," or " lost art."

The vital point in the doctrine is that the prior use

did not disclose the invention to the world so as to

make it a permanent item of human knowledge, capable

of being put in practice by the public ; but was dis-

continued in practice and forgotten in mind until its

re-discovery by a subsequent person, who obtained a

patent and thereby placed the world in permanent pos-

session of a full knowledge of the process. In other

words, the prior user allowed his private individual

knowledge to pass into oblivion, added nothing fco the

stock of public knowledge, and conferred no benefit on

mankind ; whereas the subsequent inventor, by secur-

ing a patent, permanently benefitted the world. In

such case the theory of the patent law demands that

the pateut be sustained as a reward to the man who

confers the benefit, and, at the same time, as a just

condemnation of the other man who threw it away.
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Says Mr. Justice Bradley in Atlantic Wurksvs. Brady

(107 U. S., 199)

:

" Tlie desigu of the patent law is to reward

those who make some substantial discovery or in-

vention which adds to our knowledge and makes a

step in advance in the useful arts. ISuch inventois

are worthy of all favor."

For the first annunciation of this doctrine we are

indebted to the decision of The Supreme Court ren-

dered by Chief Justice Taney in the case of Gayler vs.

Wilder (10 How., 477). There one Fitzgerald had

secured a patent for the use of gypsum as a lining in

the construction of iron safes. It was shown that

yeai's before one Connor had made a safe of the kind

and used it for many years in his individual business,

when it finally passed out of his hands and he never

made or used another like it, but used one of difierent

construction. It did not appear what became of the

safe after passing out of Connor's hands.

The jury was instructed as follows :

" That if Connor had not made his discovery

public, but had used it simply for his own private

purpose, and it had been finally forgotten or

abandoned, such a discovery and use would be no

obstacle to the taking out of a patent by Fitz-

gerald, or those claiming under him, if he be an

original, though not the first inventor or dis--

coverer."

This instruction was held by the Supreme Court to

be a correct statement of the law, and we quote from

the decision as follows :

" The act of 1868, ch. 357, 6, authorizes a patent

where the party has discovered or invented a new

and useful improvement, ' not known or used by
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others before his discovery or invention.' And
the 15th section provides, that, if it appears on

the trial of an action brought for the infringement

of a patent that the patentee ' was uot the original

and first inventor or discoverer of the thing pat-

ented,' the verdict shall be for the defendant.

Upon a literal construction of these particular

words, the patentee in this case certainly was not

the original and first inventor or discoverer, if the

Couuer safe was the same witli his, and preceded

his discovery. But we do uot think that this con-

struction would carry into effect the intention of

the legislature. It is not by detached words and

phrases that a statute ought to be expounded.

The whole act must be taken togetlier, and a fair

interpretation given to it, neither extending or re-

stricting it beyond the legitimate import of its

language, and its obvious policy and object. And
in the 15th section, after making the provision

above-mentioned, there is a further provision, that

if it shall appear that the patentee at the time of

his application for the patent believed himself to

be the first inventor the patent shall not be void

on account of the invention or discovery having

been known or used in any foreign country

it not appearing that it had been before

jmtented or described in any printed publi-

cation. In the case thus provided for, the

party who invents is not, strictly speaking,

the first and original inventor. The law assumes
that the improvement may have been known and
used before his discovery. Yet his patent is valid

if he discovered it by the efforts of his own
genius, and believed himself to be the original

inventor. The clause in qnest'wn qualifits the loords

hefore used, and shoxm that by knowledge and use

the leyisJatiire meant knowledge and use existing in

a manner accessible to the public. If the foreign

invention had been printed or patented, it was
already given to the world and open to the people

of this country, as well as of others, upon reason-
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able inquiry. They would, tlierefore, derive uo

advantage from the invention here. It would con-

fer no benefit upon the conomuuity, and the in-

ventor, therefore, is not considered to be entitled

to the reward. But if the foreign discovery is

not patented, nor described in any printed publi-

cation, it might be known and used in remote

places for ages, and the people of this country be

unable to profit by it. The means of obtaining

knowledge would not be within their reach ; and

as far as their interest is concerned, it would be

the same thing as if the improvement has never

been discovered. It is the inventor here

that brings it to them, and places it in

their possession. And as he does this by
the effort of his own genius, the law regards

him as the first and original inventor and

protects his patent, although the improvement

had in fact been invented before, and nsed b3'

others. So, too, as to the lost arts. It is well

known that centuries ago discoveries were made

in certain arts, the fruits of which have come down

to us, but the means by which the work was ac-

complished are at this day unknown. The knowl-

edge has been lost for ages. Yet it would hardly

be doubted, if any one now discovered an art thus

lost, and it was a useful iiiJi)rovement, that upon

a fair construction of the act of Congress, he

would be entitled to a patent. Yet he would not

literally be the first and original inventor. But

he would he the first to confer on the public the

benefit of the invention. lie would discover what is

iwknown, and conimnnicdte. knowledge which the

pulAic had not the means (if obtaining tvithout his

iiivention. Upon the same principal and upon

the same rule of construction, we think that Fitz-

gerald must be regarded as the first and original

inventor of the safe in question. The case as to

this point admits that, although Connor's safe had

been kept and used for years, yet no test had been

applied to it, and its capacity for resisting heat
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that any particular value was attached to it after

it passed from his possession, or that it was ever

afterwards used as a place of security for papers ;

and it appeared that he himself did not attempt

to make another like the one he is supposed to

have invented, but used a differeut one. And upon

this state of the cvidtmce, the court put it to the

jury to say whether this safe had been fiually for-

gotten or abandoned before Fitzgerald's invention,

and whether he was the original inventor of the

safe for wliich he obtained the patent ; directing

them, if they found these two facts, that their

verdict must be for the plaintiff. We think there

is no error in this instruction. For if the Conner

safe had passed away from tlie memory of Conner

himself, and of those who had seen it, and the safe

itself had disappeared, the knowledge of the im-

provement was as completely lost as if it had never

been discovered. The public would deri/e no

benefit from it until it was discovered by another

inventor. And if Fitzgerald had made his dis-

covery by his own etl'orts, without any knowledge

of Conner's, he invented an improvement that was

then new, and at that time unknown ; and it was

not the less new and unknown, because Conner's

safe was recalled to his memory by the success of

Fitzgerald's. * * » And if the jury found the

fact to be so, and that Fitzgerald again discovered

it, we regard him as standing upon the same

ground with the discoverer of a lost art, or an un-

patented and unpublished foreign invention, and

like him entitled to a patent. For there was no

existing and living knowledge of this improve-

ment, or of its former use at the time he made the

discovery. And whatever benefit any individual

may derive from it in the safety of his papers, he

owes entirely to the genius and exertions of Fitz-

gerald."

[Note.—The italics are ours.]
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While this case is the ouly oue in which the precise

question has ever been adjudicated by the Supreme

Court, this question has frequently been passed on by

nisi prius courts.

Thus, in Hall us. Bird (3 Fish., 595 ; s. c, 11 Fed.

Cas., 211) Judge Blatchfokd applied the doctrine to

a case where the prior machine had not bodily disap-

peared from view (that is, had not been burned up

like Hayden's), but the knowledge and use of it did

not exist in a manner accessible to the public, and had

been substantially abandoned, and had substantially

passed from the memory of its former users until re-

called by the successful use of a like machine subse-

quently invented by another. The decision in Gayler

vs. Wilde?' was quoted at length, as holding that prior

knowledge and use, in order to anticipate, must be

such as was accessible to the public, so that the public

could be put in full possession thereof and know how

to practice the invention.

Similar rulings were made in the following cases :

Ca/won vs. Ring (4 Fed. Cas., 1019).

IlarL^hnrn vs. Tripp (11 Id., 712-13).

Wilson vs. Coon (6 Fed. K, 626-7).

Davis vs. Brown (9 Id., 656).

Searles vs. Botiton (12 Id., 142).

Elec. Accumxdator Co. vs. JuHen (38 Id.,

128).

Bullock vs. Jones (4 Fed. Cas., G60).

In the recent case of Ajax Metal Co. vs. Brady Brass

Co. (155 Fed. R., 415) Judge Archbald, in commenting

on the character of prior use necessary to sustain the

defense of anticipation, says :

" It must, indeed, be so far understood and

practiced or persisted in as to become an estab-

lished fact, accessible to the public and contribut-

ing definitely to the sum of human knowledge."
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In treating of this subject in his work on patents,

Mr. Robinson says at Section 321 :

" It is entirely possible that an <irt or instru-

ment, once fully known and understood, should

be abandoned and so totally forgotten that

the public are as destitute of any practical

and useful knowledge of the subject as if

it never had existed ; and instances have

repeatedly occurred where most valuable

and wonderful inventions have thus been com-

pletely lost to man. In all such cases one who re-

invents precisely the same art or instriiment, and

communicates it to the public of his day, confers

upon them the same benefit, and is entitled to the

same reward, as if the invention never were before

produced."

And at Section 322 :

" An invention, once in use, is considered as in-

accessible to the public when it has been abandoned
and forgotten, and can no longer be completely

known, by persons skilled in the art to which it

belorgs, from anything which still remains in the

possession of the public."

And again at Section 323 :

" The length of time for which an invention has

been lost, and the degree of public ignorance which
may prevail, are of no conseqiaence, provided only

that it be actually lost out of the practical knowl-

edge of the public."

And at Section 324 :

" It is thus evident that the real test of prior

use is the degree of knowledge it confers upon
that public to whom the last inventor has com-
municated his ideas, and from whom he endeavors

to obtain his recompense," * * * « Here his
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rights stand anil fall according to the state of

public knowledge ; and his 'invention is a new one

to the public, unless, at the date of its creation, it

was accessible to them as fully as his inventive

act has made it."

This principle of law is a matter of constant applica-

tion in the Patent Office between rival inventors for a

patent. In such case it is a fixed rule that the first

to conceive and reduce to practice forfeits his right to

a patent, if he is guilty of long and uuexcused delay,

to a later inventor who has been diligent in putting

his invention into use and making full disclosure

thereof to the public. In the literal words of the

statute, the second inventor is not " the first " inventor,

but he is the first to disclose and give the benefit of

the invention to the public {Davis (6 lioesch vs. Na-

tloiial Sleam Specialty Co., 161 Fed. R., 193, and cases

there cited).

Now apply this law to the facts in hand. Hayden

claims to have used this process off and on in his

private business of renovating dried fruits between the

years 1880 and 189B, in his drier located at No. 818

Battery street, San Francisco. No specific time

of any individual use is given ; but in the very na-

ture of things it could have been only desultory and

from time to time as his customers might have dam-

aged raisins to be renovated. It was only an adjunct

to his general business of drying vegetables and green

fruit. In 1893 this drier was totally destroyed by fire

and the use of the process then ceased—was aban-

doned. Hayden never afterwai-ds resumed it. He built

and used other driers ; but they were small, insignifi-

cant affairs, and no raisins were ever renovated therein.

In fact, they were not adapted to renovate raisins, but

merely to dry green vegetables. Such use as was had
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was in his piivate business, and when his factory was

burueil the use permanently ceased. He never gave to

the public permanent knowledge thereof, never be-

queathed it as a heritage to the public so that it could

bo used by the public. It died a natural death with

the fire of 1893. If it had not been for tiie re-discovery

by Forsyth in 1898 it would not now be known.

In the meantime Forsyth had made liis invention in

1898, put it into use and taken out his patent,

whereby he disclosed it to the world. In a word,

Hayden used the process in a desultory way, and off

and on, in his private individual business until 1893,

when the apparatus was totally destroyed by fiie, and

thereupon use of the process was abandoned and never

afterwards resumed. He never made it accessible to

the public. The Hayden use was apparently a secret

one. In any event, it is not shown to have been ac-

cessible to the public. No one appears to have seen

it except Hayden himself and his employee, Little.

No record evidence thereof is produced. It

was not made known to the public. It did

not become an item of public knowledge. The

public has gained no benefit therefrom, has not

learned the process from Hayden. So far as Hayden

is concerned, it was a forgotten art at the time that

Forsyth re-invented it five years afterwards, for if

Hajden had not actually forgotten it, he certainly had

abandoned it, and that amounts to the same thing

under the law. It was Forsyth who made full dis-

closure of it to the world and thereby conferred the

benefit on mankind. So far as appears from this

record, if it had not been for the Forsyth Patent this

process would be unknown to the world at the present

time, notwithstanding the alleged prior use by

Hayden. To put the matter in a nut-sliell, the
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Hayden prior use did not disclose the invention to

the public so as to put them in possession thereof
;

but, on the contrary, was abandoned and forgotten by

the user until Forsyth's re-invention and full dis-

closure to the world. This brings the facts within the

decision of Gayler vs. Wilder.

4. But, furthermore, the Hayden use was different in

purpose from that of Forsyth, and in so Jar as it pro-

duced any similar results was accidental, unintentional,

and nnappreciuted, and did not make knoivn to the

loorld Forsyth's process.

The authorities are clear that such a prior use is

CO anticipation.

In Tilghman vs. Proctor (102 U. S., 711) it was

shown that in prior processes there was an accidental

formation of fat acid, and this was claimed as antici-

pation. But the Court said :

" We do not regard the accidental formation of

fat acid in Perkiu's steam cylinder from the tallow

introduced to lubricate the piston as of any con-

sequence in this inquiry. What the process was

by which it was generated or formed was never

full}' understood. Those engaged in the art of

making candles, or in any other art in which fat

acids are desirable, cert'eiuly never derived the

least hint from this accidental phenomenon in re-

gard to aoy practical process for manufacturing

such acids. The accidental eflfect produced in

Daniell's water barometer and in Walther's process

for purify ing fats and oils preparator}' to soap-

making are of the same character. They revealed

no process for the manufacture of fat acids. If

the acids wei'e accidentally and unwittingly pro-

duced, whilst the operators were in pursuit of

other and different results, without exciting atten-

tion and without its even being known what was
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clone or how it had been clone, it would be absurd

to say that this was an anticipation of Tilghman's

discovery."

In the case of Boyd vs. Cherry (50 Fed., 282), we

find an apt illustration of the doctrine. The patent in

suit was granted to one Coolej^ for a new process of

raising cream fiom milk, and consisted in water-sealing

the milk within a vessel and submerging said vessel in

water. It was shown in evidence that prior to the in-

vention several other persons had been in the habit of

occasionally submerging vessels containing milk during

the process of raising cream therefrom, and in some

instances such use was public ; but it also appeared

that these other persons were not aware of the fact that

by such submerging process the results achieved by

Cooley were produced or could be secured. In other

words, the prior use was one of an accidental charac-

ter, and without any knowledge of the useful result

produced thereby.

The Court held such prior use to be insufficient, and

among other things said :

" 111 Tilghman vs. Proctor, 102 U. S., 711, the

supreme court, through Justice Bradley, held an

alleged prior use not sufficiently proved, for the

reason, among others, that the result had been

accidentally and unwittingly produced, while the

operators were in pursuit of other and different

results, without exciting attention, and with-

out its even being known what was done,

or how it had been done. In Pelton v. Waters,

7 0. G., 426, the rule is distinctly recognized

that the prior discoverer or inventor must have

had such a conception of the invention as

would enable him to give it to the public.

Said Emmons, speaking of the alleged prior in-
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ventov iu that case, * he not only did not give and

could not give it (the invention) to the public, but

he did not possess it himself.' The same rule is

recognized in Andrews v. Carman, 9 O. G., 1011,

where it is dechired, in effect, that tlie pei'son

' who first discovers the principle, and by putting

it iuto practical and intelligent use first makes it

valuable to man,' is the first inventor.

" If the alleged prior use of the process was

under such circumstances that the public obtaiued

no knowledge of the mode of its operation, or of

the results to be attained by it, there is no prior

use, within the meaning of the patent law.

" ' 111 other words, if the parties who made the

combination, although seeing with the eye per-

ceived not, and hearing with the ear understood

not, * * * they added nothing to their own
stock of knowledge ; and the fact, if observed by

other men (if they understood it not), added noth-

ing to the science on that subject. Therefore the

invention was not made until the parties contriv-

ing, or others observing, the existing combina-

tion, saw that it would be made available for the

purpose of producing a result similar to the one

which the plaintiffs have mentioned in their speci-

fications.'

" Thes;e adjudications are based upon a sound

principle. The rights of a patentee are granted

to him upon the consideration of the giving by

him to the public of a new and useful discovery.

If some one before him had already given the

same invention or discovery to the public, this

consideration falls, and he has no basis for his

claim of exclusive right. Hence it is that the al-

leged prior invention must have been made public.

If kept secret by the first inventor until the sec-

ond had discovered it and given it to the public,

the latter will be protected, for it is to him that

the public is indebted ; it is from him that the

public has received value ; and, as no one can im-
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part that which he does not possess, it must ap-

pear that the alleged prior inventor was aware not

only of his discovery, but also of its utility."

In Piltshurg J?eduction Co. vs. Gowles Electric S. (&

A. Co. (55 Fed., 307), the patent involved covered a

process of dissolving alumina. It was shown in de-

fense that in prior processes, where ditlereut results

were being sought for, alumina was accidentally dis-

solved, as called for by the patented process. This

was held by Circuit Judge Taft to be no anticipation,

and he used the following language :

" Accidents of this character cannot be relied

on as anticipations of a patented process (Tilgh-

man vs. Proctor, 102 U. S., 711) when the opera-

tor does not recognize the means by which the

accidental result is accomplished, and does

not thereafter consciously and purposely adopt

such means as a process for reaching the re-

sult."

The same rule is laid down in the case of Wickelman

vs. A. B. Dick Co. (88 Fed., 264), where the syllabus

reads as follows :

" Novelty is not negatived by a prior accidental

production of the same thing, when th^ operator

does not recognize the means by which the acci-

dental result is accomplished, and no knowledge
of the device or of the method of its employment
is derived from it by any one."

In the case of Ajax 3Ietal Co. vs. Brady Brass Co.

(155 Fed., 415), Judge Aechbald used the following

language

:

" But while a single previous knowledge or use,

such as this, may be enough to negative novelty,

the use mast be something more than an acci-
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dental or casual one. It must, indeed, be so far

understood and practiced or persisted in as to

become an established fact, accessible to tbe

public and coutributinp; definitely to the

sum of human knowledge. It is incum-

bent ou the defendants, therefore, to show
that the prior use which is set up

wKs so far appreciated at the time, and

adopted or followed, as to create a well-under-

stood, if not an established practice, capable at

any time of being resorted to, and not some-

thing incidental, indefinite and fugitive, which is

now hunted up and brought forward simply for

the purpose of defeating the patent."

The same ruling was made in the case of the

Wefste7'n Tube Co. vs. Eanier (156 Fed., 55), where it is

said that prior knowledge and use cannot be made

out by a chance combination made without apprecia-

tion of the principle upon which tlie patent is based.

This case was affirmed in 159 Fed., 431.

In the recent case of HiUinrd vs. Fuher Book

Typeioriier Co. (159 Fed K., 439) the Court of Appeals

of the Second Circuit held that even though a prior

device utilized the function of the patented device,

nevertheless, if it was accidental and unrecognized at

the time and not disclosed to the public, it is no an-

ticipation.

Haydeu's prior nse comes within these authorities.

Its purpose was to " renovate " old, damaged,

moldy prunes and raisins, not to cure new, fresh

ones. He took old raisins which were wet and

soggy, all covei'ed with mold, mildew and dirt,

and which, therefore, were unfit for human food,

and by removing these impurities endeavored to

put the raisins into a condition fit for human

food. At least he put them into a condition in which
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they couUl be palmed off ou an uususpecting ]>ublic as

fit for biiuiaii food. We apprehend that the consumer

who was called on to eat them would have registered a

vigorous kick if he had known the real facts. But

there was no pure food law in existence at that time,

and so Harden went on cleaning and scouring these

filthy old mildewed prunes and raisins and passing

them off on the public under fraudulent pretenses. In

doing this he subjected them to heat, which necessarily

had the effect to drive off the water, mildew, filth and

mold. He was not aiming to improve the keeping

quality of the raisins. He did not know that his

process had any such effect. Both he and Little were

in ignorance on that subject ; for when Little was

asked what effect the process had on keeping qualities

of the raisin, he said :

" Now you got me ; I could not answer that ; we
did not keep the raisins long enough to find that

out."

Little's Deposition (R., 52).

If, therefore, the process as practiced by Hay-

den improved the keeping qualities of the raisins,

that result was accidental and unintentional, un-

known and unappreciated, and did not impart

any knowledge of the fact to the public. It

never taught anyone, not even the user himself, that

the keeping qualities of raisins could be improved by

using the yjrocess. It added not one iota to the sum

of human knowledge, and the result would never have

been known but for the Forsyth disclosure. To say

that Hayden's scouring and cleaning of old mildewed

and moldy raisins by heat for the purpose of removing

those impurities, was sufficient to teach the world the

desirability of heating fresh clean raisins to enhance
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their keeping qualities seems to us beyond the bounds

of probability. The two things are not analogous.

Even if Forsyth had known of the Harden nse, it

would have been a " happy flash of thought " on his

part to conceive that the scouring process applied to

moldy raisins for cleaning them could be applied to

fresh raisins for preparing them to be seeded by effect-

ing certain chemical changes therein which would en-

hance their keeping qualities. Under the law such

new application of the process would be clearly pat-

entable. Forsyth's process is not for scouring and

cleaning old raisins from impurities so as to put them

back into their former condition where they are fit for

human food ; but it is for preparing fresh clean raisins

and putting them into a new and different chemical

condition whereby their keeping qualities are en-

hanced.

It is to be remembered that the Forsyth process is

intended especially for seeded raisins. Seeded raisins

spoil more quickly than layer or loose raisins on ac-

count of the punctures made in removing the seed,

which punctures expose the pulp to the atmosphere.

Hence, when seeded raisins came into existence, it

was found necessary to devise some process to enhance

their keeping qualities. As seeded raisins did not

come into existence until the latter part of 1896, there

was no necessity for any such process until then. Con-

sequently, it is impossible that the Hayden use,

which was prior to 1893, could have disclosed to the

world the Forsyth process of treating raisins prepar-

atory to seeding.

The same remark applies to the cap-stemming in-

cidentally and accidentally done by Hayden while en-

gaged in removing the parent stems. There was at

that time no desire or occasion to remove the cap
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stems, and both he and Little admit this. Whatever

cap-stemming was done was purely accidental and

without recognition of the utility of removing cap-

stems for seeding purposes.

In fine, the public never derived from the Haj'den

use any knowledge that the keeping qualities of raisins

could be enhanced or their cap-stemming facilitated

by subjecting them to successive heating and cooling.

This discovery was made by Forsyth. He was the

first to disclose it to the world.

AnsTirer to Charge of Anticipation by the

Publication of £isen and Patents of

Blatchley and Hatch and the Testi-

mony of 'Witnesses as to the Use of

Fruit Driers.

Defendants put in evidence a book published in 1890

by one Gustav Eisen, entitled " The Eaisin Industry
"

(Defendants' E chibit 4), also a patent to Blatchle}' and

Hatch for a fruit drier issued in 1885 (Defendants' Ex-

hibit 1), also a patent to Blatchley for a fruit drier,

issued 1 887 (Defendants' Exhibit 2), and took the tes-

timony of a large number of witnesses as to the use of

fruit driers prior to the Forsyth invention. In this

behalf it is charged by defendants that these matters

operate as a full anticipation of the Forsyth process

in that raisins were operated upon in those driers,

and that some of said raisins were afterwards

stemmed.

This contention is without any merit and can be

very quickly disposed of. It appears from the evi-

dence on this subject that occasionallj', when the rain}^

seasons set in before the grapes were fully dried in the

sun and thereby soaked the raisins and prevented
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further drying iu the sun, in order to save the crop, it

was customary to place these partially dried grapes

into a fruit drier and finish the curing by artificial

heat.

The publication of Eisen says, at pages 147-148, as

follows :

" The last few years have fully demonstrated

that every raisin vineyard, no matter where it is

situated, should have one or more dryers, in order

that the last of the crop may be dried properly

when the rain sets in. Many j'ears these dryers

are not required, but from time to time they prove

of vast value, and, if properly constructed, are

much superior to any drying-floor. But so far no

perfect dryer has ever been constructed. Most

dryers are too expensive, costing from three thous-

and to seven thousand dollars, when of a capacity

to dry from twenty-five to fifty tons of green

grapes at one charge. Nearly all late dryers are

constructed with a fan, which sucks the air out

through one end of the building. The large com-

plicated dryers are all patented, but there can be no

doubt that good small dryers might be constructed

by every grower, which will do good service. --'Is,

hoivever, so far no very perfect dryers have ever

been constructed, and as every oivner of one changes

and rehailds every year, toe must leave the consid-

eration of the construction of these dryers to some

future time when more knowledge or experience will

have been gained. Dryers large enough to hold a

charge of one ton of green fruit have been con-

structed at the price of two hundred dollars, by

Ellwood Cooper of Santa Barbara. They dried

their fruit in twenty-four hours, hut they were never

used for raisins.

" But as this style of dryer may be adapted to

raisins, I will give a few hints as to its construc-

tion (Here he described the dryer in detail.)

" As to the usefulness of steam or fire dryers
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theie can be no doubt. The idea is not to entirely

dry the raisins in them, hut only to finish up the

raisins token, on account of unfavorable climate

conditions, they do not dry any more out of doors.

The question as to which are best machine-dried

raisins or those dried in the sun, is entirely unim-

portant. No one looidd think ofdrying raisins en-

tirely in the dryer, as it wouhl not pay. Raisins

properly finished in the dryer are not inferior to

those entirely sun-dried."

It clearly appears from this quotation, that at

the time of the publication in question (1890) no

perfect drier had been devised ; but when the

rainy season sets in before the grapes had been

fully cured in the sun, it was cutomary to take

these partially cured rain-soaked grapes and finish the

curing of them in the ordinary fruit driers then in

existence, but it was never customary, however, to

carry out the entire operation in the fruit drier, that is

to say, to place the grapes therein as soon as picked

from the vines, and manufacture them into raisins nor

to put fully cured raisins in the driers. On the con-

trary, this partial finishing of the raisins in the drier

was simply a make-shift to save the uncured crop

which would otherwise be destroyed by the rains.

The two patents of Blatchley and Hatch referred to

are simply patents for drying fruit. Of course they

are capable of drying grapes placed therein as soon as

picked from the vine and of manufacturing those

grapes into raisins, though inefficiently. It goes with-

out saying that such practice was not followed in refer-

ence to those driers.

The witnesses produced by defendants on this point

all, without exception, testified to the fact that it was

only when the partially sun-dried gi'apes became wet
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autl soaked with rain, by reason of the early raining

season, that they were finished up in the drier.

The testimony of Mr. E. L. Chaddock, one of the

defeudnnt's witnesses, may be taken as a fair sample

of all the rest. By his answers to cross-questions 50,

51, 52, 67, 68 and 69 (R. 314) he states, that it fre-

quentl}' happens that the early rains in Fresno pre-

vent the grapes from being fully cured in the sun, and

that in such instances, and for the purpose of saving

the crop from total loss, these partially dried grapes

are finished up in the drier, and he then adds (x-Q. 67,

p. 92 (E. 316))

;

" Of course, as a matter of fact, there are no raisius

dried entirely in the drier ; they are simply finished off

in the drier. It has been found impractical to take the

green grapes and dry them."

It would be useless to quote the testimony of the

other witnesf^es on this poiut, but it is all to the same

effect ; that is to sa}^ whenever the rainy season sets

in before the grapes are fully cured iu the sun, it was

customary to put these partially dried water-soaked

grapes into the fruit driers and there finish up the

curing.

Such a process as this is clearly no anticipation of

the Forsyth Patent. When these partially dried

grapes were put into the drier, the first effect of the

heat was to drive oft' or evaporate the rain water with

which they were soaked, and then by further applica-

tion of heat to finish the curing of the grapes so as to

manufacture them into raisins. In such an opera-

tion nothing different takes place from what takes

place in curing the grapes in the sun. In both

cases it is simpl}- a driving off of the moi-sture. No

conversion of pectoso into pectin or pectic compounds

takes place to any appreciable extent. When grapes
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are dried iu the sun the pectose still remains present,

that is to say, a large portion of it. It may be that an

infinitesimal amount of it is converted into pectin, but

not a sufficient amount to enhance the keeping qualities

of the raisins. When the partially dried grapes are

finished up iu the drier no different result takes p'ace.

In other words, when the partially dried grape is

finished up in the drier it is in identically the same

o'aemical condition that it would have been iu if it had

been finished up in the sun. Machine drying, there-

fore, of grapes or partially dried grapes is chemically

the same as sun-drying. In neither case is the pectose

converted into pectin.

The Forsyth process operates entirely upon " raisins,"

and by this term we mean grapes which have been

already fully and completely cured by drying. This

idea must be kept constantly in view, that the

Forsyth process operates only on fully cured and

dried raisins, not on green grapes nor on partially

dried grapes. To a careless thinker this distinction

may at first appear unsubstantial, but the testimony

of Prof. Price shows that the distinction is an import-

ant one. When grapes have been fully dried and

are in the shape of " raisins," the pectose still remains

in them, and the application of heat has the effect of

converting this pectose into pectin, parapectin, pectic

acid and other pectic compounds, which are soluble in

water and of a viscous and gelatinous nature. This

substance covers and envelopes all the pulp of the

raisins throughout its interior, and completely seals it,

and thereby prevents fermentation or decomposition.

It is to be remeriLbered that it is the pectose in the raisiyi

which is liable to ferment and decompose. The Forsyth

process chemically converts this pectose into another

and different substance (pectin), which is not liable to

fermentation or decomposition. In other words, his
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process effects a radical chemical change in the sub-

stance of the raisin itself, which enhances its keeping

qualities. No such operation occurs in the artificial

drying or partially dried grapes as practiced prior to

the Forsyth invention. On this point there is no

manner of dispute. Prof. Price, who is the most

eminent practical chemist on the Pacific coast, so tes-

ti6es and clearly explains the matter. No one was

called to contradict him or to question his theory, and

the fact stands as a fully proven and undisputed fact

in the case. Hence it must be given fnll weight.

But permit us to refer to his testimony on this

point. His attention was called to the practice of

finishing up partially dried grapes in a fruit drier,

and he pointed out specifically that such practice was

not the Forsyth process. By his answers to questions

29, et seq. (P., 507), he points out that when a

thoroughly sun-dried raisin is put into the fruit drier

and subjected to the required degree of heat, the

effect is to convert the pectose into pectin, para-

pectin, and pectic compounds of a viscous and gela-

tinous nature.

In answer to question 74 (R., 514) he states that he

attributes the keeping qualities of the raisins, which

have been subject to the For.«iyth process, entirely to

the pectose being converted into pectin, para-pectin,

pectic acid, and pectic compounds.

By questions 57, et seq. (R., 511), he was asked

if the same chemical changes would occur when

the grapes had been partially', but not completely,

dried ia the sun and had become soaked with

rain water and then ])ut into an artificial drier

to be finished up into raisins. By his answers

to questions 57-74, he clearly points out the dis-

tinction, and says that the same chemical result
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nould not tuke place. In the case of partially

dried grapes soaked with rain and put into a drier

he points out that tlio first thing that would take

place would be the evaporation of the added

water ; that is to say, the rain water with which

the grapes were soaked. After that the grapes

will then be cured as in the sun. He also points out

the distinction between what he terms "mechanical

water " and " chemical water." Mechanical water

means simply the actual water as it comes trom the

clouds ; that is to say, the rain water. Of course it is

a well known fact that heat applied to such water will

dissolve and drive it off in the form of steam. Chemi-

cal water, on the other hand, is that form of water

which appears in compound chemical substances. It

is generally known as the " water of composition " or

" the water of crystallization." Heats acts upon it in

a very different way from what it acts upon mechanical

water. Heat does not convert it into steam. This

may be illustrated by the action of heat upon pectose

and its conversion into pectin. Pectose contains water

not in a mechanical state, but in a chemical state.

That is to say, it contains water of crystallization as a

part and parcel of its substance. If heat be applied to

pectose it will act chemically upon this water of cry-

stallization and convert it into pectin, which is a differ-

ent chemical siibstance. It will be impossible to recon-

vert this pectin into pectose by endeavoring to add to

it the mechanical water. As an illustration, if you add

water to the metal sodium, the result is caustic soda, an

entirely different chemical substance, and no amount of

heat, even to the point of volatilization, will reconvert

the caustic soda into sodium.

Apply this to the facts of raisin drying. If you

take a thoroughly dried raisin and compress it to the
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utmost extent, you could never j)rotluce tlierefrom any

water; but if you take a partially dried raisin, wliich

had been Maturated with rain water, and compress it,

you could obtain therefrom all of the actual mechani-

cal water with which it was saturated. Now, when

we put this water-soaked, lialf-dried raisin into tlie

drier, the heat acts to drive off the mechanical water,

with which it is soaked, by converting it into steam,

leaving the raisin in the same condition it was before

the rain came. But when we put a thoroughly dried

raisin into a drier, no such result is produced, because

there is no mechanical water present to drive off.

There is only the water of crystallization present, and

the heat acts upon that in a very different way from

that in which it acts on mecliauical water. In fine, it

converts the pectose into pectin. This does not occur

in the case of water-soaked, partially-dried grapes.

By reading Prof. Price's testinaony (Qs. 57-74) this

matter will be made quite clear.

Now right here lies the essence of the Forsyth

process. He discovered tliat heat would convert

the pectose of a thoroughly sun-dried raisin into

pectin, and by such result all tendency to fer-

mentation, decomposition, and crystallization is

avoided, thereby enhancing the keeping qualities of

the raisin. This fact had not been discovered before,

because thoroughly dried raisins had not been sub-

jected to heat. There was no occasion to subject them

to heat. The heating of ])artially dried water-soaked

grapes did not and could not develop this discovery,

for the simple reason that in that process the chemical

change did not occur. The conditions of the two cases

are different ; the chemical substances acted upon in

the two cases are different. Consequently, it cannot

be possible that the old process, as applied to par-
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tially dried raiu-soaked grapes, is an anticipation of

the Forsyth process.

Only one other point on this question. Defendants'

counsel seems to argue, thoiagh he does not state it

positively, that the over-dr^ ing of grapes in the old

process is equal to the drying of the raisins by the

Forsyth process. In Eisen's publication it is stated,

that when raisins are to be sold as loose raisins, it is

better to have them a little over dry than under-dry.

in order that the stems may be made brittle enough

for removal by the stemming machine. The theory

of defendant's counsel seems to be, that in such

case this overdrying, which is recommended,

would be equivalent to the pi*actice of Forsyth

in heating fully dried raisins. In answer thereto

it is sufficient to say, in the first place, that this is a

mere suggestion on the part of Eisen and he does not

state that the practice was ever carried out by any-

one.

In the next place, it is apparent that the short time

required for this overdrying would not be sufficient to

convert the pectose into pectin, as is done by the

Forsyth process. It might possibly start the opera-

tion, but it certainly would not complete it to any

appreciable extent.

Finally, if perchance this overdrying had any effect

whatever in setting up the conversion of pectose into

pectin, this was purely incidental and unintentional,

and without any recognition of its beneficial result.

He suggests that it might be beneficial in the way of

imparting brittleuess to the stems, but he nowhere

gives any hint tluit it would tend to enhance the keep-

ing qualities of the raisins. On that subject he was

in total ignorance. Now, before the advent of the

Forsyth process, it does not appear to have been
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knowu to anyone that such a result could be obtained

b}' subjecting raisins to a high degree of heat. For-

syth was the one who made that discovery and dis-

closed it to the world. It is a valuable discovery, and

it seems to us that he is entitled to the credit thereof.

To epitomize the argument, the Forsyth process op-

erates on " Kaisins," per se ; that is to say, upon

grapes which have been thoroughly cured and dried in

the sun, and the effect is to change their chemical char-

acter by conversion of pectose into pectin. This had

never been done before, either in the fruit dryers re-

ferred to or any others. There had never been any oc-

casion to so treat raisins, and the result that would fol-

low, if they had been so treated, was not only unknown

as a matter of fact, but was not suggestive to the

mind of a person skilled in the art. Prior to the For-

syth invention what inducement or motive could there

have been for a person to put tlioroughly cured sun-

dried raisins into a fruit dryer and subject them to 150

degrees of heat, and then jjut them in a cooler and

quickly reduce their temperature to 45 or 50 degrees ?

That was Forsyth's discovery. The occasion of the

discovery was the advent of seeded raisins. Prior

thereto raisins were marketed only as layers or loose

raisins, in which case tliere was no occasion or need

to enhance their keeping qualities or remove their cap-

stems. This was for the very plain reason that layers

and loose raisins, when marketed in those forms,

already possessed sufficient keeping qualities, and

it was considered an advantage, rather than a

detriment, to allow tlie cap-stems to remain on

them (see Dep. of North, x-Qs. 46, 47, 50, 51,

pp. 380-1). But seeded raisins, being liable to

deterioration on account of the exposure of

their pulp, required some process to enhance their
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keeping qualities, for which reason a process for that

purpose was uecessarj. It being also necessary to

remove the cap-stems before seeding them, a process

for that also was necessar}'. Until a need for the

invention arose, the invention was not made. When

the need arose, and tliat happened only when seeded

raisins came into existence, then the invention was

made. It is a suggestive fact that it was the pioneer

in the seeded raisius business on the Pacific coast who

made the invention in question.

We submit that the prior use of fruit driers for

operating on partially dried water-soaked grapes by

driving oflf the added water and then finishing the

curing indooi's by artificial heat is not an anticipation

of the Forsyth discovery, for the reason that such

practice did not produce the result of Forsyth's pro-

cess, nor was it suggestive thereof.

RevieMT^ of Lovtrer Court's Opinion.

This opinion appears on pages 40-3 of the record.

The first sentence reads as follows

:

" In the case at bar, from the testimony of

Hayden and Little, together with many other wit-

nesses, and defendant's Exhibit 4, The Raisin In-

dustry, and the Blatchly and Hatch and Blatchly

patents, said patents being respectively defend-

ant's exhibits 1 and 2, I am satisfied that the

process covered by the Forsyth Patent, 611,782,

lacks novelty."

So far as the said prior Blatchly and Hatch and

Blatchly patents are concerned, they certainly can cut

but little figure iut his case, and we submit that the

lower court was in error in attributing to them any an-

ticipation of Forsyth's invention. The said patents
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are found between pages 204-214 of the Record. They

describe simply aud solely driers for curing green

fruits, especially grapes, by artificial heat. Thoy are

merely a substitute for sun-drying, and they describe

the process of placing green grapes in the drier aud

there manufacturing them into raisius. We liave al-

ready pointed out that this is a very different process

from placing snn-dried raisins in a drier and there

subjecting them to a bigh degree of heat for

the jiurpose of converting the pectose into pectin

and for extracting the moisture from the

cap-stems so that, when subsequently cooled,

they become brittle enough to be removed by

abrasion. Of course fruit driers have been known

for many years for the purpose of drying green fruits

of all kinds ; but we submit that prior to the Forsyth

invention it was not known that when raisins, which

have already been fully and thoroughly dried in the

sun, are put into such driers the chemical changes

referred to b^- Prof. Price will occur. Forsyth was the

first to make that discovery, and in carrying out his

process the fact that he could use the old style fruit

driers does not in any way detract from his invention,

because his invention is not for a machine, but a

process. We insist, therefore, that the prior fruit

driers referred to in the opinion can have no effect in

weakening the novelty of Forsyth's invention.

The quotation from the lower court's opinion re-

ferred to also speaks of the testimony of " many

other witnesses " besides Hayden and Little. If by

this it is meant to assert that many other witnesses

testified to the same effect as Hayden aud Little, it is,

in our opinion, an error. No other witnesses other

than Hayden and Little so testified. The " many

other witnesses " refeired to merely testified to the
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use of fruit driers for curing green grapes into raisins,

or for finishing up the curing of partially sun-dried

raisins when the early rains set in before the raisins

were completely cured. We have already shown that

the finishing up of these partially sun-dried raisins in

the driers were not anticipatory of the Forsyth invention.

That process merely served to drive ofi" the added water

with which the partially dried raisins were im-

pregnated, and then to finish up the curing, being a

process not difi'erent from that of curing gi'eeu grapes

already described. Prof. Price testifies that in such

use of the driers the chemical changes did not take

]>lac'e which do take place when fully dried raisins are

put into the drier. In the use of the old driers testi-

fied to l)y the many witnesses referred to, pectose is

not converted into pectin, whereas when fully dried

raisins are so operated on in the drier, pectose is con-

verted into pectin (R., 511-14). In this connection the

distinction must be kept constantly in mind between

the curing of wholly green grapes and partially dried

water-soaked grapes on the one hand and the heating

of fully cured and sun-dried raisins on the other hand.

Forsyth operates on raisins per se which have already

been fully cured and dried in the sun, by which opera-

tion he converts the pectose into pectin. The old

driers operated only on green grapes, or on partially

sun-dried water-soaked grapes which could no longer

be exposed to the sun on account of climatic conditions,

and in that process the grapes were mei'ely manu-

factured into raisins as the}' would have been if left in

the sun, and the pectose was not converted into pectin.

Prof. Price so testifies and there is no contradiction of

his testimony.

This leaves the lower court's opinion to stand solely

on tne testimony of Hayden and Little and defendant's
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exhibit 4 entitled " The Raisin Industry," by Gustav

Eisen.

The second sentence of the lower court's opinion

reads as follows :

" Defendant's oral testimony is impregnably

fortified at many points by its documentary

proofs."

If said oral testimony referred to is that of Hayden

and Little, then we submit that the statement is an

error. The testimony of Hayden and Little is not

fortified by any documentary proofs. It stands alone

and uncorroborated.

The third sentence of the lower court's opinion reads

as follows :

" Assuming that the process above mentioned

effects the chemical changes testified to by Prof.

Price, still like agents with like results were

known and used many years before Forsyth ap-

plied for his patent."

We submit that this is an error of fact and contend

that "like ager^ts with like results" were not known

or used before Forsyth's invention. It must be re-

membered that Forsyth's process is intended primarily

for seeded raisins, and as seeded raisins did not make

their appearance in California until 1896, " like agents

with like results," so far as seeded raisins are con-

cerned, could not have been known and used.

The fourth sentence of the lower court's opinion

reads as follows

:

" Nor is this prior use, in my opinion, open to

any of the attacks made upon it in complainant's

briefs, either that filed June 16, 1906, or the one

filed Nov. 8, 1909, but on the contrary, said prior

use affords a complete defense to the suit."
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This of course refers to the prior use by Haydeu.

We submit iii the first place that said prior use is open

to the attacks made by us, the particulars of which

have hereinbefore boeu pointed out, and we claim that

the court was in error in holding otherwise.

Beginning on page 41 of the Record the opinion of

the lower court asserts that our briefs contain one

serious error. That error is said to consist in the

statement made by us that the sole aim of the Hayden

use was to clean the raisins and put them back into

salable condition as layers and loose raisins without

any aim or desire to improve their keeping qualities,

and that Hayden was unaware that the process used

by him did improve their keeping qualities. The court

holds that we were in error in this statement, but we

think we were not.

So far as the witness Little is concei-ned, it is quite

clear that we were correct iu our statement, and in

that behalf we quote from pages 51, 52 of the Record,

where the following questions were asked of, aud the

following answers given by, the said Little :

" Q. What was the purpose of heating the

raisins ? A. To put them in shape to be salable ;

when they were brought in they were all wet and
would not be salable at all ; aud the same process

was applied to the prunes—we used to handle lots

of prunes, and used to run the prunes through the

dryer. The prunes in those days came from Ger-

many in big casks ; I presume they would weigh

1500 pounds each and they were all candied and

sugared, aud would not sell.

" Q. And were the raisins sometimes in that

shape also ? A. Yes, sir.

" Q. What effect would the heat have on the

raisins ? A. It would melt the sugar so we could

not see it and make the raisin look natural.

" Q. And what effect would it have on the keep-
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ing quality of the raisin ? A. Now you got me ; I

could not answer that. We did not keep the

raisins long enough to tind that out."

The foregoing testimony undoubtedly sustains us in

the position that the witness Little did not know that

the process used improved the keeping qualities of the

raisins. So far as his knowledge was concerned, it

was simply that the process drove off the added

water, mold, and mildew, and melted the sugar which

had formed on the outside of the raisins, whereby they

were put into a salable condition. Whether or not

this process improved the keeping qualities of the

raisins he did not know. He frankly admits his igno-

rance and says they did not keep the raisins long

enough to find out.

So much for Little. Now in regard to Hayden. We
submit that the testimony fails to clearly show be-

yond a reasonable doubt that he had any knowledge

of the effect of the process other than that had by

Little.

The opinion of the lower court refers to that portion

of Hayden's deposition on page 67 of the Record as

follows :

" Q. What was3-our object in drying the raisins

by artificial heat ; what effect would that have

ujDon the raisins ? A. That destroyed the granu-

lating power of the saccharine substance in the

raisins.

" Q. In other words, to prevent the raisins from

sugaring. A. That is it of course.

" Q. After the raisins were cooled, what did you

do with them ? A. We ran them through the stem-

mer and made loose raisins of them.
" Q. Those not fitted for layers ? A. Yes, sir."
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We submit that this testimony is iusufficient to sus-

tain the conclusion reached by the lower court iu this

connection. The very best that can be said of it is

ih&i at the present livie Hayden now hunos that the

effect of the heat was to destroy the granulating power

of the saccharine substance in the raisins and prevent

them from sugaring. Of course he knows that now,

because he has been informed of it by the testimony of

Prof. Price and the actual experience following the in-

troduction of seeded raisins to the world in 1896. But

the testimony fails utterly to show that Hayden kneiv

in 1883 and the years folloioing , during which he used

the process, that such ivus the ej^ect of heat applied to

mildeived aiid moldy raisins. What he knows noio, in

the light of after acquired knowledge, is a very differ-

ent thing from what he knew eighteen years ago, when

seeded raisins were not in existence. Nor does he un-

dertake to say /low that he knew the fact then.

One thing at least iu this connection is certain and

that is that Hayden did not know at that time, nor

does he even know at the pi'eseut time, that the effect

of heat on fully dried raisins is to convert the pectose

into pectin, which acts as a varnish to cover

up the saccharine substance of the raisin and

prevent it from further deterioration by con-

tact with the atmosphere. Can such evidence

as this, consisting of the uncorroborated state-

ment of a single witness made many years after the

event and after the invention has been made known to

the public by others, be held sufficient proof to show

bej'ond a reasonable doubt that this man had knowl-

edge of and was in possession of the invention eighteen

years ago ? According to all the authorities, and we

know of no one to the contrary, such evidence is

wholly insufficient. We submit that the deposition of
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Hayden, taken iu its entirety aud all of its parts,

sliows that he used this process, if he used it at all,

merely for the purpose of cleaning, scouiing and reno-

vating musty, mildewed, and soggy raisins for the pur-

pose of driving off the water and destroying and re-

moving the impurities which were formed on the out-

side of the raisins, so that they could be put into a

salable condition and sold to the public as good layer

and loose raisins. We submit further that this deposi-

tion shows that Hayden was ignorant of the fact that

this re-heating converted pectose into pectin and

thereby enhanced the keeping qualities of the raisins,

and we also submit that Hayden never gave to the

world the benefit of the process, but abandoned the

same in 1893 and never afterwards resumed it. For-

syth was the first to give the benefit of the process to

the world at large, the first to make it known. AVhat-

ever Hayden did, if he did anything iu this line, was

accidental, unintentional and unappreciated even by

him, much less was it a full disclosure to the public

such as operates to anticipate a subsequently issued

patent.

The remainder of the lower court's opinion refers to

Eisen's book, " The Raisin Industry," and quotation is

made from page 159 of that book as proof of the con-

clusion. That quotation reads as follows :

" The loose raisins, provided they are properly

and sufficiently dried, are ready to be handled as

soon as brought from the viueyai'd. A loose raisin,

or a bunch from which loose raisins are to be

made, must be overdried rather than underdried
;

at any rate, it must be so dry that no juice will

come out of it when the raisin is squeezed heavily

or even torn. But a matter of greater importance

even is that the stems should be brittle or sufiici-

ently dry to break oflf readily. If they do not
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break, the raisins cannot be easily separated from

the stem. The stems instead of breakiug off, will

tear off, and the raisin will be open to the entrance

of air, which will cause tliem to undergo a chemi-

cal change, to sugar and to deteriorate."

We submit that this quotation is not sufficient to

anticipate. It must be remembered that a prior publi-

cation, in order to anticipate, must contain such a de-

tailed and exact description of the patented process

that the same can be read out of the said publication,

and that from a reading of said publication a person

skilled in the art can practice that process as called for

by the patent. It must be as full and clear as a prior

patent. This quotation fails to measure up to sucli

standard, and we insist that no person, be he ever so

skilled in the art, could spell out the Forsyth inven-

tion from said quotation.

In the first place the quotation does not relate to

the heating of raisins by artificial heat at all, but re-

lates to the drying of raisins in the sun. This is seen

from the opening sentence, which says :

" The loose raisins, provided they are properly

or sufficiently dried, are ready to be handled as

soon as brought from the vineyard."

No intimation is made that these raisins are to be

put into a drier for the ])urpose of having additional

heat applied to them.

The second sentence of the quotation recommends

that these loose raisins be " over-dried " rather than

under-dried." This is merely a precaution against in-

sufficient drying, suggesting that it is far better to

have them dried a little more than actually necessary

than to have them not dried enough. If a raisin is

not dried enough, it wouldn't do at all ; whereas, if it
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is dried a little more thau is necessary, no detriment

occurs therefrom. It is always better in every opera-

tion to add a little more than is necessary for a given

effect than not to provide enough for such efiect. It is

better to be a little ahead of time for a railroad train

than to be ever so little behind time. In all such cases

the excess is no detriment, while the deficiency is

disastrous. The very next sentence in the quotation

from the book sustains this contention, for it says :

" At any rate, it must be so dried that no juice

will come out of it when the raisin is squeezed

heavily or even torn."

This confirms our theory and goes to show that the

drying of these raisins must be such as to prevent any

juice from exuding when the raisin is squeezed by

packing, or is accidentally torn. This seems to be a

self-evident proposition, and the substance of the

whole matter is that the raisin must be sufficiently

dried to stop the flow of juice. There is not the

slightest indication here that it is advisable to take

these raisins after they come from the vineyard, put

them into an artificial drier and heat them up to 150°

Fahr. for several hours, in order to convert their

pectose into pectin and thereby enhance their keeping

qualities, and then quickly cool them to a low tem-

perature so as to easily rub ofi' the cap stems. That is

the Forsyth discovery and there is no intimation of it

in the quotation.

The quotation then proceeds as follows ; and this

matter tlie lower court appears to place great import-

ance upon, viz. :

" But a matter of greater importance even is

that the stems should be brittle or sufficiently dry

to break oil' readily. If they do not break off, the
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raisins can not be easily separated from the stems.

The stems instead of breaking off will tear off, and

the raisin will be open to the entrance of air,

which will cause them to undergo a chemical

change, to sugar and to deteriorate."

When analyzed, this statement will be found to be

of no moment in the present controversy. The stems

there referred to are the parent stems, not the cap

stems. Of course it is a matter of great importance

in making loose raisins that the parent stems should

be brittle, for the simple reason that loose raisins are

made by separating them from the parent stems. But

at the same time it is of no importance whatever that

the cap stems should be made brittle, because in the

manufacture of loose raisins the cap stems were not

removed at all, nor was it considered desirable to re-

move them, but they were allowed to remain on the

raisins. This fact is testified to by witnesses for both

the complainant and the defendant, and on that subject

there is no conflict whatever. Of course, and it is a

palpable fact, if these parent stems do not easily

break, the raisins cannot be separated from them.

The bunches are put into a stemming machine and

broken up into their constituent parts, which opera-

tion consists in breaking up the parent stems and

separating the individual berries therefrom. To ac-

complish this operation these parent stems must be

brittle, and the raisins must be sufficiently dry for

that purpose ; but there is no intimation con-

tained in the book that in order to procure

this brittleness the raisins must be put into an

artificial drier and tliere heated for several hours to

150° Fahr. and then taken out of the drier and put

into a cooler and quickly reduced to a low temperature.

The book simply says that when the raisins are
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brought from the vineyard to the packing house, they

must have been dried sufRcieutly to insure brittleuess

of the (parent) stems, aud suggests in that behalf that

it is better to over-dry them rather than to under-dry

them. We cannot be too emphatic in the statement

that at tlie time of Eisen's book the process of making

loose raisins for the purpose of selling them as such,

consisted in the removal of the individual berries from

the pa7-en( stems by passing the raisins through a ma-

chine constructed for that purpose, and that it was not

desirable or proper to remove the cap stems at all, for

which reason no attempt was made to remove the cap

stems, but they w-ere left on the individual berries. In

fine, a " loose raisin," technically considered, consisted

of an individual raisin with its cap stem remaining.

The reason for this is apparent. If the cap stem

be removed, the interior of the raisin is subjected to

atmospheric influence. This cap stem adheres most

tenaciously to the raisin, extending downward into the

interior for a considerable distance. It requires some

force to remove it, at least much more force than to

remove the parent stem, and when it is removed or

pulled out, it not only carries with it a proportion of

the pulp, but leaves a comparatively large hole or tear

in the raisiu through which the outside air attacks the

interior of the raisin and causes it to sugar and to

deteriorate. For this reason it was not ut all desir-

able, and in fact was detrimental to remove the cap

stems from loose raisins. Consequently, the cap stems

were left on, to be removed ouly by the cook when she

was preparing the raisins for cooking piirposes.

In this connection we call attention to the testimony

of Gartenlaub (E., 448-9-50, 457-8, 462-3-4), Mowat

(R., 545-6, 552, 557-8), Gray (R, 242, 249-50-51),

Chaddock (R, 308, 312, 314-15-16), North (R., 380-1).
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In view of this tlie quotation from Eisen's book is per-

fectly plain, and when this is supplemented by the

testimony of the defendant's witnesses to the effect

that it wiis not the practice to remove tlie cap stems

from loose raisins, the meaning of Eisen's statement is

placed beyond the peradventure of a doubt.

Now when seeded raisius came into existence in

1896, it was found necessary to remove the cap stems

and ever since it has been the invariable practice to re-

move the cap stems prior to seeding. Then for the

first time the problem arose as to the best way to re-

move said cap stems. There was no process in existence

by which they had been removed prior thereto be-

cauBe it had not been the practice to remove them.

True, a very small percentage of them had been re-

moved accidentally and incidentally during the process

of removing the parent stems, but that fact cuts no

figure in the controversj-. When this problem arose

in 189G it was by no means easy of solution, and we

have already pointed out the efforts in that direction

made by Col. Forsyth as testified to by Mr. Garten-

laub (R., 462). The final solution of the problem was the

Forsyth invention as embodied in the patent in suit,

which consists in re-heating the fully dried raisins to

150° Fahr. or thereabouts in a drier for several hours,

then placing them in a cooler and quickly cooling them

to 45 or 50 degrees tempeiature, whereby they are

rendered hard and brittle, and then brushing off the

cap stems by abrasion while in said hard and

brittle condition. We contend without fear of success-

ful contradiction, that the quotation from Eisen's book

made by the learned Judge of the lower court fails to

disclose the Forsyth invention, much less does it show

that the author had any knowledge of such invention.

His quotation consists merely of general directions as
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to the separation of the raisins from the parent stems

as they come from the vineyard for the purpose of

mauufacturiuf!; loose raisins, and in substance is that

it is preferable for the raisins to be over-dried rather

than under-dried, because those (parent) stems must

be brittle in order that they may be easily removed.

The quotation makes no mention of cap stems nor

the removal of cap stems, nor the difficulty

of such removal, and it could not have been

expected to do so, for the reason that it was not cus-

tomary or desirable at that time to remove the cap

stems ; neither does it say anything about reheating

fully dried raisins to 150° Fahr., nor any other degree

of heat, nor of removing the raisins from the drier

and placing them in a cooler where they are quickly

cooled to normal temperature, nor of passing these

loose raisins through a machine for removing the cap

stems. The whole of the prior art in regard to loose

raisins is shown on page 159 of Eisen's book, and we

submit that the disclosure there made serves more

than anything else that has been introduced into the

case to show the novelty of Forsyth's invention.

The learned Judge says that this book of Eisen's is

" strong corroboration of Hayden't> testimony." We
beg leave to disagree with him. We submit that it

does not corroborate Hayden. Certainly it does not

corroborate Hayden's testimony of anything which be

did himself in his Battery Street factory. Our con-

struction of it is that it does nothing more, nor was it

intended to do anything more, than to describe the

ordinary process of making loose raisins as practiced

in 1890, and incidentally it mentioned the fact that if

the raisins be torn so as to permit the entrance of air

to the interior thereof, sugaring will set in whereby

the raisins will deteriorate. This fact is a palpable
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one, for it has always been known that if a raisin, or

any otlier dried fruit, wore split open so as to allow

the air to enter, it would soon deteriorate. How that

fact could bo corroborative of Hayden's testimony, as

to his renovating process, said to have been practiced

at his Battery Street factory, wo fail to see. In some

unaccountable way the learned Judge of the lower

court seems to have been led into an error regarding

this patent. It may be that the simplicity of the

process is such as to militate against its validity. But

in this behalf we venture to saj' that the simplicity

of the process should not be used as an argu-

ment against it. It may seem very simple

now, but it was not a simple thing when

first evolved by Col. Forsyth. The necessity

of it did not arise until 1896, and consequently

no one was giving it emj thought prior thereto. When

it did arise, Col. Forsyth spent much time in making

many experiments and much money in trying to

devise a process for removing these cap stems, as

testified to by Mr. Gartenlaub (B., 4G2), and it was

not until 1898 that he finally evolved the process in

question. That it is a valuable invention admits not

of a doubt. All manufacturers of seeded raisins use

it. Indeed seeded raisins cannot be successfully

manufactured without its use. At least no substitute

for it has so far been discovered. Col. Forsyth con-

ferred a material benefit on mankind when he evolved

and made public this process, and we submit that his

assignee should be allowed to enjo}- the benefits

thereof.

To repeat the words of Mr. Justice Bradley :

" The design of the patent law is to reward

those who make some substantial discovery or



92

invention which adds to our knowledge and makes
a step in advance in the useful arts. Such inven-

tors are worthy of all favor."

Does not this invention measure up to that stand-

ard ? Is it not a substantial discovery ? Does it not

add to our knowledge and make a step iu advance in

a useful art ? We submit that the record answers all

these questions iu the affirmative.

Qnestion of Infringement.

In the answer it is denied that the defendant has

infringed, and in its brief in the lower court this

denial was reiterated, it being asserted iu that behalf

that the defendant had used no separate cooler, but

used only natural draughts for cooling the raisins.

This contention is unsound. Defendant has used a

separate cooler. The witness Carey H. Neil visited

defendant's factory during the first and second years

of its operation and testifies that he there saw iu

operation by defendant a drier for heating the raisins

and a separate cooler for cooling them. This testi-

mony appears in the Kecord between pages 231 and

234 (Qs. 5-45) and pages 235 and 237 (Qs. 52-66).

It shows conclusively that defendant has used the

Forsyth process, for it is not denied nor disputed by

any witness for defendant.

Question of Invention.

So far as the decision of the lower court is con-

cerned, w'e might safely rest our case here, for, as

already remai'ked, the lower court did not hold the

patent invalid for want of invention ; but, assuming

its immunity from that attack, held it invalid by
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reason of the prior use of Hayden and disclosure in

the publication of Eiseu. This court, however, may

take a diflferent view of the matter, and, consequently,

prudence dictates that we should discuss the question

of invention in order that the entire controversy may

be decided. But if this court should be of the

opinion that the question of invention is not open for

discussion because the lower court did not pass on it,

then this part of the brief need not be considered.

We add it merely out of abundance of caution.

Patentability of Processes.

In the early days of the English patent law it was

held that an invention, to be patentable, must be a

" vendible substance," and, hence, that a mere process

was not patentable, because it was not a vendible sub-

stance.

As late as 18'22 Mr. Godson, a leading authority on

the English patent law, says :

" A patent, when it is said to be for a method,

cannot be supported, unless the thing invented is

a substance or machine. A patent must be for a

vendible matter. In other words, though the

patent is for something called a method, yet the

real subject of the grant is either a substance,

machine, improvement or combination. When the

inventor obtains a patent for a new method, if he

does not give to the world some new and useful

substance, or machine, something material and

tangible, the grant is invalid."

To the same efifect is Coryton, 65-80, another leading

English author.

The early law on this subject in England will be

found discussed in the cases of Boulton vs. Bull (2
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H.BL, 486 ) ; Rex vs. Wheeler (2 B. & Aid., 345
;

Gibson vs. Brandt (Webster, 631j ; Crossley vs. Potter

(McCro. P. C, 240) ; HornUower vs. Boulton {8 T. E.,

95).

The difBculty seems to have arisen from the peculiar

wording of the statute against monopolies, which

formed the basis of the English patent system ; but by

a gradual process of evolution the English Courts

finally came to the conclusion that a process was

equally patentable as an instrument or a machine,

and that doctrine has never since been receded from.

In the patent law of the United States no such

question ever arose. The earliest of our patent statutes

recognized a process as a valid patentable subject mat-

ter and entitled to the same protection as a machine

or article of manufacture. The exact wording of the

Statute in prescribing patentable things, is " an art, a

machine, a manufactnie, or composition of matter." It

is true that the term process is not mentioned as snch

in any of onr Statutes, but we find in place thereof the

word " art," which has universally been construed to

be commensurate with the term process. The eailiest

case which discusses the subject is Corning vs. Burden

(15 How., 2G7). There Mr. Justice Gkieu uses the fol-

lowing language :

" A process, eo noynine, is not made the subject

of a patent in our Act of Congress. It is included

under the general term ' useful art.' An art may
require one or more processes or machines in oi'der

to produce a certain result or manufacture. The
term machine includes every mechanical device or

combination of mechanical powers and devices to

perform some function and produce a certain efl'ect

or result. But where the result or effect is pro-

duced by chemical action, by the operation or ap-

plication of some element or power of nature, or
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of oue substance to another, such modes, methods

or operations are called processes. A new process

is usually the result of a discovery ; a machine of

invention. The arts of tanuing, dyeing, making

waterproof cloth, vulcanizing India rubber, smelt-

ing ores, and numerous others, are usiially carried

on by processes, as distinguished from machines.

One may discover a new and useful improvement

in the process of tanning, dyeing, &c., irrespective

of any particnhir form of machinery or mechanical

device. And another may invent a labor-saving

machine by which this operation or process may
be performed, and each may be entitled to his

patent. As, for instance, A has discovered that

by exposing India rubber to a certain degree of

heat, in mixture or connection with certain me-
tallic salts, he can produce a valuable product of

manufacture ; he is entitled to a patent for his

discovery, as a process or improvement in

the art, irrespective of any machine or

mechanical device. B, on the contrary, may
invent a new furuace or stove, or steam appa-

ratus, by which this process may be carried on

with much saving of labor and expense of fuel
;

and be will be entitled to a patent for his machine

as an improvement in the art. Yet A could not

have a patent for a machine, or B for a process
;

but each would have a patent for the means or

method of producing a certain result, or effect, and

not for the result or effect produced. It is for the

discovery or invention of some practicable method
or means of producing a beneficial result or effect,

that a patent is granted, and not for the result or

effect itself. It is when the term process is used

to represent the means or method of producing a

result that it is patentable, and it will include all

methods or means which are not effected by mech-

anism or mechanical combinations."

The doctrine of this case has never been departed

from, and it establishes as law in the United States
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that the term " art," used in the patent statvite, is com-

mensurate with the term " process," and as such is a

patentable subject-matter, irrespective of the mechan-

ical means or device by which it may be carried out.

Definition of an Art.

The next point of inquiry will be the character and

definition of the term " art " or " process," and on this

subject there is very little dispute.

In Cochrane vs. Dee7ier (94 IT. S., 780), the Supreme

Court, through Mr. Justice Bbadley, defined it as

follows :

" A process is a mode of treatment of certain

materials to produce a given result. It is an act,

or series of acts, performed upon the subject mat-

ter to be transformed and reduced to a different

state or thing. If new and useful, it is just as

patentable as is a piece of machinery. In the lan-

guage of the patent law, it is an art. The ma-

chinery pointed out as suitable to perform the

process may or may not be new or patentable
;

while the process itself may be altogether new,

and produce an entirely new result. The process

requires that certain things should be done with

certain substances, and in a certain order ; but the

tools to be used in doing this may be of second-

ary consequence."

Mr. Robinson, in his work on patents (Vol. 1, Sec-

tion 159), gives the following definition :

" An art or operation is an act or series

of acts performed by some physical agent

upon some physical object, and producing

in such object some change either of char-

acter or of condition. It is also called a

' process,' or a ' mode of treatment ;
' and
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is said to require that ' certaiu tliiugs should lie

done with certain substances in a certain order.'

It is so far abstract that it is capable of contem-

plation by the mind apart from any one of the

specific iustrumonts by which it is performed. It

is so far concrete that it consists in tlie applica-

tion of physical force through physical tigents to

physical objects, and can thus become apparent to

the senses only in connection with some tangible

instrument and object."

Mr. Walker, in his work on patents, section 3, says :

" The word ' art ' also has a narrower meaning

in the patent laws than it has in the dictionaries.

In the dictionaries its significance is ' the use of

means to produce a result.' In the patent law it

covers only a limited meaning of the word process.

The generic meaning of process is ' an operation

performed by rule to produce a result.' Operations

performed by rule may be classified as : 1, opera-

tions which consist partly or wholly in the em-

ployment of electricity, chemistry, pneu-

matics, hydraulics, or some other non-

mechanical science ; 2, operations which

consist entirely of mechanical transactions,

and which are only the peculiar functions

of the respective machines which are con-

structed to perform them ; 3, operations which

consist entirely of mechanical transactions, but

which may be performed by hand or by any of

several different mechanisms or machines. It is

settled that all processes which belong to the first

class are subjects of patents, and that all processes

which belong to the second class are unpatentable

in the United States. It was formerly debatable

whether processes which belong to the third class

are subjects of patents or not ; but reason is now
known to answer that question in the affirma-

tive."
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Authorities Revietsred.

With these deBiiitions well in mind we now proceed

to examine the leading cases on the subject of process

patents, and from an examination thereof we think it

will be demonstrated to an absolute cei'taiuty that the

Forsyth process for treating raisins is a patentable sub-

ject matter.

In Cochrane vs. Deener (94 U. S., 785), the process

related to the manufacture of flour, whereby a better

quality of the article was produced, and consisted in

winnowing the impurities from the ground wheat at the

time the flour was being separated from the other

part of the meal. The apparatus described in

the patent as being a suitable one for carrying

out the process consisted of a tight chamber having

an opening in the top, and a series of cylindrical

sieves covered with cloth of graduated mesh, together

with a series of air pipes entering into the sieves for

producing a blast. When the sieves revolved the air

blasts blew the finer and lighter impurities through the

opening in the top of the chamber, and at the same

time the revolution of the sieves opei'ated to separate

the flour from the middlings. This was nothing more

than a separating and cleaning treatment by means of

blasts of air whereby the finer impurities were carried

oft" and the middlings were separated from the other

parts preparatory to regriiiding. In other words,

the object was to get the middlings into a free state

preparatory to regrindiug them without the impurities

being present. This process was held to be patent-

able.

It bears close analogy to those claims of Forsyth

which relate to the art or method of cap-stemming the

raisins and winnowing these stems and the other im-
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purities from the raisins and depositing tliein in sepa-

rate receptacles. When these operations are consid-

ered iu connection with the other steps of those chiims

rehitiug to the heating and cooliug of the raisins-

operations which are purely chemical and elemental

—

the patentability of such claims will be placed

beyond the peradventure of a doubt. Take, for in-

stance, claim 12, which reads as follows :

" The process of treating raisins which consists

in subjecting the raisins to a current of warm air

whereby they are heated and then subjectiug them

to a current of cool air whereb}' they are quickly

cooled and then subjecting them to abrasive and
separating ti"eatmeut whereby they are stemmed
and cleaned, substantially as set forth."

The heating and cooling steps referred to involve

chemical action, while the other steps involve mechan-

ical actions, so that in this claim we have a combina-

tion of chemical and elemental acti(ms with mechaii-

ical actions, which combination produces a new and

useful result.

Assuming that such combination is novel, we think

it follows that it is patentable under the authority of

Cochrane vs. Deener and other cases, to be hereafter

cited, relating more particiilarly to chemical and ele-

mental actions.

The case of Mowhy vs. Whitney (14 Wall., 020)

is particularly in point. The process there involved

related to the manufacture of cast-iron car-wheels.

Prior to the invention it was known that

when molten metal was quickly cooled the cast-

ings became hard and brittle ; whereas, when it

was slowly cooled, the castings became soft and

tough. This slow cooling was known as " annealing."

A car-wheel consists of an outer rim, a central hub,
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and a circular plate connecting the hub and rim. It

is essential that the rim shall be hard, because it has

to endure friction with the track rails, while the hub

and plate must be soft and tough, because they have

ta resist strains. The problem was to produce a car-

wheel having a hard rim and a soft hub and plate
;

but, as all the parts of the wheel were cast in one

piece, this was found diflScult. At first it was sought

to be accomplished by quickly cooling the rims while

in the mould and at the same time slowly cooling the

other parts. There was a process known for doing

this, consisting in surrounding the moulds, in which

the molten metal was placed, with a thin band of iron

and interposing a thin film of sand betAveeu the iron

band and the rim of the wheel. The iron band being

a good conductor of he«it, the rim of the wheel was

cooled suddenly throughout, making it hard ; at the

same time the hub and plate were enclosed in a thick

mass of sand, whereby they Avere slowly cooled and

tl)us softened or annealed. In this way a car-wheel

was produced having a hard rim and a soft hub

and plate. This practice, however, was found to

be bad, because the sudden cooling of the rim

contracted its circumference, and this contraction

forced the still hot plate and hub to contract in diam-

eter, and after the plate and hub cooled down they con-

tracted still further and thereby tended to break away

from the rim, which, having entirely cooled some time

before, had no contracting to do. As a result, car-

wheels so made were necessarily weak and imperfect

on account of the tendency of the plate to break away

from the rim.

In this stage of the art Whitney discovered the

chemical fact that hardness, once given to iron by sud-
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den cooling, will not be affected by immediate re-heat-

ing to a high degree of temperature and subsequent

slow cooling. This, of course, was a law of nature,

and while he could not patent it generically, he could

and did patent a process for utilizing and practicing

this law of nature. That process consisted in taking

the wheels from the molds as soon as their rims were

chilled and before any injurious contraction had set in,

and putting them into a furnace where they were re-

heated to a high temperature, and then cutting off the

supply of heat to the furnace and allowing the wheels

to slowly cool, whereby all parts of the wheel (hub,

plate and rim) contracted harmoniously, and a perfect

wheel was the result.

It will thus be seen that the process consisted merely

in reheating partially cooled car-wheels to a high tem-

perature and then slowly cooling them. The claim for

this invention was somewhat inartificially drawn (see

pp. (i28-9) ; but, in substance, was commensurate with

the following

:

" The process of treating partially cooled car-

wheels which consists in heating them to a high

temperature and then slowly cooling them, siab-

stantially as set forth."

Here we have nothing more than an application of a

high degree of heat to a partially prepared pi'oduct

and a subsequent slow cooling of the same ; in fine,

successive heating and cooling. Yet by this simple pro-

cess a new and useful result was produced, and hence

the patent was held good, notwithstanding the stren-

uous arguments against its validity made by the Hon.

Alan G. Thurman.

Now compare Whitney's process with that of For-
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sytli, taking for illustratiou claim 7 of the Forsyth Pat-

ent, which reads as follows :

" The process of treating raisins which consists

in heating the raisins and then cooling them, sub-

stantial y as set forth."

If such a process produces a new and useful result

(and that it does is fully established by the evidence)

then it is valid on the authority of Whitney's case.

From this conclusion there can be no escape, and in

holding Forsyth's claim 7 to be valid your Honors will

be merely applying the law laid down by the Supreme

Court in the cased cited, Mowry vs. Whitney. Resort-

ing to the " deadly parallel " method of illvistration,

permit us to place side by side the suggested claim of

Whitney and Forsyth's claim 7 :

Whitney.

The process of treat-

ing partially cooled car-

wheels which consists in

heating thera to a high

temperature and then

slowly cooling them, sub-

stantially as set forth.

Forsyth.

The process of treating

raisins which consists in

heating the raisins and

then cooling them, sub-

stantially as set forth.

Inasmuch as Foi'syth's process produced as new

and useful a result in the raisin art as Whitney's did

in the car-wheel art, we submit that if validity is con-

ceded to Whitney's claim it cannot be denied to For-

syth's.

Of course if claim 7 of Forsyth's patent is valid, it

necessarily follows that claims 8, 9, 10, 11 and 12 are

likewise valid, because they are narrower than claim 7

and bring in additional elements, such as heating by
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currents of hot air and quickly cooling by cur-

rents of cold air, cap-stemming by abrasive treat-

ment, and cleaning and separating the raisins from the

detached cap-stems and other impurities.

TUghman. vs. Proctor (102 U. S., 708 ; s. c, 125 U.

S., 137) is a most interesting case, and, in our opin-

ion, sustains the Forsyth process.

The invention related to the treatment of fatty

bodies (tallow, oils, etc.) whereby they were separated

into their constituent parts. These fatty bodies were

known to be chemical compounds, consisting of a base,

termed glycerine, and three different acids, termed fat

acids (stearic, margaric and oleic). When separated

from their base, these acids take up an atomic equiva-

lent of water and are tlien called free fat acids, in

which condition they are utilized for making candles

and soap. The glycerine so separated is a desirable

article for varioiis uses. Prior to the invention the

separation of these fat acids from their glycerine base

had been effected in two ways, (1) by using lime to

manufacture the fat into soap and then decomposing

the soap by the aid of hydro- chloric or sulphuric acid

;

(2) by the direct application of concentrated sulphuric

ajid to the fat and subsequent distillation of the

fatty acids. These two processes were known as the

alkaline sapomficatioii process and the sulphuric acid

distillation process, and were extensively practiced in

the arts.

Tilghmau discovered that the separation of fat acids

from the glycerine could be effected by the simple

process of subjecting the fat bodies, mixed with water,

to a high degree of heat under a sufficient pressure

to prevent the water from being converted into steam

during the process. The heat acted 'to decompose the

fat into its constituent elements of glycerine and fat
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acifis ; each element of the acids, as soon as liberated

took up one atom of the water present, while the

glycerine settled to the bottom of the vessel. The

heat was the agent which caused the separation. The

water was present merely for the purpose of union

with the acids after they were separated. The pressure

was used merely to prevent the water from being dis-

sipated in the form of steam. The claim of the patent

read as follows :

" The manufacturing of fat acids and glycerine

from fatty bodies by action of water at a high

temperature and pressure."

The essence of this claim consists in the use of a

high degree of heat for separating fat acids from

glycerine. It is tr\ie that as an incident thereto water

must be present, and, in order to prevent the water

from steaming, pressure must be used ; but the essen-

tial and fundamental idea of the claim resides in the

application of a high degree of heat to fat bodies.

Tilghman discovered the chemical fact that the sep-

aration could be effected by heat.

This patent was litigated very extensively. It first

came before the Supreme Court in the case of Mitchell

OS. I'ilghman (19 Wall., 287), where the Court con-

strued the claim to be for an apparatus, instead of a

process, and as such held it invalid.

When the case came before the Supreme Court the

second time, in the case of TiUjhitian v.i. Procio7' (102

U. S., 708), the Court held that the claim was for a

process, and as such was valid. In the subseqiieut

case of Tilghman vs. Proctor (125 U. S., 137), large

damages were awarded for infringement of this patent.

Now compare Tilghman's claim with the Forsyth

claim 7. Both of them use a high degree of heat to
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effect a certain purpose. Tilglimai) discovered that

this heat would easily decompose fat bodies and

thereby produce a new and nsofnl result. Forsyth

discovered that heat, when applieil to thoroughly dried

raisins, would produce certain chemical reactions

which resulted in enhancing the keeping qualities of

the raisins. This was a new and useful result. It had

never been attained before, and if Tilghman's claim

for the use of heat on fat bodies was valid, we think it

must follow that the Forsyth claim for the use of heat

on raisins and subsequent cooling is likewise valid.

The parallel between the two cases seems to us perfect.

Wbile the Forsyth process is simpler than that of

Tilgliman, that fact does not detract from its merit ; in

fact, the simpler the process is, the greater its merit.

The fundamental inquiry is whether the process pro-

duces a new and useful result.

As illustrative of the use of heat for producing pat-

entable results reference may be made to the cele-

brated Goodyear Patent. Crude India rubber, tech-

nically called caoutchouc, was found to be impracti-

cable for many uses in the arts, and Charles Goodyear,

after many experiments, discovered that by subjecting

the crude rubber to a high degree of heat, mixed with

sulphur, a new article was produced called vulcanized

India rubber.

In 1844 he took out a patent, which patent was

subsequently re-issued and extended for the following

claim :

" What I claim as my invention and desire to

secure by letters patent is the curing of caoutchouc,

or India-rubber, by subjecting it to the action of a

high degree of artificial heat, substantially as

herein described and for the purposes specified.

" I also claim the preparing and curing the com-
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pound of Indiii-rubb r, sulphur .and a carbonate

or other salt, or oxide of lead, by subjecting the

same to the action of artificial heat, substantially

as herein descriied."

It will be observed that this claim is really two

claims in one, the first being for the purpose of sub-

jecting crude rubber to a high degree of artificial heat,

and the second for subjecting the combination of crude

rubber and certain salts to the action of artificial heat.

These claims were considered in a great many cases.

One of them was that of Goodyear vi>: Central JRailroad

o/"iVe?tft/<jrse?/ (1 Fish., 626, and 10 Fed. Cas., 665),

where Circuit Justice Grieb gave careful consideration

to the invention.

Among other things he said :

" But, assuming this patent to be merely for a

process, and not for a product or fabric, still, in a

question of infringement, the inquiry is, what is

the essential or substantial agent in the patentee's

process or discovery ? The specification affirms

it to be a high degree of heat, and that no com-

mixture or combination of substances with caout-

chouc will give it these qualities, unless the com-

position be exposed for a length of time to a high

degree of heat."

Further on in the decision he uses the following

language

:

" That the patentee commenced a series of ex-

periments with a view to render India-rubber

capable of resisting heat and cold, by treating it

with heat. That finding that this substance, if

subjected to heat by itself, could not be cured, he

was led to experiment on it in combination with

other substances.

" That afterward he discovered that when com-

pounded with sulphur, and treated with a high
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degree of heat, good resiilts were obtained ; and,

finally, that a compound of caoutchouc, sulphur

and carbonate of lead, when treated with a high

degree of heat, produced the desired result ; but

that this result could be obtained only by a high

degree of heat."

The patentee then goes on to describe the nature of

his first invention, as follows :

" The nature of the first part of the invention

consists in curing caoutchouc or India rubber,

when combined with, or in the presence of

sulphur, by submitting the same to the action of

a high degree of artificial heat, at a temperature

above solar heat, say from 212° to 350°, or there-

abouts ; whereby this substance becomes so

changed in its properties, as to resist, without

material change, the variations of temperature

below that under which it is cured, and also the

action of the expressed and essential oils, and its

other known solvents."

In another case, that of Goodyear vs. Providence

Railroad Co. (2 Fish., 499, and 10 Fed. Cases, 720),

Circuit Justice Clifford had the same claims under

cousideratiou and he used the following language :

" At length, however, he became impressed with

the idea that the native rubber might be subjected

to heat, in the process of preparation, at some de-

gree of temperature beyond the highest to which

the fabric would be exposed in its ordinary use.

Experiments were accordingly instituted, and the

result was that the patentee discovered that he

could accomplish the desired end. * * * When
compounded with sulphur, by the applicatiou of a

high degree of artificial heat, he obtained a good

result, but when compounded with sulphur and

the carbonate of lead he obtained the best results.
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All the experiments, however, showed that a satis-

factory result could not be obtained without the

action of a high degree of artificial heat, which

the patentee states is tbe great agent in his

metliod of curing the native rubber. The natnre

of the first part of the invention, as stated by the

patentee, consists in curing the native rubber

when combined with, or in the presence of, sul-

phur, b}' submitting the same to the action of

artificial heat."

This last case was appealed to the Supreme Court,

and the decision is found in Jiuhher Co. vs. Goodyear

(9 Wall., 794). The claim for the process in the re-

issued patent was held to be invalid for the technical

reason that in the re-issue the patentee had included

more than was covered by the original claim, in that

he made the claim apply to " other vulcanizable gums "

as well as India rubber; but all the decisions on this

patent are to the effect that when the process was

limited to India rubber, it was a patentable subject

matter. The substance of all these decisions is, that

when crude rubber is mixed with sulphur and subjected

to a high degree of artificial heat, a new result is pro-

duced, and that both such process aud product are

patentable. The essential discovery was, that when

crude rubber and sulphur are subjected to a high de-

gree of heat, a new result is produced. It mattered

not in what way the heat was applied, whether by

draughts of hot air or by steam. The invention was a

generic oue and consisted solely in the use of a high

degree of heat. If such a claim is valid when applied

to crude India rubber, certainly Forsyth's claim is valid

for applying heat and subsequent quick cooling to

another substance, to wit, raisins, whereby a new and

useful result is j^roduced.

B}' slightly changing the phraseology of Goodyear's
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first claim in his 1844 pateut, heretofore quoted, it

may be made to read as follows :

2^he process of treating crude India rubber, which con-

sists in heating it to a high temperature, substantially as

specified.

A claim so worded is, in substance, the same as

Goodyear's first claim. Place it in parallel with

Forsyth's claim 7 :

Goodyear.

The process of treating

crude india rubber, which

consists in heating it to

a high temperature, sub-

stantially as specified.

Forsyth.

The process of treating

raisins, which consists in

heating the raisins and

then cooling tliem, sub-

stantially as specified.

O'Reilly vs. Morse (15 How., 62) is one of the earliest

cases on the subject of process patents found in the

Supreme Court reports, and it is much relied on by

the defendant in the case at bar. An examination of

the decision will show that such reliance is an instance

of misplaced confidence. There is not the slightest

support in that decision for defendant's contention.

This O'Reilly case is generally referred to as one of

the great classics in patent law ; but, like " Paradise

Lost," it is a classic often referred to but seldom

read. It establishes no new principle, and it is onl}'

on account of the magnitude of the invention involved

therein that it is looked upon as a leading case. As is

well known, the invention was that of Prof. Morse

for the electric telegraph. The patent contained eight

claims, the last one of which read as follows :

" Eighth. I do not propose to limit myself to

the specific machinery, or parts of machinery, de-

scribed in the foregoing specifications and claims
;
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the essence of mj invention being tlie use of the

motive power of the electric or galvanic current,

which I call electro-magnetism, however developed,

for making or printing intelligible characters,

letters, or signs, at any distances, being a new ap-

plication of tbat power, of which I claim to be

the first inventor or discoverer."

While this claim is somewhat inartificially drawn,

the substance of it is seen to be the use of electro-

magnetism hoxoever developed, for printing intelligible

characters at any distance.

The Court held that such a claim was too broad, it

amounting in effect to a claim for the use of electro-

magnetism. It had already been decided by the Court

in the case of Le Hoy vs. Tatham (14 How., 156) that

a principle of nature, or the exclusive right to the use

of a newly-discovered power of nature, was not patent-

able. The holding of the Court in the O'Reilly case

is merely a confirmation of that rule of law. The Court

did hold, however, that Morse was entitled to claim

his described process or mode of carrying out the

principle of nature ; and thus we have a well-settled

rule of law, that a mere naked principle of nature can-

not be claimed, but that the specified mode or process

for carrying out such principle can be claimed. This

is shown by the fact tbat the Court sustained the first

claim of Morse's patent, which read as follows :

" First. Having thus fully described my inven-

tion, I wish to be understood that I do not claim

the use of the galvanic current, or current of elec-

tricity, for the purpose of telegraphic communica-

tions, generally ; but what I specially claim as my
invention and improvement, is making use of the

motive power of magnetism, when developed by

the action of such current or currents, sub-
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stantially as set forth in the foregoing

description of the first principal part of

m}- invention, as means of operating or giving

motion to machinery, which may be used to

imprint signals upon paper or other suitable

material, or to produce sounds in any desired

manner, for the purpose of telegraphic com-

munication at any distances."

This claim will be found on page 84 of the report,

and it will be seen that in and by this claim the

patentee covered a mode or process of utlizing the

law of nature which he had discovered, known as

electro-magnetism ; hence such claim was held to be

valid.

In holding the 8th claim to be invalid, the Court

used language which clearly establishes the rule of

law which it had in mind, and on page 118 we find

the following :

" Whoever discovers that a certain useful

result will be produced, in any art, machine,

manufacture, or composition of matter, by the

use of certain means, is entitled to a patent for

it
;
provided he specifies the means he uses in a

manner so full and exact, that any one skilled in

the science to whicli it appertains, can, by using

the means be specifies, without any addition to,

or subtraction from them, produce precisely

the result he described. And if this cannot

be done by the means he described, the patent is

void. And if it can be done, then the patent con-

fers on him the exclusive right to use the means he

specified to produce the result or effect he described,

and nothing more. And it makes no difference in this

respect, whether the efi'ect is produced by chem-
ical agency or combination ; or by the application

of discoveries or principles in natural philosophy,
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known or unknown, before liis invention ; or by
machinery acting altogether upon mechanical

principles. In either case he must describe the

manner and piocess as above mentioned, and the

end it accomplishes. And any one may lawfully

accomplish the same end without infringiup; the

patent, if he uses means substantially different

from tliose described.

" Indeed, if the eighth claim of the patentee

can be maintained, there was no necessity for any

specifications further than to say that he has dis-

covered that, by using the motive power of electro-

magnetism, he could print intelligible characters

at any distance. We presume it will be admitted

on all bands, that no patent coidd have issued on

such a specification filed. Yet this claim can de-

rive no aid from tlie specification. It is outside

of it, and the patentee claims beyond it. And if

it stands, it must stand simply on the ground that

the broad terms above-mentioned were a sufiicieut

description, and entitled him to a patent in terms

equally broad. In our judgment the act of Con-

gress cannot be so construed."

This is a clear and well-established principle of law.

In tlie 8th claim Morse sought to cover broadly' the

motive power of electro-magnetism, a principle of

nature, liowever it might be developed and without re-

gard to the manner in which it might be applied.

Therefore, such a claim was not allowable under the

law ; but hj his first claim Morse properly limited the

use of tlie motive power of electro-magnetism to the

mode or process by which he proposed to use it and

which he clearly described in his specification. Hence,

the first claim was held to be valid. To have allowed

Prof. Morse his eighth claim would have been equiva-

lent to allowing Sir Isaac Newton a claim to the law

of gravitation.
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That this is a correct interpretation of the decision

will be seen by reference to the Telephone Cases (126

U. S., 534), where we find the following :

" In O'Reilly v. Morse, 15 How., 02, it was de-

cided that a claim in broad terms (p. 86) for the

use of the motive power of the electric or galvanic

current called ' electro-magnetism, however de-

veloped, for making or printing intelligible char-

acters, letters, or signs, at any distances,' although
' a new application of that power ' first made by

Morse, was void, because (120) it was a claim ' for

a patent for an effect produced by the use of electro-

magnetism, distinct from the process of machinery

necessary to produce it
;

' but a claim (p. 85) for

' making use of the motive power of the magnet-

ism, when developed by the action of such current

or currents, substantially as set forth in the fore-

going description, * * * as means of operat-

ing or giving motion to machinery, which may be

used to imprint signals upon paper or other suit-

able material, or to produce sounds in any desired

manner, for the purpose of telegraphic communi-
cation at any distances,' was sustained. The effect

of that decision was, therefore, that the use of

magnetism as a motive power, without regard to

the particular process with which it was connected

in the patent, could not be claimed, but that its

use in that connection could."

Compare this reasoning with the 7th claim of For-

syth. He does not undertake to cover broadly the

principle of using heat in processing raisins. What
he does undertake to cover by that claim is, first, the

heating of the raisins, and then the cooling of them in

the m'^de and manner pointed out in his specification,

or in any mode and manner substantially equivalent

thereto.

Upon referring to his specification we find that
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the mode there described consists in placing the

raisins in closed compartments, subjecting them

v'hile there to heat, 150 degrees or thereabouts,

then removing the raisins from the dryer and sub-

jecting them to a cooling process whereby they

are brought to normal temperature. He was clearly

entitled to cover that process, under the authority of

O' Reilly vs. Morse.

The next authority in logical sequence is the Tele-

phone Case (126 U. S., 531). The claim there, so far

as it related to a process, read as follows :

" The method of, and apparatus for, transmit-

ting vocal or other sounds telegraphically, as

herein described, by causing electrical undula-

tions, similar in form to the vibrations of the air

accompanying the said vocal or other sounds, sub-

stantially as set forth."

Bell discovered that by gradually changing the in-

tensity of a continuous electric current, so as to make

it correspond exactly to the changes in the density of

tlie air caused by the sound of the human voice, vocal

or other sounds could be transmitted telegrapbically.

He pointed out the mode by which these changes of

intensity can be made and speech actually transmitted
;

hence this claim was held to be valid.

In rendering the decision the Court said :

" What Bell claims is an art of creating

changes of intensity in a continuous cur-

I'ent of electricity, exactly corresponding to

the changes of density in the air caused by

the vibrations which accompany vocal or

other sounds, and of using that electrical

condition thus created for sending and receiving

articulate speech telegraphically. For that, among
other things, his patent of 1876 was in our opinion
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issued ; and the point to be decided is, whether as

such a patent it can be sustained."

After referring to the case of O'lleilly vb. Morse, as

heretofore quoted by us, the Court proceeds at page

634 as follows :

" In the present case the claim is not for the

use of a current of electricity in its natural state

as it comes from the battery, but for putting a

continuous current in a closed circuit into a cer-

tain specified condition suited to the transmission

of vocal and other sounds, and using it in that

condition for that purpose. So far as at present

known, without this peculiar change in its condi-

tion it will not serve as a medium for the trans-

mission of speech, but with the change it will.

Bell was the first to discover this fact and how
to put such a current in such a condition, and

what he claims is its use in that condition for

that purpose, just as Morse claimed his current

in his condition for his purpose. We see

nothing in Morse's case to defeat Bell's

claim ; on the contrary, it is in all respects

sustained by that authority. It may be

that electricity cannot be used at all for the

transmission of speech except in tlie way Bell

has discovered, and that therefore, practically, bis

patent gives him its exclusive use for that pur-

pose, but that does not make his claim one for the

use of electricity distinct from the particular

process with which it is connected in his patent.

It will, if true, show more clearly tbe great im-

portance of his discovery but it will not invali-

date bis patent."

This case is in harmony with O'Reilly vs. Morse. It

holds that a naked principle or law of nature cannot

be patented, but that a particular way of practicing it

can be.



116

A leading case on the subject of process patents is

Lawther vs. riamilfon (124 U. S., 1). The patent there

involved covered a process for extracting oil from

seeds, such as flaxseed and those of a kindred nature.

Prior to the invention the process for accomplishing

this result consisted in first crushing the seeds be-

tween rollers, then crushing them again between

muller-stones, whereby a finer pulverization was ob-

tained, then subjecting the crushed mass to steam

heat, and finally extracting the oil from the

mass under hydraulic power. Lawther discov-

ered that it was advantageous to omit from

this old process the second crushing above

referred to, that is to say, the crushing by muller-

stones, and his patented process consisted solely in

the omission of that particular step in the old process.

This method produced a better result than was ob-

tainable by the old process, and it was held to be pat-

entable. In this connection the Court says :

" The machinery and apparatus used by

Lawther had all been used before. His only dis-

covery was an improvement in the process. He
found that by altogether omitting one of the steps

of the former process—the grinding and mixing

under muller-stones—and mixing in the mixing

machines by means of steam, a great improvement

was effected in the result.

" Why should it be doubted that such a dis-

covery is patentable ? It is highly useful, and it

is shown by the evidence to have been the result

of careful and long-continued experiments, and

the application of much ingenuity."

One of the steps specified in the claim was stated

to be " the moistening of the seeds by direct subjec-

tion to steam," and the defendants contended that they
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had not followed the precise method pointed out in the

patent in that regard. In other words, they had

slightly varied the method of subjecting the crushed

mass to steam.

On this part of the case the Court uses the follow-

ing language, pages 10, 11 :

" The appellees also contend that they do not

(in the words of the claim) ' moisten the seeds by

direct siihjection to steam.' It is proven, how-

over, that they do moisten the seeds by a shower

of spraj' in the mixing machine, produced by di-

recting a jet of steam against a smaller stream of

water. This is within the claim of the patent.

The specification describes the process of moist-

ening the seeds as follows :
' they are then passed

(after being crushed) directly, without the aid of

muUer-stones, to the mixing machine to be stirred,

moistened, and heated by the admission of small

jets of water or steam to the mass.' Again :
' the

ci'ushed seeds are next placed in a steam -jacketed

reservoir of the mixing machine, where they are

stirred, moistened, and heated by perforated re-

volving stirrer-arms which throw jets of water or

steam into the mass,' &c. Then the claim is for

three successive steps, viz : the crushing of the

under pressure, the moistening of the seeds by
direct subjection to steam, and the expression of

the oil by suitable pressure. These words are to

be read in the light of the explanations in

the descriptive part ; and thus read, it is

apparent that the meaning of the claim

is, that the crushed seeds are to be moist-

ened and heated by the use of steam, or steam

and water, immediately after coming from the

rollers, without any aid from muller-stones. This

is precisely what the appellees do."

It will be seen from the foregoing that the essence

of the invention required that the mass of crushed
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seeds sbould be moistened and heated by ihe vse of

steam 07' sleam and water, and the mere fact that the

defendants had varied the particular mode pointed out

in the patent for doing that thing did not relieve them

from the charge of infringement. This case is highly

instructive in regard to the use of heat for producing

a certain result in the arts, and we cite it merely for

the purpose of showing the attitude of the Supreme

Court in regard to those processes which employ and

use heat in accomplishing useful results.

Another instructive case involving the use of heat in

patentable processes is that of Dueyfus vs. Searle

(124 U. S., 60). The patent related to a process for

ripening wines and liquors by the use of heat. This is

known in the art as " ageing," and consists simply in

raising the temperature of the wines to about 140

degrees Fahrenheit, and keeping them at such a tem-

perature for a certain period of time. At the time of

the invention the application of artificial heat to

impart age to wines was old, but in such use the

heat had always been applied from the outside of the

cask holding the wines. The patentee claimed to have

discovered the fact that by applying the heat on the

inside of the cask a better result was obtained.

Hence, his claim was not broadly for the application

of heat to wines, but for the application of heat to

wines when applied on the inside of the cask instead

of the outside. The Court held this claim to be in-

valid, because it was shown by the evidence that the

application of heat on the inside of the cask had no

different effect than that of the heat applied to the

outside by the old process, and that no chemical or

other change was produced in the wine different from

that produced by the old process. Clearly, therefore,

the claim for heat applied to the inside of the cask
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was not patentable, because no new result was pro-

duced. But it is equally clear from the logic of the

decision that the man who first applied heat to the

" ageing " of wines was entitled to a patent therefor.

Such application of heat produced a new and useful

result, in that it shortened the time required for

ripening wines by one-half the period, without de-

teriorating their flavor. This was a chemical result,

and clearly patentable to the man who first discovered

and described a way to use it.

A claim commensurate with the invention would

have been worded as follows :

" The process of treating wines which consists in

heating the wines, substantially as set forth."

Such a claim as that, allowed to the man who made

the discovery, would have been patentable iinder the

logic of the decision cited.

Placing this claim in parallel with Forsyth's Claim

7, the analogy will be seen at a glance :

Claim for ageing Wines.

The process of treating

wines which consists in

heating the wines, sub-

stantially as set forth.

Forsyth's Claim 7.

The process of treating

raisins which consists in

heating the raisins and

then cooling them, sub-

stantially as set forth.

The suggested claim for heating wines is broader in

terms than that for treating raisins. If the first is

good, the second must be.

The case of Neiv Pi'ocess Fermentation Co. vs. Maus

(122 U. S., 413), is another apt illustration of a process

patent. The invention involved consisted in a process

of treating beer, at a particular stage of its manufacture,

by subjecting it to a certain amount of pressure and of
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holding it under said pressure. This was found

to improve the qualit}' of the beer and also to

result in considerable saving in its manufacture. Un-

der the authority of Cochrane vs. Deener (91 U. S.),

the process was held to be patentable. The process

consisted solely in subjecting the beer to pressui-e

during a certain stage of its manufacture.

We come now to a leading case on the subject of

process patents, that of liichon Iron and Locniaotlve

Works vs. Medart (158 U. S., 68). The patent there

involved consisted in the process of manufacturing a

pulley. The steps involved in the claim were the fol-

lowing :

(1) Centering the pulley centre or spider; (2)

grinding the ends of the arms concentrically with

the axis of the pulley
; (3) boring the centre

; (4)

securing the rim of the spider
; (5) grinding the

face of the rim concentric with the axis of the

pulley ; (6) grinding or squaring the edges of the

rim.

This process was purely mechanical, involving the

use of tools but not involving any chemical or ele-

mental action. It made no reference to the mechanism

shown in the patent, but was broadly and generically

for a mechanical process of manufacturing a pulley by

the steps above specified. Such a claim was held to be

invalid, in that it involved nothing more than an

operation of mechanism, that is to say a function of

mechanism. In deciding the case, the Court, through

Mr. Justice Brown, says :

" It may be said in general that processes of

manufactui'e which involve chemical or other

similar elemental action are patentable, though

mechanism may be necessary in the application or

carrying out of such process, while those which
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consist solely iu the operation of a machine are

not. Most processes which have been held to be

patentable require the aid of mechanism in their

practical application, but where such mechanism

is subsidiary to the chemical action, the fact that

the patentee may be entitled to a patent upon his

mechanism does not impair his right to a patent

for the process ; since he would lose the benefit

of his real discovery, which might be applied in a

dozen difl'erent ways, if he were not entitled to

such patent. But, if the operation of his device

be purely mechanical, no such considerations

apply, since the function of the machine is entirely

independent of any chemical or other similar

action."

The Court then quotes the cases of JVeilson vs.

Harford; Househill Coal A Iron Co. vs. JVeilson;

Tilghmmi vs. Proctor ; O'Reilly vs. Horse; Moiory vs.

Whitney ; Cochrane vs. Deener ; New Process Fermen-

tation Co. vs. Mans ; Telephone cases, and Corning vs.

Burden, already cited by us iu this brief, and says :

" Although the cases are not numerous, this

distinction between a process and a function has

never been departed from by this court, and has

been accepted and applied in a large number of

cases in the Circuit Courts."

Upon the authority of the cases cited, the Court

held that the Medart Patent was invalid as being an

attempt to claim the operation or function of a piece

of machinery, and drew a clear distinction between

such a claim and a claim for a patentable process.

This distinction was used in connection with the lan-

guage of the Court already given, where it was stated

that patentable processes were those which involved

" chemical or other elemental action." The distinction
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was aptly pointed out, aud the law as laid down by

tbat case may be stated as follows :

That where a claimed process is uothint/ more than a

mode of iisiiiff a piece of 7nechafiis7)), in fne, a mere

fttmiion of the machine, such so-called process is not

patentable ; but xohei'e a process involves chemical or other

similar elemental action, prodncini/ a new and useful re-

sult, such a process is patentable irrespective of the

mechanical means ttsed for carrying it out.

The doctrine of this case has baen frequently

affirmed by subsequent decisions of the Supreme

Court. See cases of Boyden Poorer Brake Co. vs.

Westimjhouse, 170 U. S., 537 ; Busch vs. Jones, 184

U. S., 598 ; aud Carnegie Steel Co. vs. Cambria Iron

Works, 185 U. S.

This Risdou case was elaborately considered by

Judge Taft (now President of the United States), in

.\merican t ihre-Chaviois Co. vs. Buchskin-Fibre Co.,

et aL (72 Fed. R., 509). The process there involved

related to the reducing of fibrous sheets to a soft aud

pliablo ooudition, aud the two claims of the patent

read as follows :

(Ij The process herein described of reducing fibrous

sheets to a soft and pliable condition, the

same consisting in tii-st moistening and then

pounding said sheets while in a moist con-

dition, substantially as desci-ibed.

(2) The process herein described of reducing fibrous

sheets to a moist aud pliable condition, the

same consisting in first moistening the sheets

with a solution of gelatin, and then poundiug

said sheets while iu a moist condition.

In overruling the contention that these claims were

void upon their face the learned Judge said :

" It is also contended that the process described is a

mere mechauical process—an aggregation of functions
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—within the limitation announced 1)}' the Supreme

Court, through Mr. Justice Brown, in the case of Loco-

motive Works vs. Mediirt, 15S U. S., 68, 15 Sup. Ct.,

745. In tliiit case the patent was for an improved

process in manufacturing belt jiulleys, formed of a

wrought metal rim and a separate centre, usually a

spider, and usually made of cast metal. * * * It

was held that on tlie face of the specification and

claims, the patent was not for the mechanism emjiloyed,

nor for the finished product of manufacture, but was,

in effect, for a process of solely mechanical steps, and

that a valid patent could not be granted for the mere

operations of a piece of mechanism, or, what was the

same thing, for the function or functions of a machine.

We do not think that the present case comes within

the principles announced. The treatment of paper in

this instance is of a character to change its quality,

giving it new and useful attributes. The moisten-

ing of it, and the treatment in a moistened

condition is more or less chemical in its

character. In Cochrane vs. Deener, 94 U. S.,

781, which Mr. Justice Brown cites in Locomotive

Works vs. Medart, the patent was for a process in

manufacturing flour, which consisted in passing

the ground meal through a series of bolting reels,

composed of cloth of progressively finer meshes, which

passed the superfine flour and retarded the escape of

the finer and lighter impurities and by which the su-

perfine flour was separated, and the impurities were so

eliminated as to produce superfine flour. It was held

to be valid, and the patent was not limited to any

special arrangement of machinery'. * * * It seems

to us that the present case is clearly within that of

Cochrane vs. Deener, and even more nearly to be lik-

ened to a chemical process than was that."
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An application of the doctrine of the Kisdon case

to the facts in hand will unmistakably establish the

patentability of the Forsyth process. By that process

" chemical or other similar elemental action" takes

place in the raisins b}- reason of successive heating

and cooling, which not only results in improving the

keeping qualities of the raisins, but also changes their

physical condition so that they can be easily

cap-stemmed and cleaned. In carrying out this

process Forsyth has described and shown certain

mechanical contrivances consisting of peculiarly

constructed heaters, coolers, stemmers, and sep-

arators. The law required him to point out some

specific mechanical means for practising his process,

but does not limit him thereto. Thus he has

complied with all the requirements of the

law necessary to the validity of a process claim. We
think it an inevitable conclusion from the logic of the

case of Risdon Iron and Locomotive Works vs. Medart,

uflirmed by that of Carnegie Steel Co. vs. Cambria Iron

Works, the latest enunciation of the Supreme Court

upon the subject, that the Forsyth claims are valid.

Indeed we think that such validity is demonstrated

with absolute certainty and that there is no possible

escape from the conclusion.

As we have already remarked, the simplicity of the

process is no argument against the validity of the

claims. Undoubtedly the process of heating raisins in

a dryer to a temperature of 150 degrees and then re-

moving them from the drj'er and cooling them to a

normal temperature is a very simple process. In fact

the simplicity of the process is the principal argument

against its validity urged by the learned counsel for

defendant.

To our mind this is one of its chief merits, and we
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are not without authority on the point. Thus, in Potta

vs. Create?' (155 U. S., 608), Mr. Justice Brown says :

" The apparent simplicity of a new device

often leads an inexperienced person to think

that it would have occurred to any one

familiar witli the subject, but the decisive

answer is that with dozens and perhaps

hundreds of others laborinsj; in the same field, it

had never occurred to any one before. The prac-

ticed eye of an ordinary mechanic may be safely

trusted to see what ought to be apparent to every

one."

And in McKay vs. Dizer (61 Fed., 102) it was said :

" The simplicity of the device, and its apparent

obviousness after the evont, ought not to detract

from its meritoriousness. That it had never been

suggested or thought of before, and effectually

supplied the one thing necessary to bring success,

when before there had been nothing but failure, is

sufficient to entitle it to rank as a new and useful

improvement in the mechanic arts within the

meaning of the patent law."

We cannot do better than close this branch of the

subject with the following quotation from Carnegie

Steel Co. vs. Gamlria Iro7i Woi^ks, 185 U. S. :

" We cannot better conclude this opinion

than by the following extract from the

opinion of Mr. Justice Bradley in Webster
Loom Co. V. Higgins, 105 U. S., 580, 591

;

26 L. ed., 1177, 1181 :
' But it is plain from

the evidence, and from the very fact that it

was not sooner adopted and used, that it did

not, for years, occur in this light to even the most
skillful persons. It may have been under their

very eyes ; they may almost be said to have
stumbled over it ; but they certainly failed to see
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it, to estimate its value aud to bring it into notice.

* * * Now that it has succeeded, it may seem

very plain to any one that he could have done it

as well. This is often the case with inventions of

the greatest merit. It may be laid down as a

general rule, thougli perhaps not an invariable

one, that if a new combination and arrangement of

known elements produce a new and beneficial

result, never attained before, it is evidence of in-

vention."

The law in England on the subject of process patents

is in accord with that of the United States, as will be

seen by the following citations. In the cases Nei!so7i

vs. Harford (1 Webst. Pat. Cas., 331), and Househill

Coal and Iron Co. vs. Neilson (1 Webst. Pat. Cas.,

673), the invention was an improvement in the art of

smelting iron, which consisted in ejecting into the smelt-

ing furnace blasts of hot air instead of blasts of cold air,

whereby the ignition of the fuel was promoted. It had

formerly been the practice to use blasts of cold air for

supplying the requisite amount of oxygen to produce

combustion. Neilson discovered that byixsing hot air,

he not only secured the requisite amount of oxygen, but

combiistion of the fuel was promoted and quickened.

This process was nothing more than the use of heat

for certain purposes, and the claim was held to be

good.

The decision has been repeatedly approved by the

Supreme Court of the United States See CBe'ihi v,s.

Morse (15 How., 115) ; Jiisdom vs. Medart (158 U. S.,

72).

Another English case is that of Crane vs. Price (4

M. & G., 580), where the following facts were involved.

Neilson had discovered that a hot air blast was

preferable to a cold air blast in smelting iron, and a

valid patent h;id been granted him, therefor ; but he
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hud used it only in couuection with bituminoiis coal.

Crane discovered that if he substituted authracite for

bituminous coal in smelting iron, and used in connec-

tion therewith the hot air blast, a still further useful

effect would be produced. Hence he secured a claim

for using hot air blast in connection with anthra-

cite coal in smelting iron. Although this was au

infringement on Neilson's patent, it was an im-

provement thereon and as such patentable. Chief

Justice Tyndal found no difficulty in sustaining

the patent, and he says it falls clearly within the

detiuition of process given by Abbott, C. J., and

Lord Eldon in other cases, This is an extreme

case and shows the limit to which the courts will

go in upholding claims for meritorious processes in-

volving chemical or other elemental action.

In our review of the authorities we have confined

ourselves mainly to decisions of the Supreme Court,

and have not deemed it necessary to wander through

the labyrinth of process cases decided by the lower

courts. The Supreme Court cases cited are so author-

itative and aptly in point that recourse to nisi prius

decisions would seem superfluous. But there are sev-

eral cases in the Ninth Circuit involving the use of

heat, in the form of steam, when applied to a jDarticu-

lar substance, which are so aptly in point, that we ven-

ture to cite them as showing the extent to which the

doctrine has been carried in this circuit.

The cases referred to are those relating to the prep-

aratiou of bituminous rock, which is merely another

form of asphaltum, found in large quantities in Santa

Cruz and Santa Barbara counties. The stuff consists

of a mixture of liquid asphaltum and sand, and is of a

hard rocklike formation. These deposits lay idle for

many years until Messrs. Thurber, Steiger & Rice, of
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Santa Cruz, and Austin Walratb, of Sau Francisco,

found out that by sulijecting it to steam heat it would

soften and crumble to a fine powder, and when this

powder was spread over the surface of the road and

rolled with heated iron rollers, it made an excellent

imitation of asphalt pavement.

Two patents were secured by these gentlemen for

the process. In substance tbey are very nearly the

same, covering broadly the process of softening this

bituminous sand rock by steam and laying it down on

the road as pavement. To quote from one of the pat-

ents :

" To carry out our invention we take the as-

phaltum in its native state and soften or dissolve

it by the aid of hot water, steam, or super-heated

steam, and when dissolved, or in a plastic state, to

apply it to the use for which it is intended. We
then press it with a heavy iron or rollers, heated

for tliat purpose but not to a temperature that

would burn the material, which gives it a smooth

surface and renders it compact and solid."

The other patent stated, among other things, the fol-

lowing :

" I take this bituminous sand-rock and heat it

by means of steam in a suitable vessel, which may
be either opened or closed. When sufficiently

softened by the steam it will be in a semi-liquid

condition, so that it can be spread by suitable

raking implements in a thin course or layer over

the surface to be jDaved or roofed. I then roll and

smooth it down with heated irons until it has be-

come tirm, and until the water which it has taken

up from the steam and the volatile part of the oil

have evaporated, which will leave a firm, hard, but

elastic surface that will wear a great length of

time."
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One of the claims in one of the patents reads as

follows :

" The process of treating bituminous sand-rock

with steam for the purpose above described."

Another of the claims reads as follows :

" A paviug composition consisting of bitumi-

nous sand-rock softened by steam, substantially

as described."

There was much litigation over these patents, and

both of them were sustained, the first by Judge

Sawyer in Walrath vs. Pacific Paving Co. and Consoli-

dated Bitumhious Rock Co. vs. Walrath (41 Fed. Rep.,

883), and later by Judge Mokrow in Pacific Contract-

ing Co. vs. Southern California Bituminous Pavijig Co.

(58 Fed. Rep., 300), and by Judge Gilbert in Pacific

Contracting Co. vs. Bingham (62 Fed. Rep., 282), and

again by Judge Morrow in Pacific Contracting Co. vs.

Union Paving dt Contracting Co. (80 Fed. Rep., 737).

It must be taken, therefore, as the law of this circuit

that these patents are valid, and they consisted in sub-

stance of nothing more than the softening of bitumi-

nous rock by steam.

Again resorting to the " deadly parallel," permit us

to place side by side Walrath's claim for treating

bituminous rock and Forsyth's claim 7 for treating

raisins :

Walrath.

The process of treating

bituminous rock with

steam for the purpose

above described.

Forsyth..

The process of treating

raisins, which consists in

heating the raisins and

then cooling them, sub-

stantially as set forth.
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Under the law as laid down in the bituminous rock

cases, is it possible to concede validity to Walrath's

claim and douy it to Foisyth's ?

The bituminous rock claim is broader in terms than

the Forsyth claim, in that it provides for only one

step, viz. : the heating by steam ; whereas the Forsyth

claim involves two steps, that of heating and subse-

quent cooling.

The bituminous rock claim was held valid because a

new and useful result was produced. It follows on

principle, therefore, that the Forsyth claim for suc-

cessive heating and cooling as applied to raisins is

valid, because it also produces a new and useful result.

Such is the law as laid down by three different cir-

cuit court judges of this circuit ; and we assert that

under such law it is logically impossible to deny

validity' of Forsyth's claim. A contrary holding would

have the efifect to overrule the five bituminous rock

Ciises cited above.

The learned counsel for defendant seems to place

great reliance upon the case of Wall vs. Leek (G6 Fed.,

555). This decision gives no support whatever to the

contention of counsel, and the only reason we can

imagine for its citation is tlie fact tliat it is a case

which was decided by our own Court of Appeals.

This case arose in the Southern District of California,

and the opinion of the lower court was rendered by

his Honor Judge Koss, the case being entitled Wall

vs. Leek (61 Fed., 291). The quewtion involved was a

curious one, and has probably never arisen in any other

reported case. The so-called invention consisted in a

process for fumigating trees with hydrocyanic acid gas

in the absence of the actinic rays of sunlight. Prior

thereto it had been old in the art to cover up the fruit
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trees with an oiled teut, or other covering, and then to

introduce therein hydrocyanic acid gas, which would

fumigate the tree and destroy the insects. The

l)atentee claimed to have discovered the fact

that if this process was carried on in the ab-

sence of the actinic rays of sunlight, it would be a

great improvement, and the evidence showed that it

was a great improvement to so carry out the

process. But the only way in which to carry out the

process in the absence of the actinic rays of the sun-

light was to carry it on when the sun was not shining,

and this occurs only during the night time, when the

sun is not shining at all, or during a cloudy, foggy day,

when the sun is obscured. Therefore, the process so-

called could be praciticed only during the night time or

during a cloudy, foggy day. Even in the latter case

the process was not entirely effective, and the only

time when it was perfectly effective was during the

night, when no sun was shining. Hence the claim

amounted to nothing more than a claim for using the

old process during the night time. Judge Ross very

properly held that such a claim was invalid. It is to

be kept constantly in mind that the patentees proposed

to use a certain old process that had been always used,

and the only variation which they made in the process

was to use it at niglit. In commenting upon this pat-

ent Judge Ross said

:

" The specification, as has been seen, ex-

pressly recites the fact that the process of

fumigating trees and plants with hydro-

cyanic acid gas by means of an oiled tent or

covering is old, and tliat the process for

which they ask a patent differs from the

ordinary process only in that the appHcants
' exclude the light.' Yet no method of
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excluding the light is stated or claimed. On the

coutraiy, they declare that it ' may be done by
means of the oiled tent or covering ordinarily used

for such fumigation, provided the fumigation is

done at night.' Of course, night excludes the light.

Everybody knows that. Nor is tlie night patent-

able. The ordinary tent or covering ef the old

process necessarily excludes to a greater or less

degree—depending upon the thickness of the

covering, and the extent to which it is colored

—

the actinic rays of light, which is that power of

the sun's rays which changes the chemical nature

of the mixture. So, also, will the clouds, to a

greater or less degree, exclude such rays, depend-

ing upon the density of the clouds. And after the

sun sets, and before it rises, they are entirely ab-

sent. The process, as described in the specifica-

tion, in no manner depends upon the time it is

used. It consists, as the specification expressly

recited, of fumigating trees and plants with hydro-

cyanic acid gas, by means of the oiled tent or

other covering. Whether used by means of a thin

or thick covering, heavily or lighted oiled, or

not oiled at all, in bright daylight, or in

twilight, or at night, or in the early morn-

ing, it is all the time the same process,

which the public is entitled to use, because

it was old when the patentees applied for

their patent. An old process does not be-

come a new and patentable one by being

used at night instead of in the daytime, or at any

particular time, or in any particular state of the

weather, or because better results are attained by

its use at one time than another."

Accordingly he ruled that the patent was invalid.

The case then went to the Court of Appeals and is

found reported as Wall vs. Leek (06 Fed., 553). An
elaborate opinion was rendered, through Judge Haw-

ley, affirming the judgment. We quote from the de-
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cisiou the following excerpts as suflSciently explana-

tory of the point decideJ :

" But in this connection we are brought back to

the fact that appellants in their letters patent only

pointed out the way by the use of a natural condi-

tion of nature's laws. They did not invent any

new process, chemical or otherwise, whereby the

force of nature was to be conti oiled. They in-

vented no machine, apparatus, device, or process

to exclude the actinic or other rays of light. It is

true that a mode was pointed out, but not ap-

proved, to so color the tent or covering as to ex-

clude the actinic rays of light ; but they neither

invented nor discovered any process, texture or

coloring that would sufficiently accomplish that

purpose. The discovery of such a coloring

is still an open field for the genius of future

inventors. Their discovery, which is conceded to

be valuable and of great benefit, was that the old

process of fumigating trees by means of an oil

tent and hydrocyanic acid gas, both of which were

old and free to the public, could be made success-

ful ' provided the fumigation was done at night.'

Such a discovery, however new and valuable it

may be, is not within the pale of patentable in-

ventions. It does not come within any of the

principles of the patent law, or any other provi-

sions of the statute relating to patents. A mere

naked principle, a law of nature, or property of

matter cannot be patented. So long as tlie prin-

ciple is a mere item of knowledge, and sometimes

from its nature it must always remain such, no

patent can be held valid, however brilliant and

useful the discovery may be."

From page 556 of the report we take the following

excerpt :

" If the appellants had followed up their dis-

covery by inventing some new process, device or
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apparatus that would exclude the light, they

would have brought themselves withiu the prin-

ciple anuounced in the Neilson Case. But they

did nothing of the kind. They simply discovered

a truth,—that the fumigation of the trees and
plants could be made more eflfective and bene-

ficial by using it in the old vvay, only at night, or

in cloudy days or foggy weather ; at any time

when the actinic rays of light were absent by the

natural condition of nature. To have entitled

them to a patent, they should have followed up

their valuable discovery by inventing some new
method l)y the application of which the deleterious

eflfect of the actinic rays of light could have been

avoided."

After citing various cases relating to process patents,

the opinion concludes as follows :

" In these aud other kindred cases it will be

noticed that the particular processes used to ex-

tract, modify, control or concentrate the natural

agencies coustitued the invention. The invention

was not in discovering them, but in applying them

to useful objects. Is it not evident, without fur-

ther reference to the authorities cited by appel-

lants, that such cases do not support appellant's

contention ? Appellants, having ascertained that

the fumigation of trees by the old process when

the actinic rays of light were pi'esent, although

destructive to the scale, was nevertheless injurious

to the trees, in the field of their investigations and

experiments made the discovery that if it was used

when the rays of light were absent, it would de-

stroy the scale or other insects without having

any deleterious efiect upon the trees. The

mode of application of this process, to make

it beneficial, useful and valuable as described by

them, was by utilizing a condition or force of

nature by using the process at night, when the

rays of light were absent. They did not invent the
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darkness of night, or tho cloudy, foggy weather,

when the process could be safely used, nor any

method of excluding the light except by natural

changes in the condition of the weather, or of the

hours of night as distiugiiished from the hours of

day. In the field of medical science and inven-

tion it may be, if it has not already been, discov-

ered that the air we breathe at certain hours of the

the day is more beneficial and healthful than the

air we breathe at certain hours of the night ; but

would the discovery and absolute proof of this

fact entitle the original discoverer to a patent for

the exclusive use of the air at the beneficial

hours of the day, and invest him with the power

and authority under the shield of the patent law,

to eujoiu each and everj' other individual from

utilizing the air at that particular time of day

unless he is paid a royalty, or grants a license for

such use ? Some things are so self-evident as not

to reqiiire any proof of their existence. No
natural function of the da}' or of the night,

of the sun or of the moon, is patentable.

These natural conditions are as free to all

mankind as is the air we breathe. The
broad canopy of heaven can be used in the

daytime, or the night-time, and at all times, in sun-

shine or in darkness, by everybody, in the pres-

ence oi- the absence of any rays of light, or any

condition of the atmosphere. A principle, con-

sidered as a natural physical force, is not the

product of inventive skill. It is the common
property of all mankind. It exists in nature in-

dependently of human efifort, and can neither be

diminished nor increased by human power. Man
can discover and employ it, but his employment
of it in the modes or through the instrumentalities

by which it is applied in nature is a mere imita-

tion of what every man is able to perceive and

reproduce as well as he. All endeavors to con-

fine it to himself are at once futile and unjust. It

exists for all men, as well after his discovery as
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before. The laws necessarily recognize and pro-

tect this right, and do not permit any man to ex-

clusively use the conditions which are the gifts of

nature, simplj because he was the first one to dis-

cover its value. Not until some new instrument

or method is contrived for its direction towards

ends which it cannot naturally accomplish does

his creative genius manifest itself."

It will be seen by the foregoing that the pat-

entees in the case cited were endeavoring to

claim and cover, by their so-called invention,

that which is styled by the Court as " a mere

naked principle, a law of nature, or other prop-

erty of matter." That this cannot be done was

decided by OHeiUy vs. Horse, and many other cases.

Indeed the claim in this case is absurd on its face

in that it is nothing more nor less than a claim for

using an old process during the night time. How the

learned counsel could obtain any comfort from the

authority of this case passes our comprehension.

It merely holds that a principle or law of nature

cannot be patented, when no mode or method is

pointed out for utilizing it other than to say that it

must be practiced during the night time.

The case, however, does serve one beneficial

purpose. It holds that if the patentees had dis-

coveied any mode or apparatus for carrying out

their discovery, then they would have been entitled

to valid patent therefor. As pointed out by the

Court, if they had discovered some particular coloring

matter to be applied to the oiled tent, which would

prove effective to resist the actinic raj's of the sun,

then they would have clearly been entitled to a

patent therefor. But their patent discloses no such

mode of apparatus. It is a bald effort to claim the
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Tise of an old process when practiced in the absence of

the actinic rays of the sun ; that is to say, when the

sun is not shining.

Now apply this logic to the Forsyth case. He

discovered a principle or law of nature ; or, in

other words, a chemical truth, that when thoroughly

cured raisins are subjected to 150 degrees artificial

heat and then quickly cooled to normal temperature,

a new and useful result is produced. In order to carry

out and utilize this discovery he shows in his patent,

by an elaborate set of drawings and specific descrip-

tion, an artificial heater provided with heating coils,

exhaust fans for circulating the hot air there-thiongh,

a similarly constructed device to act as a cooler pro-

vided with fans for circulating cool air therethrough,

whereby the raisins are brought into a new chemical

condition which enhances their keeping qualities, and,

liually, a suitably constructed cap-stemming and clean-

ing machine, whereby the raisins are cap-stemmed and

cleaned. Certainly he has fully complied with the

provisions of the law pointed out in the case of Wall

vs. Leek ; for when a man has discovered a new law

or principle of nature, he can secure a valid patent, if

he points out and shows adequate means, mechanism,

and apparatus for practicing the same and applying it

to the useful arts.

This is nothing more than the rule of law an-

nounced in O'lieilhj vs. Morse, which has never been

departed from by any of the courts in the United

States, so far as we are aware. Thus we

see that the case of Wall vs. Leek, so

far from sustaining the contention of defendant, actu-

ally sustains the contention advanced by us. Why it

was cited still remains a mystery.
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From a consideration of the authorities cited, we

submit that Forsyth's Patent is valid.

But, even if those authorities were not sufficient to

clearly establish patentability, and that question were

still left in doubt, the fact that the process has gone

into universal use and developed a new art to a liigh

state of perfection would be sufficient to turn the scale

in favor of the patent. Such is the rule applicable to

cases of this kind.

Erementz vs. Cottle, 148 U. S., 560.

Toplif vs. Toplif, 145 U. S., 164.

Keystone vs. Adams, 151 U. S., 143.

Barbed Wire Patent, 143 U. S., 282.

Gandy vs. Belting Co., 143 U. S., 595.

McGowan vs. Belting Co., 141 U. S., 343.

Smith vs. Goodyear, 93 U. S., 495.

The evidence shows that the process has gone into

universal use, and that the seeded raisin art cannot be

successfully carried on without it.

In speaking of the extent to which the process is

used, Mr. Gartenlaub says, in answer to Qs. 105, 106

(p. 461) :

" It has been adopted to the extent that every

seeding ])lant on the coast is using that process.

While there are seeders in the East that do not

use that process, tlioy generally have to sell their

seeded raisins all the way from half a cent to a

cent a pound cheaper than the trade will pay for

raisins seeded from the coast and treated by this

process. I would say that but for the Forsyth

process the industry would be absolutely at a

standstill, because at present prices a car of

raisins amounts to from $3,000 to $4,000, and

the buyer to whom we sell these raisins, if we
could not assure him that the raisins would keep

for any length of time, he absolutely would not

buy them."
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Aud iu answer to Q. 104 (p. 460), when lie \ys\h ques-

tioned as to the reliitionsliiji of the Forsyth process to

the raisin seeding art, he said :

" It bears a very ini])ortant relation for this

reason ; as we ship raisins all over the world, if

tbey were not treated hj tliis Forsyth process,

they would become sugary and they would spoil.

Even here in the United States, if raisins were

not treated with that process, the trade would

only buy from hand to mouth. In other words,

they would not buy any raisins if they would have

to keep them iu their store or warehouse for any

length of time."

And in answer to Q. 109 (p. 462) he says :

" I have mjrself seen a great many raisins that

were seeded in the East by Eastern seeders when,

if they were not consumed within a mouth, they

become surgary and unsightly."

Prior to the advent of seeded raisins in California

the raisin industry was in a deplorable condition.

There had been over-production, and, as a consequence

raisins were a drug on the market. Mr. Gartenlaub

savs that in 1893 and '94 they were cheaper than

barley, selling for ,'|15 a ton (x-Q. 32, p. 473) and that

the growers " were taking out their vineyards and

everyone was broke " (x-Q. 37, p. 474). At that time

the only way to market raisins was as layers and loose.

But as soon as seeded raisins came in, which was in

1896, the raisin industry took on a new lease of life,

increased production followed, and high prices re-

sulted. Those prices advanced from $15 a ton in 1893

and 1894 to over $100 a ton in 1907.

In fine, a new art, that of raisin seeding, came into

existence in California through the instrumentahty of
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the Forsyth process and the Pettit seeding machine,

and every manufacturer there used both devices. This

court has already sustained the Pettit Patent, and the

same reasoning shouhl sustain the Forsyth Patent.

The two things combined created a new art and gave

to the world a new food product. Can it be possible

that the law is so illiberal as to withhold a just reward

for such benefits conferred on mankind ? Was not the

patent law established for just such cases, to promote

the progress of science and the useful arts ?

AnsTirer to the Contention that the Claims

Are Void as Being for Nothing More
than the Normal Function and Mode
of Operation of Prior Fruit Driers.

In this behalf it is contended by defendants that

when raisins are put into a drier they will be dried,

and when taken out tliey will necessarily be cooled.

From this they argue that the Forsyth process con-

sists in nothing more than putting the raisins into a

<lrior and then taking them out, and hence, that the

patent is an effort to cover the normal and usual func-

tion of the drier.

Many cases are cited to show that a patent cannot

be granted for a process which involves nothing more

than the operation or function of a machine—a princi-

ple of law which no one disputes. The argument is

more superficial than sound. Forsyth made a discov-

ery when he found out that heat would convert the

pectose of a raisin into pectin and thereby enhance its

keeping qualities. This discovery is not dependent

upon any particular mode of applying the heat. The

most effective mode of applying it is by means of the

peculiarly constructed apparatus shown in his patent.
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This apparatus is different in many mechanical features

from the fruit driers of the prior art. But, neverthe-

less, the said fruit driers of the prior art may be

utilized for carrying out the Forsyth process.

Other forms of heating apparatus might likewise

be usod. Indeed it is of the very essence of a

patentable process that it can be carried out by dif-

ferent forms of mechanism. Consequently, if defend-

ant's argument is carried to its logical conclu-

sion, it would be that the Forsyth Patent is an

attempt to claim the function and mode of oper-

ation of every conceivable heating apparatus that has

ever been constructed, or can hereafter be constructed,

an obviousl}' palpable absurdity.

When Whitney made the discovery of heating car

wheels to a high degree of heat and then slowly cool-

ing them, he was not called on to invent any furnace

for the carrying out of his process. He took an old

furnace which had been used for years, stacked his car

wheels in said furnace and applied a high degree of

heat, and then cut off the supply of heat and allowed

them to slowly cool. In carrying out that process he

was, in a sense, making use of the function of an old

furnace. That is what the counsel in this case denom-

inates " the manner of using, the normal and usual

mode of operation and function of a dryer." Yet, the

Supreme Court had no hesitancy in sustaining the

Whitney Patent. The Forsyth case is even stronger

than that of Whitney ; for, in carrying out his process,

he has not used the old dryers of Hatch and Blatchley

in the form in which they are shown, but has modified

them in certain essential details, so as to adapt them

more satisfactorily to his purpose. If, however, the

Hatch and Blatchley dryers are capable of utilizing the

Forsyth process, that would be no objection to the va-
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lidity of the process, but would bring the matter di-

rectly withiu the case of Moicry vs. Whitney. If, iu the

case of Mouiry vs. Whitney, counsel for the infringer

had argued that Whitney's Patent was an attempt to

cover the usual and normal function and mode of

operation of the old furnace, we can easily imagine

with what contempt the argument would have been re-

ceived by the Supreme Court. Clearly. If Whitney's

Patent was not liable to the objection, neither is the

Forsyth process liable thereto.

The same condition is disclosed by the case of

Tilghrnan vs. Proctor, heretofore cited. Tilghman's

discovery was that fatty bodies could be decomposed

by heat. In carrying out his process he used an old

form of digester, or heating apparatus, that had been

in use for years. In carrying out his process he was

certainly utilizing the normal function of that old

machine ; but that fact did not detract from the merit

of his invention nor the validity of his patent.

The same argument applies to the other cases here-

tofore cited by us, and it would subserve no purpose of

utility to review them. It is sufficient to say, that

where a jirocess is independent of any particular form

of mechanism for carrying it out, and it may be carried

out by various and sundry forms of mechanism which

were in existence for other purjDOses prior to the date

of the invention, it can be no objection to the validity

of a patent for the process that it can be so

carried out by those old forms of mechanism. Were it

otherwise, the inventor of every new process would be

compelled to invent a new machine for practicing his

process, thereby making the novelty of his process de-

pendent upon the novelty of the machine.

The distinction between the mere mechanical func-

tion of a machine and a patentable })rocess which may



143

be carried out by use of the machiue is thus pointed

out in Risdon Iron Works vs. Medart (158 U. S., G8) :

" It may be said iu geueral that processes of

mauufacture which involve chemical or other sim-

ilar elemental action are patentable, though mech-

anism may be necessary in the application or

carrying out of such process, while those which

consist solely in the operation of a machine are

not. Most processes which have been held to be

patentable require the aid of mechanism in their

practical api)lication, but where such mechanism

is subsidiary to the chemical action, the fact that

the patentee may be entitled to a patent upon his

mechanism does not impair his right to a patent

for the process, since he would lose the benefit of

his real discovery, which might be applied in a

dozen diflereut ways, if he were not entitled to

such patent. Bat if the operation of his device

be purel}'^ mecbauical, no such considerations

apply, since the function of the machine is entirely

independent of any chemical or other similar

action."

In 0'Reilhj vs. Morse (15 How., 62), after pointing

out the characteristics of a patentable process, the

Court says :

" And it makes no difference, in this respect,

whether the effect is produced by chemical agency
or combination, or by the application of dis-

coveries or principles in natural philosophy
known or unknown before his invention, or by
machinery acting altogether upon mechanical

principles."

In Cochrane vs. Beener (94 U. S., 780), it is said

:

" A process is a mode of treatment of certain

materials to produce a given result. It is an act,

or series of acts, performed upon the subject
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matter to bo transformed and reduced to a differ-

ent state or tiling. If new and useful, it is just as

patentable as a jiiece of machinery. In the

langage of the patent law, it is an art. The

inachinery pointed out as suitable to perform the

process inuy or may not he nevj or patentable, while

the process itself may be altogether new and pro-

duce an entirely new result. Tlie process requires

that certain things should be done with certain

substances and in a certain order ; hut the tools to

he used in doing this may he of secondary conse-

quence."

And in Corning vs. Burden (16 How., 267) Mr.

Justice Grier says

:

" But when the result or effect is produced by
chemical action, by the operation or application

of some element or power of nature, or of one

substance to another, such modes, method, or

operations are called processes. A new process is

usually the result of a discovery; a machine, of

invention. * * * As, for instance, A, has dis-

covered that by exposing india rubber to a certain

degree of heat, in mixture or connection with

certain metallic salts, he can produce a valuable

product of manufacture ; he is entitled to a patent

for his discovery as a process or improvement in

the art, irrespective of any machine or mechanical

device. B, on the contrary, may invent a new
furnace or stove or steam apparatus, by which this

process may be carried on with much saving of

labor and expense of fuel ; and he will be entitled

to a patent for his machine as an improvement in

the art. Yet A could not have a patent for a ma-

chine, or B for a process ; but each would have a

patent for the means or method of producing a

certain result or effect, and not for the result or

effect produced. It is for the discovery or inven-

tion of some practical method or means of

producing a beneficial result or effect that a
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patent is granted, and not for the result or

eflect itself. It is when the term process is

used to represent the means or method of produc-

ing a result that it is patentable, and it will include

all methods or means which are not effected by
mechanism or raechauial combinations."

These quotations would seem to dispose of counsel's

contention that the Forsyth process is nothing more

than the function and normal operation of the Hatch

and Blatchley driers.

Answer to the Contention that the Process

is Not a Patentable Subject Matter Be-
cause it is a Mere Principle or Law of

Nature.

Here again tlie learned counsel has gone astray

in his exposition of the law. No one will deny

that a mere principle or law of nature is not patent-

able. That was decided as long ago as the case of Le

Roy vs. Tatham (14 How., 156), and there was no need

for counsel to cite the numerous cases which he has

cited on this subject. Forsyth has not endeavored to

claim a principle or law of nature. That he has made

a discover}' in chemical science is true, but he has

not attempted to patent that discovery as such.

On the contrary, he has pointed out an elaborate

and detailed mode of carrying out this principle

of science and applying it to the useful arts, and

a claim under such circumstances is good. The

distinction is clearly pointed out in the case of O'Reilly

vs. Morse, where Prof. Morse's claim 8 was held to be

void because it was an effort to cover broadly a prin-

ciple of nature, without regard to the manner in which

it was carried out ; whereas his first claim was held
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valid because he there pointed out a mode for carrying

out said principle of nature.

The Telephone case is the same, and, indeed all of

the cases which we have heretofore cited, support the

doctrine we contend for.

The Claims in Snit.

The last step will be a consideration of the claims

sued on, which are claims 7, 8, 9, 10, 11 and 1'2 of the

Porsyth Patent. We take them up seriatim.

Claim 7.

" The process of treating raisins which consists

in heating the raisins and then cooling them, sub-

stantially as set forth."

This is the broadest of the six claims sued on, and

is intended to cover Forsyth's invention in its broadest

scope. But, although the language is broad in terms,

it is njt broader tlian the generic invention itself; and

as a claim should be commensurate with the actual in-

vention, we submit that this claim is not too broadly

expressed. Forsyth discovered that by heating

raisins to a temperatv;re in the neighborhood of

150 degrees Fahrenheit certain new chemical results

would follow enhancing the keeping qualities of the

fruit, and then by reducing them back to normal tem-

perature, they would be put into a new condition,

where they could be easily operated on for removal of

the cap-stems. This was a " discovery " in a truly

scientific sense, and when he described and pointed out

suitable mechanical appliances for putting this dis-

covery into practical use, he made an " invention " in
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the sense of the patent law. In a word, he pointed

out and described a practical mode or process for

iitiliziug the law or principle of nature which he had

discovered.

Whitney "discovered " the scientific truth that when

carwheels are subjected to a hi<;li degree of heat and

subsequent!}' cooled slowly, a new and useful result is

produced; and when he described a suitable furnace

and a s-uitable mode of applying the heat and subse-

quently cooling the wheels slowly, he brought his dis-

covery within the category of patentable inventions

—

in fine, he reduced it to possession and made to the

world full disclosure thereof.

And so likewise Tilghraan " discovered " the sci-

entific truth that fat bodies, when subjected to

heat under pressure in the presence of water,

would be decomposed into their constituent

elements of glycerine and acids ; and when he

described a suitable digester for holding the fat bodies

and a suitable mode of applying the requisite heat and

pressure, he, too, brought his discovery within the

domain of patentable inventions and secured a valid

patent for the method of utilizing his discovery.

Goodyear did the same thing with crude India

rubber ; Bell with the telephone, and Walratli with

bituminous sand-rock.

Prof. Morse likewise did the same thing in and by

claim 1 of his patent ; but failed to do it in and by

claim 8, in which he sought to cover the principle itself

without regard to the mode in which it was carried out.

Consequently, his claim 1 was held valid, while his

•'laim 8 was held invalid.

Profiting by the experiences of others, Forsyth

pointed out suitable mechanical appliances and the

proper mode for using them in practicing his discovery,
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and thus he has complied with the requirements of the

law iu regard to process patents.

There is no doubt that the language of Forsyth's

claim 7 is broad iu terms, and it is by reason of its

breadth of terms that its validity is challenged.

But we call attention of the Court to the

fact that claim 7 terminates with the words " sub-

stantially as set forth," and if the claim alone

and by itself should be considered as clothed in

language which is too broad, these qualifying words

will have the effect of confining the claim within

its true boundaries. This is a well settled rule of

construction. The principal case on the subject is

that of Boyden Power Brake Co. vs. Westinghouise

(170 U. S., 637). The claim there involved was so

broad iu language, that when considered by itself

merely as a manner of language, it might be inter-

preted as an effort to cover a mere function of his

machine. But the claim terminated with the words

" substantially as set forth," and it was b}' reason

of the presence of these words that the Court held

the claim to be valid. In commenting upon it the

Court said :

" These words have been uniformly held by

us to import into the claim the particulars

of the specification, or, as we stated in Seymour
vs. Osborne, 11 Wall., 516, 547, 1, ' where a claim

immediately follows the description of the in-

vention it may be construed in connection with

the explanations contained in the si)ecificHtions
;

and where it contains words referring back to

the specifications it cannot be properly con-

strued in any other way.' In that case it

was held that the claim, which might other-

wise be bad as covering a function or result,

if it contained the words ' substantially as
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described,' should be construed iu connection with

the specification, and when so construed was held

to be valid. To the same eflfect is the Cornplanter

Patent, 23 Wall., 181, 218."

See, also, the subsequent case of Singer vs. Cramer

(192 U. S., 285).

On the anthorit}' of these decisions the Court has a

right, and indeed it is its duty, to give efl'ect to the

words " substantially as set forth," and refer back to

the Forsyth specification for the purpose of ascertain-

ing the true scope of the invention. By such reference

it will be found that Forsyth provides a heating appa-

ratus containing heating coils, a draught-producing de-

vice for circulating hot air through the heater, also a

suitably constructed cooling apparatus provided with

refrigerator coils and draught-producing devices for

circulating the cool air through the cooler. The spec-

ification also provides for the raisins to be treated by

first being placed in the heater and there subjected to

the hot currents of air circulating through the same,

and iu that behalf provides that the temperature may

iu some instances be raised to as high as 150 de-

grees Fahrenheit, more or less, and sometimes it

need not be higher than 100 degrees Fahrenheit, if

sufficiently prolonged. He thus points out a maxi-

mum of 150 degrees and a minimum of 100

degrees Fahrenheit. He next provides, after the raisins

have been sufficiently heated, they are to be taken

from the heater and transferred to the cooler, where

they will be quickly cooled to a temperature in the

neighborhood of normal or even lower, whereby they

will be brought to a hard and brittle condition and the

points of attachment of their stems made brittle. So

far as claim 7 is concerned the process ends at this

point and the requirements of the claim are fulfilled,
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Now reading these restrictious into tbe claim, the said

claim will be construed within the purview of those

restrictious. In other words, the claim will be con-

strued as covering a process in whicli the raisins are

heated in a close heater to a degree of heat somewhere

between 100 and 150 degrees Fahrenheit, according to

the time they are allowed to remain in the heater, the

higher degree being used wlien they remain in the

heater for a short while and tlie lower degree when

they remain in tlie heater for a longer time ; and after

tbey have been thus heated, then they are to be cooled

to a normal temperature, or even a little lower, by

being placed in the cooler and there subjected to the

the cooling operation. Certainly with these limita-

tions upon the claim there can be no objection to its

validity.

We contend that it is not necessary to the validity

of the claim that any limitations should be read into

it, for the reason tliat the language of the claim as it

stands is commensurate with the scope of the actual

invention ; but our position is that if the Court should

differ with us on this point and hold that the language

of the claim is too broad, when taken by itself, then

it will be allowable to read into the claim the limita-

tions above suggested by virtue of the presence of the

words " substantially as set forth " appearing at the

end of the claim ; so tliat in either view of the matter

the claim is a valid one.

Claim 8.

" The process of treating raisins which consists

in heating the raisins and then subjecting them to

a current of air whereby they are quickly cooled,

substantially as set forth."
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This claim differs from claim 7 only in the require-

ment that the cooling must be done by a cmi'ent of

air, and that this cooling must be quickly done. Ac-

cording to claim 7 the cooling may be done in any

desired manner ; but according to claim 8 that cooling

must be done by atrrents of cokl air, and quickly.

It has been suggested by defendant's counsel that

the cooling of claim 8 would be accomplished by

placing the hot raisins in the open air and allowing a

natural breeze to blow over them. It is not necessary

for the Court to determine this matter, for the cooling

of this claim can be accomplished by artificially pro-

duced draughts of cold air in a closed compartment,

which is the exact method pursued by the defendant.

If it were necessary to import such limitations into

the claim in order to save it, then that may be done by

virtue of the words " substantially as set forth," for

this is the cooling method described in the specifica-

tion.

But there is another feature of this claim 8 to be

noted, and that is the requirement that the cooling of

the raisins must be such that thereby " they are

quickly cooled." To place the hot raisins in the open

air and allow natural breezes to blow over them would

not quickly cool them, unless the weather was very

cold and the breeze stiff. Such refinements as these

need not be inquired into. It will be time enough to

decide them when the occasion arises. It does not

arise in this case, because that is not the method of

cooling pursued by the defendant. His method of

cooling is precisely the same as that of Forsyth's

Patent, to wit, by artificial draughts of cold air

in a closed compartment. The quickness of the

cooling is an essential feature of this claim.

If the raisins are slowly cooled, they will
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have time to reabsorb moisture from the atmosphere
;

whereas, if they are quickly cooled, they will not have

time to reabsorb any substantial amount of moisture

from the atmosphere and will be in a hard brittle condi-

tion which enables them to be easily cap-stemmed.

This is susceptible proof. Take a raisin which bas

been heated to 150 degrees Fahrenheit and then ex-

pose it to the open air for several hours. As soon as

it becomes cold, it will be found that it has absorbed

moisture, and is, consequently, soft ; whereas, if that

same raisin had been subjected to cold blasts of air,

whereby it is quickly cooled, it will be found to be in

a hard and brittle condition, in which it can be easily

cap stemmed.

These considerations would seem to import great

strength to claim 8 by reason of the cooling being per-

formed quickly by currents of cold air.

Claim 9,

" Tlie process of treating raisins which consists

in subjecting the raisins to currents of warm air

whereby they are heated and then subjecting them

to currents of cool air whereby they are quickly

cooled, substantially as set forth."

This claim differs from claim 8 only in requiring

that the heating must be done by " currents of warm

air." The blast producing devices of the drawings

and specification provide for this current of warm air

by causing a circulation through the heater. In other

words, under this claim 9 a particular method of heat-

ing must be pursued, whereas by claims 7 and 8 no

particular method is called for.

The three claims already considered (7, 8 and '.))

have special reference to those features of the inven-

tion which relate to the production of the chemical
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change in the raisius aud bringing them to the hard

and brittle condition where they can bo operated on by

the cap stemming and separating appliances, but has

no reference to the actual operations of cap-stemming

aud separating. Tlie remaining three claims (10, 11

and 12) bring in these additional operaticms, and these

claims we shall not consider.

Claim 10.

" The process of treating raisius which consists

in heating the raisins and then cooling them,

whereby the points of attachment of the stems are

rendered brittle, and then subjecting them to

abrasive treatment, whereby the stems are de-

tached, substantially as set forth."

So far as the heating and cooling operations are con-

cerned, those parts of the claim are the same as claim

7, and must be construed along the same lines as claim

7. Any suitable form of heating and any suitable form

of cooling may be followed, so long as they are the

substantial equivalents of the forms described in the

specidcation and illustrated in the drawings. The new

element in claim 10 is detaching the stems by abrasive

treatment. The meaning of the term " abrasive " is

sufficiently plain. The preferred form of apparatus

illustrated in the patent consists of two vertical

parallel shafts of considerable height, provided with

inclined riddles, and deflecting boards, each provided

with an endless elevator apparatus for feeding the

laisins. The first elevator feeds the raisins as they

come from the cooler to the top of the first shaft, while

the second elevator, which is attached to the bottom

of the first shaft, feeds the raisins as they come from

the first shaft to the second. By passing over these

inclined riddles, dropping down from one to the other,
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the raisins are subjected to a rubbing or abrasive ac-

tion, and as they are hard and brittle, the cap-stems

will be knocked off. As the raisins emerge from the

lower end of the second shaft they pass over a shaking

sieve, and a blast of air proiluced by an exhaust blower

adjacent thereto, separates the stemmed raisins from

the detached stems and other impurities.

The description of these devices is found from line

18 to 31, page 2 of the specification, and is as fol-

lows :

" The apparatus shown for stemming and clean-

ing the fruit comprises a receiving hopper d, an

elevator c in a vertical shaft m, from the upper

end of which a chute delivers the fruit to a ver-

tical shaft b, with inclined riddles a and deflecting

boards a', a chute c' in a vertical shaft 7n', from

the upper cud of which a chute e^ delivers to a

second vertical shaft ?/, with inclined riddles and

deflecting boards, a vibrating sieve/, actuated by

crank g and connecting rod g', and an exhausting

blower /t above a flue //', leading upward from said

vibrating sieve/!"

In describing the operation of these devices the

specification (lines 61-74) says :

" In the stemming and cleaning the raisins are

subjected to an abrasive treatment, whereby the

butt-stems are broken off at their points of at-

tachment to the raisins, and to a separating treat-

ment, sneh as a sieving or screening, whereby the

detached stems and other foreign matter are

separated, which stemming or screening may be

supplemented or replaced by other suitable sep-

arating treatment, such as blowing, the abrasion

and screening being conjointly effected by the in-

clined riddles of the stemming and cleaning ap-

paratus shown and a subsequent blowing being

efiected by the fan-blower shown."
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It will be seeu from the forepoiug that under claim

10 the cap-stemmiug may be doue by any suitable

machiue so lonf» as " abrasive " action is employed.

The special form shown in the patent is to be taken

merely as a suitable form, that is to say the preferred

form.

The defendant has not used that specific form, but

has used another form operating on the abrasive prin-

ciple. It consists of a co\iical roll and a surrounding

conical cjdinder of galvanized wire closely meshed.

The raisins are fed between the roll and cylinder, and

when the device is rapidly rotated, the raisins are sub-

jected to a rubbing or abrasive action between the op-

posing surfaces of roll and cylinder, whereby the cap-

stems are detached. A shaking sieve and blower

separates the raisins from the detached stems.

This cap-stemmer is the equivalent of Forsyth's in

that it operates on the same abrasive principle ; and

as claim 10 calls merely for " abrasive " treatment,

whereby the stems are detached, it goes without saying

that the use of the cone form of cap-stemmer is

within the purview of the claim.

Claim 11.

" The process of treating raisins which consists

in heating the raisins and then cooling them,

whereby the raisins and the points of attachment

of the stems are rendered brittle, and then sub-

jecting the raisins to abrasive and separating

treatment, whereby they are stemmed and cleaned,

substantially as set forth."

This claim differs from claim 10 only in adding the

separating and cleaning operation. This operation is

accomplished by the shaking sieve and blowing appa-

ratus shown m the drawings, and occurs immediately
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after the cap-stems have been detaclied from the

raisius. The defendauts use a substantially similar

device.

Claim 12.

" The process of treating raisins which consists

in subjecting the raisins to a current of warm air

whereby they are heated and then subjecting

them to a current of cool air whereby they are

quickly cooled and then subjecting them to

abrasive and separating treatment whereby they

are stemmed and cleaned, substantially as set

forth."

This claim covers the complete concrete process in

all of its various steps. It differs from claim 11 in

that it prescribes that the heating must be done by a

current of warm air and that the cooling must be done

by currents of cool air quickly. The various separate

features of this claim have already been explained by

us in connection with the other claims. The other

claims cover different features of the complete inven-

tion in the shape of sub-combinations, while this claim

is intended to cover all of the features of the complete

invention, that is to say all the various steps from the

beginning to the end. It is a concrete example of the

way in which the process is carried out in actual prac-

tice, and whatever may be said regarding the validity

of the other claims, certainl}' there can be no question

as to the validity of this claim if Forsyth was the

original inventor thereof.

Respectfully submitted,

John H. Miller.

Wm. K. White,

Counsel for Appellant.

[5425J
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This is an appeal from a final decree of Ihe United

States Circuit Court for the Southern District of Cali-

fornia, Northern Division, dismissing the bill of com-

plaint of the appellant.

The bill of complaint sets forth alleged letters patent

of the United States granted to one William Forsyth on

October 4th, 1898, No. 611,782, for an alleged invention

in the "Preparation of Fruit," and alleges infringement

by defendant. The defenses are anticipation, want of

invention, and non-infringement. The suit was heard
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upon bill, answer, replication and full proofs on behalf

of the parties.

The opinion of His Honor Judge Wellborn in the

Circuit Court is found on pages 40-43, from which it is

seen that His Honor sustained the defenses of want of

invention and anticipation and held the patent totally

void.

Reference to the opinion of His Honor Judge Well-

born refutes the statement made in Appellant's Brief,

page 3, that:

"The principal question argued in the court below

related to the patentability of the process, counsel for

defendant contending that the patent was void for want

of invention in that the process sought to be patented

was nothing more than a process of nature, and as such

not a patentable subject-matter. The lower court does

not appear to have been impressed with that argument,

for the patent was not held void on that ground. As

that was the first and fimdamental question involved in

the case, ive tJiink zve are justified in assiiiiiing that the

loiver court decided it in our faz'or."

This deduction of appellant's counsel is as inaccurate

as many of the statements contained in the brief. It is

absolutely at variance with the written opinion of His

Honor Judge Vv'ellborn, in which he says

:

"For the reason above indicated, namely, lack of nov-

elty, and without passing upon defendant's other objec-

tions to the Forsyth patent, I hold that said patent is

void." [Transcript Record p. 43.]

This opinion shows most clearly that His Honor Judge

Wellborn considered it unnecessary to go into any other
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of the defenses than the defense of want of novelty as

proven by Defendant's ExhilMt 4, the book entitled "The

Raisin Industry," bv Gustave Eisen, published in 1890,

at San Francisco, California, by H. S. Crocker & Co.,

of San Francisco, and pleaded in the orio^inal answer of

defendant. Transcript of Record page 26, nnd the tes-

timony of Thomas J. Little and Edwin Hayden, and

the Blatchly & Hatch and Blatchly patents, Defendant's

Exhibits I and 2. [Transcript of Record pp. 204-214.]

The first paragraph of Judge Wellborn 's opinion

clearly shows that these are the only defenses which he

considered. In that paragraph Elis Honor says:

"In the case at bar, from the testimony of Hayden

and Little, together with many other witnesses, and De-

fendant's Exhibit 4, "The Raisin Industry." and the

Blatchly & Hatch and Blatchly patents, said patents

being respectively Defendant's Exhibits i and 2, I am

satisfied the process covered by the Forsyth patent No.

611,782, lacks novelty." [Transcript of Record p. 40.]

It is apparent, therefore, that the particular defenses

referred to were so fully satisfactory to His Honor

that he deemed it totally unnecessary to consider

the other defenses raised by defendant. The statement

of appellant's counsel that the lower court must have

held in favor of appellant in regard to the other defenses,

is, therefore, conclusively shown to be utterly unwar-

ranted by the record.

The grant of the letters patent to Forsyth is prima facie

evidence of novelty and invention. This evidence is con-

tradicted by the oral testimony of many witnesses, as

well as by documentary proofs.
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The finding of the Circuit Court sitting as a court

of equity will not ordinarily be disturbed where it relates

to a finding of fact upon conflicting evidence. This

court will not review such finding unless appellant makes

it appear that beyond question the finding is contrary to

the evidence. It is not sufficient that there be evidence

in the record to support a contrary finding. It is neces-

sary that the finding be contrary to the evidence, and if

the evidence is at all balanced the finding of the chancel-

lor will be sustained. This rule is well established and

its application to this suit plain.

"The chancellor found that one or both of these ques-

tions must be answered in the negative, for he found

for the defendants. This finding placed an additional

burden upon the complainants, for the presumption is

that t!ie eonchision of a chancellor upon conflicting evi-

dence is correct, and it ought not to he disturbed unless

an obvious error has intervened in the application of the

lazv, or some serious mistake has been made in the con-

sideration of the evidence."

Paulus V. M. M. Buck Mfg. Co., 129 Fed. 594;

Thallmann V. Thomas, iii Fed. 277, 283;

Exploration Co. v. Adams, 104 Fed. 404, 408;

Mann v. Bank, 86 Fed. 51, 53

;

Tilghman 7\ Proctor, 125 U. S. 136;

Furrier V. Ferris, 145 U. S. 132, 134;

Warren v. Burt, 58 Fed. loi

;

Plow Co. V. Carson, y2 Fed. 387

;

Trust Co. V. McClure. 78 Fed. 209.

Appellee's counsel was much surprised in reading ap-

pellant's brief to find therein reference to certain objec-



tions to the testimony of Thomas J. Little and Edwin

Hayden based on the ground that the pleading con-

tained in appellee's answer was not sufficiently full, clear

and exact to be a technical compliance with section 4920

of the Revised Statutes.

These objections were not urged in the Circuit Court.

Although appellant filed voluminous briefs in the Circuit

Court, no reference whatever is therein contained to

such objections and the objections were in no manner

called to the attention of the court at the final hearing of

this cause. Such objections were accordingly waived,

and appellant having wai\-ed these objections in the Cir-

cuit Court, can not equitably and in good conscience urge

them on appeal from a decree founded upon a hearing at

which appellant itself so totally ignored such objections

and by silence waived them.

*Tf it is desired to review upon appeal, the admission

of certain evidence, a ruling upon each objection should

be asked for at the hearing."

Foster, Fed. Pr. (4th Ed.), Sec. 284, p. 927.

The objections made by the appellant, however, are

not believed to be well taken. It is true that in an action

at law for the recovery of damages for infringement of

a patent, the statute provides that the defendant may
plead the general issue and at any time within thirty

days prior to the trial give notice of special defenses

There is in an action at law a good reason for requiring

specific and definite notice. This is to enable the plain-

tiflf to prepare to meet such a defense. Such an action

at law being tried in open court, there is no opportunity

for the plaintifif after the defendant's evidence has been
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educed to prepare its rebuttal. The reason for this rule

does not exist in equity and a review of the decisions

cited by appellant shows that this difference of procedure

has been recognized by the courts. No decision is found

in which the strict rule applicable to actions at law has

been applied in a suit in equity. In Agawaii Woolen Co.

V. Jordan, 7 Wall. 596, the Supreme Court had before

it an appeal from a decree in equity granting an injunc-

tion prohibiting the infringement of a patent. Under a

denial that the allegations of the bill that the patentee

was the original and first inventor, the Supreme Court

held that proofs tending to overcome the prima facie of

the patent supporting such allegations were inadmis-

sible; that such proofs could only be offered under spe-

cial averments setting forth the particular defense, and,

referring to section 4920 of the Revised Statutes, says

that in an action at law evidence "to prove such a de-

fense is not admissible without an antecedent compliance

with those conditions and the settled practice in equiy

is to require the respondent, as a condition precedent to

such a defense, to give the complainant snbsfanfially the

same information in his answer." In Seymour v. Os-

borne, 1 1 Wall. 539, the court quotes Agaivan Woolen

Co. V. Jordan, to the effect that in equity the defendant

is required "to give the complainant substantially the

same information in his answer."

It is to be noted that in neither of these cases does the

court re(|uire that the notice shall strictly conform to

section 4920, and the reason thereof is the difference

in the character of the proceeding.

Thomas J. Little was called solely as a witness to

prove the prior knowledge and use by Edwin Hayden.
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It has never been held even in an action at law that the

names of each witness must be given, only notice of the

defense. The defense proven by the testimony of Hay-

den and Little is the defense set up in the answer, i. e.,

previous knowledge and use of the substantial and ma-

terial parts of said alleged invention was had by Edwin

Hayden of San Francisco, California.

If, as appellant states, the object of such pleading is

to apprise the complainant beforehand (30 days before

trial) of the place where the use was had, so that it can

be prepared to meet it, it is clear that much more time

than thirty days was in fact open to complainant to rebut

Little's and Hayden's testimony, for the deoositions of

these witnesses were taken in San Francisco, California,

on April 12, 1906 [Transcript Record p. 44], and com-

plainant took rebuttal depositions in San Francisco on

November 22, 1907 [Transcript Record p. ^22], show-

ing conclusively complainant had more than thirty days

after the taking of such depositions in which to rebut

the same.

Referring now to the allegations of the answer

[Transcript of Record pp. 17 and 18], it is found that

the answer sets forth:

"That previous knowledge and use of the substantial

and material parts of said alleged invention was had by

Edwin Hayden, whose residence is in the citv and county

of San Francisco, state of CaHfornia." * * * "That

the said Edwin Hayden and his associates and employees

in business knew and used the said process in the treat-

ment of raisins from about the year 1883, continuously

for many years, and that such knowledge and use was
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public, without concealment, and was by him communi-

cated to many others during said time, and that con-

nected with said use he used machinery of his own con-

struction suitable for the purpose."

This notice thus given by the answer was clearly suffi-

cient to enable the complainant to investigate the truth-

fulness of the answer and where the prior use and knowl-

edge were had by the party referred to at the place of

his residence, the repetition of the fact that Edwin Hay-

den had such knowledge at San Francisco, California,

would add no information whatever for the benefit of the

appellant, and no actual surprise or inconvenience to

appellant was caused by any insufficiency or indefinite-

ness of the pleading. It is submitted that this was "sub-

stantially" the notice required by section 4920 within the

meaning of the decisions of the Supreme Court. It is to

be further noted that no exceptions for insufficiency were

filed by the appellant, and under equity rule 61, if no

exception is filed, the answer shall be deemed and taken

to be sufficient. The section of the statute referred to

might prevent defendant from proving a knowledge or

use at some other place than San Francisco, but the mere

repetition of the words "at San Francisco, Cal.," to the

allegation in the pleading would in fact in this case have

given appellant no additional information. The statute

was therefore substantially complied with.

It is further noted that appellant made no motion to

strike the depositions of either Little or Hayden from

the record or to exclude the same from consideration.

In fact no action whatever was taken by appellant to

secure any ruling of the lower court upon such objections

or to avail itself thereof.



—11—

In Street's Federal Equity Practice, Vol. 2, page 1095,

section 1821, it is stated:

"The rule reciuiring- that ohjections to questions or

answers shall be made at the time when the question is

propounded or answ^er given applies more particularly

to the case where the objection goes to a matter of form.

If the substance of the question or answer is objection-

able, it may be objected to at that time or it may be

objected to later, before the court, when the testimony

is read at the hearing. It is good practice to make such

an objection, if practicable, at the time when the deposi-

tion is given; but it is not absolutely necessary that it

should be then made, if the objection goes to a matter of

substance. Exceptions to matters of substance are such

as these : (
i
) That the question is impertinent, irrele-

vant, or immaterial; (2) that it calls for hearsay; (3)

that it calls for parol proof of the contents of a writing;

(4) that it calls for the disclosure of a privileged com-

munication; or (5) calls for matter that would tend to

incriminate the witness; or (6) that it otherwise violates

some rule as to the admissibility of evidence. Objections

to such matters can be taken when the cause is heard;

hut if the point is not then raised, the objection is zvaived.

Gibson Suits in Chancery (2nd Ed.) 496."

Appellant's objections to the alleged insufficiency of

the answer in pleading the Edwin Hayden knowledge

and use are however not before this court for determina-

tion. To bring these objections before the court it would

be necessary for the appellant to assign as one of the

errors, to correct which the appeal was taken, that the

Circuit Court erred in not excluding the testimony of
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Edwin Hayden and Thomas J. Little on the grounds

stated in the objections. No such assignment of error

is found in appellant's assignments of error. Upon all

authority the matter is not brought before this court for

review, and without such assignment of error appellant

cannot in this court challenge the correctness of the Cir-

cuit Court in admitting and considering this evidence

or ask a review thereof.

The Circuit Court of Appeals for the Sixth Circuit

(Judges Lurton, Day and Clark), in Kalamazoo Ry.

Supply Co. V. Duff Mfg. Co., 113 Fed. 264, states the

rule

:

"Under the rules of practice of the Supreme
Court and of the circuit courts of appeal, a ruling

on the admission or rejection of evidence is not re-

\ievvable either on writ of error or on appeal in

equity, unless the record discloses the ruling made,
and the taking of an exception thereto, and there is

a specific assigmncnt of error on tJiat (ground."

See also

Randolph v. Allen, jt^ Fed. 23; 19 C. C. A. 353;

Supreme Council v. Fidelity Co., 63 Fed. 48; 11

C. C. A. 96;

Farrarv. Churchill, 135 U. S. 609.

The Circuit Court of Appeals for the Sixth Circuit,

in White v. Wa-fisey, 116 Fed. 345, applies this rule re-

garding the waiver of objections, saying:

"On appeal in suits in equity in the federal courts,

unless an exception appears in the record, based
upon an objection to the admission of evidence,

such evidence is considered as having been admitted
by consent, and it cannot be excluded from consid-

eration by the appellate court."
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in passing these objections it is well to bear in mind

that when this case was submitted at final hearing in the

Circuit Court appellant desired full consideration of all

defenses in order that the decree might finally establish,

if possible, the validity of the Forsyth patent, and appel-

lant was not in that court simply seeking a decree against

this appellee. This explains appellant's waiver of these

objections in the Circuit Court.

Raisins.

Raisins are dried grapes. In the drying of grapes into

what are commercially known as "raisins" there are

now three forms in which this species of dried fruit is

placed on the market—"layer raisins," "loose raisins"

and "seeded raisins."

In preparing and packing cluster or layer raisins for

the market there are important considerations to be ob-

served which do not apply either to "loose" or "seeded"

raisins. It is of the utmost importance with laver raisins

that the curing or drying and the packing should be so

performed as not only to provide the dried fruit in con-

dition for keeping, but to so cure and pack the dried fruit

that the stems will not be and will not become brittle so

that the clusters or bunches will break up or the raisins

fall from the stems.

It IS therefore essential, in packing cluster or layer

raisins, to provide the stems in soft condition, and to

insure this it is usually necessary to "sweat" or "equal-

ize" not only the raisins, but also the steins. As shown
hereafter, the requirements of packing layer raisins are

thus the direct opposite of the requirements in preparing
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raisins for seeding, and for many years it was common

knowledge that if the raisins were thoroughly dried the

stems would he brittle and would readily break from the

raisins.

In packing layer raisins, the general method of drying

is to place the clusters or bunches of grapes on trays

made of wood, and after drying the raisins are trans-

ferred to open-topped boxes (usually three feet long by

two feet wide). These boxes are usually referred to as

"sweat boxes," and are large enough to contain about

seventy pounds of raisins, being approximately eight

inches in depth.

In making raisins (or drymg grapes for cluster

raisins) the general method in use prior to 1896 was to

place in the same tray the various bunches of grapes

regardless of their size or condition. If, however, the

packer was desirous of providing a superior quality, the

large bunches were separated from the small bunches

and from the loose, so that there may be as little handling

of the clusters or dried layers as possible, as the larger

bunches, which are to produce layer raisins, require less

drying, as they are to be "sweated" or "equalized" before

being packed ; and the broken clusters were used in mak-

ing "loose" raisins and went directly to the stemmer

and were not "sweated" or "equalized," as they would

not separate from the stems if they were made to equal-

ize. [Defendant's Exhibit 4, "Treatise of the Raisin

Grapes," p. 144.]

In packing layer raisins in California, where the air

is so dry, this equalizing process is an absolute neces-

sity, and no first-class raisin pack can be produced with-
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out the raisins having first been eqtiaHzed. The word

"equalizing" is to be preferred to "sweating," as the lat-

ter word may be misunderstood as meaning that a cer-

tain amount of heat is developed by storing the raisins.

Heat is indeed necessary, but it should come from the

outside air, not from the inside or from the raisins. If

it comes from the latter the raisins will be in a fair way

to become spoiled. The raisins which are to be equalized

or sw^eated are only the clusters or layers, and not the

loose raisins, and in packing raisins it is much preferable

to separate the bunches or layers from the loose raisins

while in the field, and preferably before they are dried,

and at the time when they are picked from the vines.

The process of packing the clusters or layers in the

trays or sweat boxes is to place between every two layers

or bunches a stout sheet of paper, in order that the

bunches may not become mixed. When the sweat boxes

are taken to the sweat house the boxes are so placed that

the air can enter every one of them. The boxes cannot

be placed on top of one another so as to cover any box

up entirely, as the raisins are then apt to ferment and

become absolutely spoiled ; but it is not absolutely neces-

sary that the boxes should all be placed crosswise, as it

is enough to allow the short side of each box to overlap

the underlying box slightly, as sufficient air will thereby

enter.

In very dry weather ihc tioor of the sweat house is

sprinkled with water, but this is not generallv required,

as the underdried raisins give out enough moisture to

soften those that are dry, as well as to soften the stems.

The equalizing process takes from ten davs to three
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weeks and the layers are then ready for packing. When

the sweat boxes are removed it will be found that the

majority of those raisins which had been too moist or

underdried have dried sufficiently, while, on the contrary,

the overdried raisins, as well as the formerly brittle

stems, will have acquired from the underdried raisins

sufficient moisture to enable the packer to handle them

without any risk of breaking the bunches or having the

raisins drop from the stems. When the layer raisins

have been packed into the boxes (ready for shipment)

this tendency to equalize is also present.

It is thus seen that too dry a condition of the raisins,

and particularly too dry a condition of the raisin stems,

must be avoided when it is desired to pack cluster or

layer raisins.

In drying grapes many ot the grapes fall from the

stems, and these loose dried grapes or raisins, and the

raisins from the broken clusters and from such clusters

as would not make a good grade of layer raisins by rea-

son of part of the raisins having fallen from the stems,

are stemmed and packed as "loose" raisins.

Prior to 1890, as shown conclusively by defendant's

exhibit 4, it was well known that the larger bunches of

grapes, which were to be used to produce laver raisins,

required less drying, while the smaller and inferior

bunches must be much drier and should be passed into

the well known stemmer while in dry condition, for if

the raisins are soft they would tear from the stems in-

stead of having the stems broken.

In preparing loose raisins for packing it was therefore

well known prior to 1890 that it was essential to stem
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the raisins while dry. Except to put up as clean a

product as possible, there was no particular object in

removing the butt or cap stems, but the stemmer would

in practice remove a very large percentage of these butt

or cap stems. And in this connection it should be borne

in mind that the stemmer so used in stemming raisins

for loose raisins is the same machine or stemmer which

is now used when it is desired to remove the butt or cap

stems prior to seeding the raisins, and which in part of

the testimony is referred to as a "cap stemmer."

From 1883 to 1895 Edwin Hayden was engaged in

the dried fruit business in San Francisco, California, and

such business consisted in renovating all kinds of fruits,

prunes, peaches, raisins, apricots, pears, nectarines, pole

plums, and, in fact, every kind of fruit. In the conduct

of this business raisins were delivered to Mr. Hayden in

bags, boxes and sacks. Some had been sweated and

some were mildewing. To put these into marketable

condition it was necessary to break up the layers of

raisins, re-dry them,—the loose raisins were stemmed,

—

the good bunches packed again in boxes to form layer

raisins.

In so processing the raisins the first step was to over-

haul or separate them. Then those that were damp were

put into a dryer and were re-dried. The dryer used was

a "Plummer" dryer, consisting of a series of shelves

upon w^hich trays of raisins were placed. This dryer

was connected with a furnace. The time required for

this drying depended, of course, upon the condition of

the raisins, or other fruit, and upon the amount or de-

gree of heat. A greater degree of heat was used for
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drying potatoes or onions or anything of that kind than

was used with raisins, as the raisins would not stand the

same heat as other fruits or vegetables. [Deposition of

Thomas J. Little, Transcript Record, pp. 56-57.]

Mr. Hayden testifies that in treating the raisins, some

were a little damp and others very wet, so wet they

would almost drip, and they were very soft,—so soft

that it was impossible to stem them or put them back in

the envelope [Deposition Bdivin Hayden, Transcript

Record p. 65], and that such raisins were dried by heat-

ing them, and when dry the regular bunches were put

back into layers again,—the broken bunches being sent

to the stemmer to be stemmed. After the raisins had

been subjected to the heat in the dryer they were cooled.

Natural draught was mainly utilized in this cooling, to

cause the stems to stififen up so that they could be freed

from the raisins. Hayden, however, also had a blower,

which was utilized when he was in a hurrv with the

raisins. Hayden testifies he could do as much work in

cooling the raisins in one hour's time as he could do in

half a day with natural draught.

Hayden's factory consisted of a building one hundred

feet long, and the raisin room was in the upper part or

second story. The first story was devoted to the dryer,

and the heat was allowed to pass through the dryer and

up into the hot room. When the raisins had sufficiently

dried, all the doors were opened and the raisins run out

into the long raisin room, and the natural draught of

San Francisco, between eleven and four o'clock each day,

was sufficient to cool ofif the raisins and to cause the

stems to stififen so they could be freed from the raisins.
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The use of the blower to produce a more rapid cooling

of the raisins made no difference except in the length of

time required to thus treat or process them.

Hayden's object of thus treating the raisins was to

destroy the granulating power of the saccharin substance

of the raisin,—to prevent the raisins sugaring. [Hay-

den's Deposition, Transcript Record p. 67.]

After the raisins had been thus heated and cooled and

the stems stiffened and made brittle the raisins were run

through a stemmer. The stemmer was a wire cone in a

wire cylinder, the wire cone being revolved and the syl-

inder stationary. The effect of so running through the

stemmer, the raisins thus heated and cooled so the stems

were stiffened and brittle, was to take off all the stems.

A great many of the cap stems were taken oft, although

Mr. Hayden did not have any raisin-seeding machine

and there was no special object at that time in removing

the cap or butt stems.

Mr. Hayden testifies he spent a great deal of money

in an effort to make a seeder machine, but failed. [Dep-

osition of Hayden, Transcript Record p. 79.]

(Defendant pauses here to call the court's attention to

the fact that the seeded raisin industry very apparently

depended rather on a machine for doing the seeding than

upon any change in this well-known process of heating

and cooling of the raisins and the running of them

through the old type of stemmer to remove the stem.

)

The testimony [Hayden's Deposition, Transcript Rec-

ord p. 68] shows that fully forty per cent of the cap or

butt stems were removed by running the artificially dried

and cooled raisins through the stemmer as it was then
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adjusted, and defendant has shown by other witnesses,

whose testimony will be hereinafter specifically pointed

out, that, in order to remove substantially all the cap or

butt stems, it was only necessary to adjust the revolving

wire cone of the stemmer in closer to the stationary

cylinder.

There was, of course, no patentable invention involved

in so adjusting the wire cone; in fact, it did not even

require a high degree of, or in fact any, mechanical

skill. The use of the stemmer to remove the cap stems,

if not an identical use, was clearly nothing more than a

double use.

It is thus seen that the tre.iting or processina of raisins

by heating the same and then cooling them was well

known in the art as early as 1S95. It was also old and

well known as early as 1895 that various dried fruits

could be treated, both to renovate the fruit and to make

it keep, by first subjecting it to a current of warm air and

then cooling the fruit, either by natural draught or by

an artificial draught of cool air, produced by a blower.

A reference to Defendant's Exhibit 4 ("Practical

Treatise of the Raisin Grapes") shows us that this

printed publication, published eight years prior to For-

syth's application for patent here in the suit, proves con-

clusively that dryers such as testified by Mr. Hayden

were well known in the art of drying raisins.

Said Exhibit 4 sets forth, pages 147-148 [Transcript

Record pp. 88-90] :

"Dryers.—The subject of dryers ib of great impor-

tance to 'the California grower. The last few vears have

fully demonstrated that every raisin vinevard, no mat-
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ter where it is situated, should have one or more dryers,

in order that the last of the crop may be dried properly

when the rain sets in. Many years these dryers are not

required, but from time to time they prove of vast value,

and if properly constructed are much superior to any

drying- floor. But so far no perfect dryer has ever been

constructed. Most dryers are too expensive, costing

from three thousand to seven thousand dollars, when of

a capacity to dr}^ from twent3^-five to fifty tons of green

grapes at one charge. Nearly all late dryers are con-

structed witli a fan, zvhich sucks tJie air out through one

end of the building. The large, complicated dryers are

all patented, but there can be no doubt that good small

dryers might be constructed by every grower, which will

do good service. As, however, so far no perfect dryers

have ever been constructed, and as every owner of one

changes and rebuilds every year, we must leave the

consideration of the construction of these dryers to some

future time when more knowledge or experience will

have been gained. Dryers large enough to hold a charge

of one ton of green fruit have been constructed at the

price of two hundred dollars by Ellwood Cooper of Santa

Barbara. They dried their fruit in twenty-four hours,

but they were never used for raisins."

"But as this style of dryer may be adapted to raisins,

I will give a few hints at its construction. The heating

apparatus consists of a large iron drum, or radiator,

seventeen and one-half feet long by two and one-half

feet wide, set on a furnace in which is burned wood. The

furnace and radiator are built into a bank, on top of

which the dryer is built. This dryer is simply a large
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wooden box about seventeen feet square and six feet

high, and looks, as seen from the outside, Hke a chest full

of drawers. These slides or frames are deeper than they

are broad, and contain movable bottoms or trays made

of small redwood ribs. They begin about two feet from

the top of the radiator; if closer, the heat w^ould be too

strong for the fruit. The ventilation is had by small

sliding doors at the bottom of the chest, through which

the air rushes in, while it goes out through the drawers,

which for this purpose are left open an inch or two.

The chest is covered over with an open sheet, which

makes the labor pleasant, and enables the attendant to

inspect any drawer at any time without seriously dis-

turbing the heat of the dryer. The cheapness and ef-

fectiveness of such small dryers are such that every one

can afford them. A dozen such small dryers all set in a

row in a bank could be attended to by very few hands.

They would also be preferable to very large dryers on

account of the short time required to fill them, and their

raisins can be dried long before a larger dryer has been

filled.

"As to the usefulness of steam or fire dryers there

can be no doubt. The idea is not to entirely dry the

raisins in them, but only to finish up the raisins ivhen,

on account of unfavorable climatic conditions, they do

not dry any more out of doors. The question as to which

are best, 'machine-dried' raisins or 'those dried in the

sun,' is entirely unimportant. No one would think of

drying raisins entirely in the dryer, as it would not pay.

Raisins properly finished in the dryer are not inferior to

those entirelv sun-dried."
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In Appellant's Brief (page 75) it is contended that

this disclosure on the part of Eisen is a mere suggestion

and that he does not state that the practice was ever

carried out hy any one.

The Eisen book is a printed publication. If it suffi-

ciently discloses how the drier can be utilized for the

purpose of rendering the stems brittle enough for re-

moval by the stemming machine, it is immaterial whether

the book proves any one to have so used the flrier. The

question is,—does the printed information give to the

world sufficient knowledge of how to dry raisins in a

drier to render the stems sufficiently brittle for their

removal? If so, nothing was left to be discovered or in-

vented by Mr. Forsyth.

If, upon reading the Eisen publication, the skilled

raisin man would therefore derive the knowledge that by

drying in a drier, the stems would become brittle enough

for removal by the stemming machine,—then this was

public knowledge under the law and was no new discov-

ery or invention by Mr. Forsyth eight (8) years after

Eisen's book was published.

By reference to Defendant's Exhibits i and 2, it is

seen that Ambrose Blatchley and Andrew J. Hatch were

granted a patent on September 8, 1885, for a fruit dryer

which subjected the fruit in trays to a current of warmed

air for the purpose of drying the fruit; and that on No-

vember 29, 1887, Ambrose Blatchley was granted an-

other patent on another fruit dryer for drying raisins

and other fruits. This dryer also utilized the process or

method of drying the raisins or any other fruit or vege-

tables placed therein by passing a current of warmed air

over and around the raisins or fruit.
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[See also testimony of Rawson Parkhurst, Transcript

Record pp. 354-355-]

The use then of a dryer utiHzing heated air, which cir-

culated through the raisins on the trays, was common

knowledge in 1890,—eight years prior to the date of

Forsyth's application for the patent in suit,—and sub-

stantially the same dryer as that shown in the patent

was not only used but fully described in this printed pub-

lication. The two patents, Defendant's Exhibits i and 2,

show dryers in zvhich it is inherently necessary tJiat the

process or method of first heating the raisins by means

of a current of heated air and then cooling the raisins, is

utilised. This so-called process or metliod is nothing

more nor less than the normal function of either of these

dryers, and was perfectly apparent to any person skilled

in the art who had in hand a copy of either of these tzvo

patents. The patent to Blatchley, Defendant's Exhibit

No. 2, specifically refers to the drying of raisins, and

this patent was issued eleven (11) years prior to the date

of the application for the patent in suit.

This fact, and the disclosure of Defendant's Exhibit 4,

is the most persuasive kind of corroborating proof as to

the truth and reliability of the testimony of defendant's

witnesses Eli Snyder, A. C. Hillman, George R. Owens,

T. H. Ryder, F. L. Redfield, Jacob Rasmussen, R. L

Blowers, C. T. Bidwell, A. T. Ellis, E. L. Chaddock,

Rawson Parkhurst, James Hartigan and J. W. James,

all of whom testify to the use of dryers in which raisins,

in order to completely dry the same, were subjected to

currents of heated air and afterwards cooled. How the

raisins, after being heated, could be kept from cooling.
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surpasses the imagination of defendant's attorneys. It

is clear that when the raisins were once taken from the

dryer, unless they were at all times subjected to the same

temperature as in the dryers, nature would cause the

cooling of the raisins.

We desire to call particular attention to the fact that

when thoroughly dried raisins are brought to the packer,

the r?isins are then in perfect condition for immediate

cap-stemming by means of the old Porteous stemmer,

and that in practice the packers do not subject these

raisins to heat. It is unnecessary, and the thoroughly

dried raisins will not sugar or deteriorate any quicker

than those which have been dried in a drier.

E. L. Chaddock testifies:

"Q. 6. Now, state, if you know, about what propor-

tion of the raisins which were seeded during the time

that the seeding plants have been run here have been

put through this process of cooling and drying—I mean

of keeping for the purpose of drying and cooling pre-

paratory to cap-stemming for the seeders?

A. Well, I can only speak of our firm. You take

some years when the raisins come in dry from, the grow-

ers, dry enough, we have not used the process at all, and

then other years when they come in insufficiently cured

we have had to dry them.

Q. 7. Well, have you, in any one year, had to put your

entire output through this process for the purpose of

cap-stemming and seeding?

A. No, I don't think we ever have put all our products

through. You take the 2 Crown raisin, being a smaller

raisin, naturally are much drier when they come in from
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the grower than the 3 Crown, and those we simply run

right to the seeder without any drying at all, and simply

run them through this trundle ,which has this live steam

in it, which sterilizes the raisin and gives it its keeping

quality." [Q. 6-7, Transcript p. 334.]

"XQ. 51. Suppose you were to take a lot of sun-dried

raisins as they came from the field that were sufficiently

dried without the necessity of being processed at all, run

them through the cap-stemmer and then seed them by

softening them as you specified, wouldn't they keep all

right ?

A. Yes, sir.

XQ. 52. Suppose, on the other hand, you were to take

raisins as they came from the field and put them in the

dryer and subject them to a blast of hot air and after they

had been sufficiently heated then take them out and sub-

ject them to a blast of cool air so as to cool them, do you

think that would have any effect upon the keeping quali-

ties of the raisins?

A. No, sir, I don't." [XQ. 51-52, Transcript p.

342.]

"XQ. 89. Do you know of any way of preventing that

sugaring in raisins?

A. Yes.

XQ. 90. What way?

A. By insisting on the grower bringing his raisins

in fandy dried.

XQ. 91. Is that the only way you know?

A. Well, either that or drying them yourself.

XQ. 92. Well, any raisin, however well it is dried,

will in time sugar, will it not?
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A. Well, it will keep a long time if it is thoroughly

dried without any process whatever.

XQ. 93. But in time it will sugar, will it not?

A. Well, it will take it several years.

XQ. 93. \\^hy do so many of these raisins sugar?

A. Because they are not sufficiently cured by the

grower." [XQ. 89-93><^, Transcript p. 347.]

"XQ. 103. And you haven't processed your raisins

at all?

A. Yes, sir, we have some years, some years we

haven't.

XQ. 104. What would be the occasion when you

would process them and those when you would not

process them?

A. Well, some years the raisins came in from the

growers insufficiently cured ; they wouldn't keep and they

wouldn't cap-stem, and we put them through the drier

in that case and dried them." [XQ. 103-104, Transcript

p. 320.]

It is conclusively shown, therefore, that there was

nothing new, nothing that was not known m 1890, in

subjecting raisins to a current of heated air and then al-

lowing the raisins to cool, and it is conclusively proven

that this was all old more than two years prior to the date

of the application for the patent in the suit. [See Tran-

script Record, testimony of

Eli Snyder, pages 114- 115, 117;

A. C. Hillman, pages 125-13 1

;

George R. Ozvens, pages 138-140;

T. H. Ryder, pages 145-155;

E. L. Chaddock, pages 302-3;
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F. L. Redfield, pages 157-162;

Jacob Rasumssen, pages 170-172;

R. I. Blozvcrs, pages 175-183;

C. T. Bidzvell, pages 193-199.

To use precisely this same old dryer for the same old

purpose of heating and thereby drying the raisins and

subsequently allowing them to cool so that the main

stems and the cap or butt stems would be sufficiently

brittle or stiff to break off readily in the well known

stemmer, was neither a new use nor a new function in

the dryer nor a new method or process of treating the

raisins, for as seen from pages 158-163 of said Defend-

ant's Exhibit 4 :

"But a matter of greater importance even is that the

stems should be brittle or sufficiently dry to break off

readily. If they do not break, the raisins cannot be easily

separated from the stem. The stems, instead of breaking

off, will tear off and the raisins will be open to the en-

trance of air which will cause them to undergo chemical

change to sugar and deteriorate. [Transcript Record

P-93-]

See also the testimony of

Eli Snyder, pages i lo-i 16

;

A. C. Hillman, pages 126-127;

T. H. Ryder, pages 145-146;

F. L. Redfield, pages 157-158;

Jacob Rasmussen, pages 170-174;

R. I. Blower, pages 175-177.

In Magin r. Karle, 150 U. S. 387, the Supreme Court

had before it a case which in many respects corresponds
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to the analogy between the Blatchly drier and the For-

syth process. Undeniably the Blatchly drier and pat-

ent, Defendant's Exhibit 2, show the use of currents of

heated air for the desiccation of raisins. In the case re-

ferred to the anticipating apparatus was known as the

St. Louis apparatus, and it accomplished the desired pur-

pose "to some extent," although not as perfectly nor car-

ried out to the degree carried out in the patent therein

sued on. In the opinion in this case the court says:

"The purpose to be accomplished was not patentable,

and the particular means devised to secure that purpose

did not involve invention."

This decision clearly supports appellee's contention

that the purpose of desiccation of raisins in the Forsyth

process being to prepare them for seeding does not

change the law applicable to the claim of invention. If

in the natural use of the Blatchly drier the raisins were

heated and then cooled the use of such a drier to heat the

raisins and then cool them for some specific treatment

afterwards applied, does not change the fact that the

Blatchly drier and patent puts the raisins in the desired

condition and therefore totally anticipates the claim for

desiccation of the raisins, regardless of the purpose to be

aecoinplisjied witJi the raisins after desiccation.

It is thus apparent from Defendant's Exhibit 4, that

not only was the dryer and its use in heating raisins to

dry them by the application of a current of air by which

the raisins were heated fully exploited and known (in

fact, stated as common knowledge in 1890) but the stem-

mer and its use were also fully described and set forth

in said pubHcation; see pages 154-155, 158-163, [Trait-
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script Record pp. 91-94] and by reference to Defend-

ant's Exhibit 3 it is seen that on May 3, 1887, James

Porteous was granted a patent on the raisin stemmer

which is used to remove the stems, either cap or butt

stems or the large stems, according to the adjustment of

the wire cone to the woven wire cylinder or trundle. See

also testimony of E. L. Chaddock [Q. 40-74, pages 305-9,

Transcript Record]. This Porteous stemmer is, in fact,

the stemmer which is now used by the raisin packers and

is frecjuently referred to in the testimony in this case as

a "Cap Stemmer." It is a cap stemmer when adjusted

as set forth in the patent specification.

Again referring to Defendant's Exhibit 4, we quote

from this publication the following (which conclusively

shows that not only was this Porteous stemmer patented

as before stated, but that it was well known to the public

and trade in 1890, showing that the abrasive treatment

referred to by complainant's counsel is an old treatment

and that not only was the drying of the raisins, by means

of a dryer utilizing a current of warm or heated air, and

the subsequent cooling of the raisins, to secure the brittle

condition of the raisins and stems, in general use and

well known, but the use of the stemmer itself, in connec-

tion with such drying, by means of the artificial dryer,

commercially known and in practice in 1890, eight years

prior to Forsyth's alleged invention) :

"The smaller and inferior bunches, on the contrary,

must be stemmed and assorted by machinery before they

are equalized. * * * j^ order to 'stem' readily these

raisins must be rather overdried, as if they are soft they

will tear from the stems instead of having the latter

broken."
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Defendant's Exhibit 4, page 138 [Transcript Record

p. 87]

:

"The Stemmer and Grader.—This large machine is

a California invention. The principle on which it works

is that the dry stems are separated by revolving the

raisins rapidly in a drum made of perforated galvanized

iron or of strong galvanized wire. After the stems are

separated, the raisins fall together on screens of wire

with various size meshes, through which the smaller ber-

ries are separated from the larger berries while the re-

fuse and broken stems are blown away by a fan. The

most perfect stemmer and grader is the one on the But-

ler vineyard. The raisins are first dumped into a hopper

below the floor, and from there they are run automatic-

ally on a belt to the top of the stemmer, where they enter

the drum. From the drum they fall on the separating

screens, w^hich grade them in three grades, each one fall-

ing in a box of its own. Somewhat similar stemmers

are seen in all the large vineyards, all run by steam and

large enough to stem and grade from forty to sixty tons

of raisins a day. There is considerable difiference as to

the ingenuity with which these stemmers are built, some

requiring many more hands to run them than others.

The Butler stemmer requires, part of the time, only one

man for its successful running. The Forsyth stemmer

stands under a shed in the open air, apart from the pack-

ing house, in order that the dust may be freely carried

away. The smaller vineyards have stemmers run by

hand, and have separate graders also run by hand, large

enough to stem and grade from five to eight tons per

day."
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From pages 154 and 155, Defendant's Exhibit 4

[Transcript Record pp. 91-92] :

"Stemming and Assorting.—It must be understood

that all the mechanical appliances and tools mentioned

above should now be on hand ready for use and properly

placed. The several different operations in packing,

stemming, assorting, etc., of both loose and layers, will

at times be carried on in different parts of the packing

establishment at the same time, so as to meet the re-

quirements of mixed lots or orders, the general ship-

ments being of that nature. Loose and layer raisins are

produced more or less from almost every sweat-box

brought into the packing-house, and the only delay to

their being immediately disposed of is because the layer

raisins must be sweated or equalized before they are

ready for use. I'hc loose raisins, provided they are prop-

erly or sutficienfly dried, are ready to he handled as soon

as brought from tJie vineyard. A loose raisin, or a bunch

from which loose raisins are to be made, must be over-

dried rather than iinderdried; at any rate, it must be so

dry that no juice will come out of it when the raisin is

squeezed heavily or even torn. But a matter of greater

importance even is that the stems should be brittle or

sufficiently dry to break off readily. If they do not break,

the raisins cannot be easily separated from the stem.

The stems, instead of breaking off, will tear off, and the

raisins will be open to the entrance of air, which will

cause them to undergo a chemical change, to sugar and

deteriorate."

From pages 158, 159, Dcfendanfs Exhibit 4 [Tran-

script Record pp. 92-93]

:
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"In the meantime all loose or inferior bunches are

raked down through the openings in the grading tables

and received in sweat-boxes below, to he either further

dried or to he stemmed and graded at once."

From page 164 of Defendant's Bxhihit 4 [Transcript

Record p. 102] :

If the loose or inferior bunches are received in the

sweat-boxes "to he either further dried or to be stemmed

and gi-aded at once" it is then apparent that the neces-

sity of such raisins and the stems thereof being abso-

lutely dry and brittle was well and commonly known and

clearly recognized and tliat further drying was the prac-

tice. Further, this statement "to he either furtJier dried"

can mean nothing more nor less than that the loose

raisins or inferior bunches of raisins are to be further

dried by means of the dr3?er referred to on pages 147

and 148 of Defendant's Exhibit 4, and defendant would

also call attention to the statement, in said Exhibit 4,

that "raisins properly finished in the dryer are not in

ferior to those entirely sun-dried." The dryer was used

to finish or complete the drying of the raisins to furnish

them in a dry and brittle condition suitable for the stem-

mer.

If then loose raisins and inferior bunches are so to be

further dried liefore they are sufficiently dry and brittle

for the stemmer, and, to secure such overdry condition,

it was well known that the raisins might be placed in

the dryer described in Defendant's Exhibit 4, it is clear

that when the raisins were to be stemmed it was both

recognized and known that such raisins and the stems

should be brittle and sufficientlv drv so that the stems
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would break off readily and that this condition could

readily be secured by passing a current of heated air

over and by the raisins upon trays for the purpose of

drying them. When the current of heated air was cut

oft", naturally the raisins cooled.

This is apparent from the description and suggestion

in Defendant's Exhibit 4, that this style of a dryer may

be adapted to raisins and the description of the heating

apparatus emijodying a chamber and furnace and radia-

tor on top of which the chamber of the dryer is built.

The raisins placed in this heating chamber in a series

of drawers or trays. The air being allowed to circulate

through and over and about the raisins. But the dis-

closure of Defendant's Exhibit 4 does not stop with sim-

ply this dry heat dryer but also refers to the usefulness

of steam and fire dryers and distinctly states that the

idea is not to entirely dry the raisins in the dryers but

onl\ to fiJiish the raisins. In view of the fact that prior

to the date of the publication of Defendant's Exhibit 4,

both the Blatchley and Hatch dryer had been patented

on Sept. 8, 1885, five years prior to the publication of

Defendant's Exhibit 4 and the Ambrose Blatchey dryer

had been patented on Nov. 27, 1887, three years prior

to the publication of Defendant's Exhibit 4, and that

both of these dryers utilized a current of warm air for

the purpose of drying the fruit, it is perfectly apparent

that this description and disclosure contained in Defend-

ant's Exhibit 4 of these dryers and their method of use

was sufficiently full, clear and exact to enable any one

skilled in the art to have made and used a dryer utilizing

a current of heated air passed over and about the raisins

for the purpose of finishing or over drying tlie same to
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render the stems and the raisins dry so that the stems

would break off and be easily separated from the raisins.

The presumption of law is that all that was old and

known in the art and all structures that were previously

patented or descril^ed in printed publications were known

to the public and in use by them so that at the date of

the application for the patent in suit the alleged inventor,

Forsyth, is conclusively presumed to not only have had

full knowledge of the descriptions of Defendant's Ex-

hibit 4, but also of the descriptions of the Defendant's

Exhibits I and 2, and the Blatchley and Hatch patents

and the Blatchley and Hatch dryers and of the manner

of use thereof.

Walker on Patents (4 Ed., Sec. 43)

;

Mast Poos & Co. V. Stover Mfg. Co., 177 U. S.

493;
Duer v. Lock Co., 149 U. S. 223

;

PrencJi z'. Carter, 137 U. S. 239.

If, then, the loose or inferior bunches are received in

the sweat boxes "to be either further dried or to be

stemmed and graded at once," as set forth in Defend-

ant's Exhibit 4, it is clear that not only must the requisite

of having the raisins thoroughly dried (or as set forth

on page 158 of Defendant's Exhibit 4, ''over-dried rath-

er than under-dried"), have been well known in 1890,

but the use of the dryer for "over-drying" or finishing

such raisins have been fully understood, and, in fact, it

is suggested as set forth on page 148 of said exhibit:

"No one would think of drying raisins entirely in the

dryer, as it Avould not pay. Raisins properly Hnislied in

the dryer are not inferior to those entirely sun-dried";
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and said Exhibit 4 also states, as we have heretofore

seen, that where the raisins are to be used for the pack-

ing of "loose" raisins the raisins must be "over-dried"

so that the stems shall be brittle and sufficiently dry to

break off readily. For, if the stems do not break, the

raisins cannot be easily separated from the stems and

the stems instead of breaking off', vvill tear off, and the

raisins will be open to the entrance of air which will

cause them to undergo a chemical change, to sugar and

deteriorate.

Defendant's Exhibit 4, page 159 [Transcript Record

P- 93] :

It is clearly shown by documentary evidence that as

early as August 6, 1885, it was known, and that it was

common knowledge at least as early as 1887, that raisins

could be finished or over-dried by the use of a dryer em-

ploying a current of warmed or heated air circulated

over and about the raisins. The patent to Blatchley

(Defendant's Exhibit 2) conclusively proves this. In

the specification of this patent it is stated

:

"My invention relates to improvements in driers ; and

it consists of horizontal parallel chambers arranged to

receive fruit trays, a heater and blowing or draft mech-

anism by which the air is caused to iiow through the com-

partments, a means for reversing the current so that it

may be caused to flow from the heaters alternately

through one compartment and back through the other,

with reg-ulating doors, by which the current of air is

guided and distributed as it passes from one chamber to

another." [Spec. p. i, lines 8-19; Transcript Record p.

212.]



—37—

"This apparatus is more especially designed for the

desiccation of fruit, raisiiis, etc." [Spec. p. i, lines 30-

3I-]

"When the air lias been run from chamber A into the

chamber B for a certain length of time, the current is

reversed by changing- the doors or valves F, and the di-

rection of motion of the fan wheels and the current will

then pass through chamber B from the heater, and

thence back to the discharge openings through the cham-

ber A. This corrects the tendency of the fruit to dry

more rapidly at one end than at the other. These re-

verse currents also have the additional advantage that

the fruit which is first subjected to the higher degree of

heat is afterward subjected to the lesser degree by the

reversal of the current, while that at the opposite end is

subjected to the higher degree of heat when this reversal

takes place. It also enables me to apply the current of

heat first to one side of the fruit and afterwards to the

opposite side, and this is especially advantageous in dry-

ing raisins or other fruits which are in bunches or clus-

ters." [Spec, line 99, p. i, to line 15, p. 2; Transcript

Record pp. 212-213.]

In lines 28-37 o^ V^b^ 3 o^ the specification of the

patent, Mr. Blatchley described a method and means for

producing a draft through the drying chambers without

setting the rotary fan wheels or blowers into operation.

From this patent it is seen that the raisins which are

put into this Blatchley dryer are subjected to a current

of heated air and thereby dried. The degree of dryness

produced is, of course, contingent upon the length of

time the raisins are left in the drver, and there is no
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question but that when taken from the dryer, the raisins

will cool. Nature will do this. If the outside tempera-

ture is chill the raisins will be quickly chilled down by

the atmosphere to the temperature of the atmosphere.

From this Defendant's Exhibit 2 it conclusively ap-

pears therefore that the method of treating raisins (or

other fruits) by subjecting them to a current of heated

air and then cooling the raisins or other fruits, is noth-

ing more than the operation of the dryer set forth in this

Blatchley patent, and was well known eleven years prior

to the date of Forsyth's application for the patent in

suit. The testimony of the witnesses conclusively shows

this Blatchley dryer in use long prior to Forsyth's al-

leged invention.

Admit, for the sake of argument, if desired, that this

Blatchley patent does not specifically refer to the drying

of raisins to make the stems brittle ; that was well known

prior to 1890, for we find it referred to as an established

fact in 1890, in Defendant's Exhibit 4 [Transcript Rec-

ord p. 93] ; but to shut off the supply of heated air and

to operate the blower fans to simply blow cold air onto

the raisins and thereby more quickly cool them, was

clearly obvious to any mechanic. Such cool air current

has no other effect than to shorten the time required to

extract the heat from the raisins. And dryers were so

used with the blowers or fans operated to furnish cur-

rents of cool air to the dried raisins long prior to For-

syth's alleged invention.

Edwin Hayden testifies [Transcript Record p. 64]:

"A. From 1883 to 1893 I am speaking of now. We
received large quantities of raisins in sacks that had been
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sweated, and some of them were mildewing and necessi-

tated the breaking up of those layers, and redrying, and

the ragged bunches were stemmed and the good bunches

were put back in the boxes to form the layers again.

Q. What was the first step in the renovation of those

goods ?

A. The first step was the overhauling of the raisins.

Q. Then what was done?

A. Those that were damp went into the dryer and

were redried.

O. What kind of a dryer was that?

A. I had a Plummer dryer.

Q. Just state generally the character of that dryer

and the mode of operation?

A. It was a number of shelves upon which we placed

the trays and the heat came from below in a large fur-

nace. I do not suppose that it cuts any figure as to the

character of the furnace.

Q. How long did you leave them in that dryer ?

A. Well, it would depend upon the amount of heat

and the consistency of the fruit.

Q. What was that consistency or difiference of the

fruit that made a difference in the length of time they

were left in there ?

A. Some raisins would be a little damp and others

would be very wet, so wet they would almost drip, and

they were very soft, so soft that it was impossible to stem

them or put them back in the envelope.

Q When they were dried sufficiently what was done

A. They were put back into layers again, the regular

bunches, and the others were sent to the stemmer to be

stemmed.
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Q Did you do anything with the raisins between the

time you took them out of the dryer and sending them to

the stemmer ?

A. We had to cool them off.

Q. What means did you employ for cooling them off ?

A. Mostly by natural draught; our factory was about

one hundred feet long, and the dryer, the raisin room,

was in the upper part; the second story, the first story,

was devoted to the dryer, and I allowed the heat to pass

through the dryer and up in what I called the hot room,

and there the raisins were distributed upon trays, and

when they had sufficiently dried, all the doors were

opened and the cars run out. I had them on cars, and

the cars were run out into this long room, and the nat-

ural draught we have in San Francisco, generally be-

tween eleven and four o'clock every day, was sufficient

to ccol the raisins off, and to cause the stems to stiffen

up so they could be freed from the berry.

Q. Did you ever employ any artificial means for cool-

ing the raisins ?

A. We had a blower.

Q. How was that operated?

A. If I was in a hurry with the raisins I would put

the blower on them. I could do as much work with the

blower in one hour's time as I could in half a day with

the natural draught,

Q. For how long did you employ this blower as an

artificial means for cooling in the course of vour busi-

ness for the purpose of cooling the fruit ?

A. Sometimes I did not use it at all ; it was not neces-

sary in every case, sometimes they would be sufficiently
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dried in the dryer with the natural draught,—sufficient-

ly dry to stem without using the blower.

Q. During this whole period of times you have

spoken of while you were engaged in this business, did

you use this blower during all that time ?

A. At times, ofif and on. Most of that work is done

along in the spring.

O. What was the purpose in using the blower?

A. To expedite matters, that was all.

O- Would the same purposes so far as the treatment

of raisins is concerned, be subserved by allowing them to

cool naturally?

A. I never perceived any difference in it, except in

the expedition.

Q. What 7ms your object in drying the raisins by

artificial heat, zuhat effect would that have upon the

raisins?

A. That destroyed the granidating poiver of the sac-

charine substance in the raisin.

Q. In other ivords, to prevent the raisin from sugar-

ing?

A. Tliat is it, of course.

Q. After the raisins were cooled, what did you do

with them?

A. We ran them through the stemmer and made loose

raisins of them."

Mr. Hayden is corroborated by the testimony ot

Thomas J. Little who worked for him, who testifies

:

"Q. You say that 3^ou used a dryer, what was the

means used for drying the raisins ?

A. I wall explain that. In the first place the building
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consisted of two stories and the basement, or furnace.

On the first floor was the dryer, and the second floor was

used as a hot room, and we had trap doors in the top of

the dryer that opened into the hot room, and the hot

room was fixed with racks all around it, three feet from

the floor, and we used trays to fit in these racks; we

spread the raisins on these trays and then opened the

trap doors and let the heat come up to the raisins; the

heat right in the dryer would be too strong for the rais-

ins, it would spoil them.

Q. What was done with the raisins when they were

dried?

A. When they were properly dried, as I said before,

we would take them out and pick out the best that would

make London layers again and put them back in London

layer form,—we had a lot of girls to pack them up, and

those not fit for the purpose of packing would be run

through the stemmer and we would make what we called

loose Muscatels of them.

Q. How were the raisins cooled?

A. After they were taken out of the hot room we put

them in these racks ; these racks were made on castors

to roll anywhere, and I think they would hold 24 trays,

each rack; I am not positive about that, 24 or 25, some-

thing in that neighborhood, and they were taken out of

the dry room and pushed up where the draught would

get to them to cool them before they were stemmed; it

would not do to stem with the heat on. they had to cool

off to make the stems brittle.

Q. What sort of a draught was that?

A. A hot air dryer.
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Q. I said draught, what kind of a draught was that?

A. A draught,—we would take a window out there

and open that door and set the trays in between, and

that would let a draught run right through ; or we would

take and run them through the fan-mill.

Q You sometimes used a fan-mill?

A. Yes sir.

Q. Did you always cool them by this method of push-

ing them up to the window ?

A. We could cool them with the blower, and while

going around it would make quick work.

Q. What do you mean by a blower ?

A. A machine. They had a wheel with a shaft on

and a pulley attached to that, and by putting the belt on

the fly wheel and keeping that flying around with an en-

gine made a draught.

Q. Did you have such a machine as that?

Yes sir.

Did you use it?

Yes sir, at times, not all the time.

What was the purpose in using that machine ?

To make cjuick work."

[Little's deposition, Transcript Record pp. 46-49.]

Human experience certainly teaches us that the prob-

ability of the truth of this testimony of Mr. Hayden and

Mr. Little is very strong. It is consistent with human

experience that when the necessity for expediting the

cooling of the raisins existed, these experienced men

would simply shut ofi^ the heat from the dryer and con-

tinue the operation of the blower, causing the blowing

of a current of cool air through the dryer, blowing out
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the heated air therefrom, and thus rapidly cooHng the

raisins. There is nothing in this statement which is at

all improbable, but on the contrary it is more than highly

probable, and as there is no contradiction we submit that

the testimony fully establishes this fact.

Defendant submits, however, that to subject raisins

to a current of heated air, thereby heating the raisins

and drying them, then taking the raisins out of the dryer

and allowing them to be cooled or to cool by the atmos-

phere is nothing more than the ordinary manner of us-

ing, function and operation of the Blatchley & Hatch

dryer, of Defendant's Exhibit i, and the manner of us-

ing, function or operation performed by the Blatchley

dryer of the Defendant's Exhibit 2. This latter patent

specifically refers to the "desiccation" of raisins. The

Century Dictionary defines "desiccation" as "the art of

making dry, of the state of being dry ; the act or process

of depriving of moisture; especially, the evaiDoration of

the aqueous portion of a substance, as wood, meat, fruit,

milk, etc., by artificial heat, as by current of heated air."

It must, most certainly, have been obvious to any one

that when the raisins were put into the Blatchley dryer

and the dryer operated in accordance with the laws of

its construction, the raisins would be desiccated, (that

is, heated by the application of a current of heated air)

and it must have been equally obvious that when the

raisins were removed from the dryer, therebv removing

the supply of heated air, the raisins would rapidly cool,

—

the degree of rapidity depending upon the temperature

of the surrounding atmosphere,—in fact, this is a law

of nature and the only manner in which the operation of
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this law of nature could be suspended would be to pro-

vide artificial means to continuously supply heated air

to the raisins to maintain their heated condition and pre-

vent the cooling thereof.

If the court sustains defendant's contention that the

manner of using these dryers necessarily involved the

desiccation of the raisins,—the subjecting of the raisins

to currents of heated air and thereby heating the raisins,

—then it follows as the logical conclusion tnat such a

proceeding, process, method, (call it what you will),

was fully explained and made known when the dryer

patents referred to vvere granted and issued and unless

complainant's alleged process consists of essentially dif-

ferent steps, complainant's process was well known as

early as 1887 and did not possess patentable novelty

when Forsyth made his application for the patent in suit.

Defendant submits, moreover, that the alleged process

or method, which we have been discussing, is not under

the Patent Law, the subject of a patent, being the man-

ner of using,—the normal and usual mode of operation

and function,— of the dryer.

It is a settled principle of Patent Law that

"A valid patent cannot be obtained for a process

which involves nothing more than the operation or

the function of a machine."

Risdon I. & L. Vvorks v. Medart, 158 U. S. 68;

French v. Carter, 137 U. S. 239;

Evans V. Eaton, 7 Wheat. 356;

Westinghouse v. Boyden, 170 U. S. 537:

National Co. v. International Co., 106 Fed. 693;

Union Co. v. Diamond Co., 162 Fed. 148;

Fidler V. Yentzer, 94 LT. S. 288.
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Although the cases are not numerous, this distinction

between a process and a function has never been de-

parted from by the Supreme Court, and has been ac-

cepted and appHed in a large number of cases in the Cir-

cuit Courts.

"The following processes have been held not to

be patentable: An improvement in sewing ma-
chines, by which the soles and uppers of boots and

shoes could be sewed together without any welt by

a certain kind of stitches, MacKay v. Jackman, 12

Fed. 615. A process for washing shavings in brew-

eries, Brainard v. Cramuie, 12 Fed. 621. For an

improved method of treating seed by steam, Gage
V. Kellogg, 23 Fed. 891. A process for crimping

the stiffenings of boots and shoes. Hatch v. MofHt,

15 Fed. 253. See also Sickels v. Palls Co., 4 Blatchf.

508; Excelsior Needle Co. v. Union Needle Co., 32
Fed. 221."

Risdon IVks. V. Medart {iwt supra).

See also

Bonsack Mach. Co. z'. Elliott, 63 Fed. 835;

Rcay V. Raynor, 19 Fed. 308,

in which the court says

:

"The claim is merely for that function or mode
of operation of that machinery. As such, this func-

tion or mode of operation does not seem to be pat-

entable apart from the machinery."

See
Gindorff i'. Deering, 81 Fed. 952,

in which the court says

:

'Tt is my opinion that under the case of Locomo-
tive Works V. Medart, 158 U. S. 68, these claims

cannot be sustained. Except for the described func-

tions of the machine, there is nothing more stated

in the patent than the mere fact of a manual trans-

position of the sickels after their outer edges have
been serrated, so that the inner edges may undergo
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a like operation. Such transpositions superadded

to the functions of the machine, do not make the

treatment a method or process, or art such as the

Patent Law contemplates."

In this connection we call the court's particular atten-

tion to the case of

Corning v. Burden, 15 Howard 251

In this case the Supreme Court distinguishes between

the processes or methods which are patentable and those

which are not, and we desire in this connection to call

particular attention to the following abstract from that

decision wiiich is particularly applicable to the alleged

process or method under consideration:

"But the term 'process' is often used in a more
vague sense, in which it cannot be the subject of a

patent. Thus we say that a board is undergoing
the process of l)eing planed, grain of being ground,

iron of being hammered or rolled. Here the term

is used subjectively or passively as applied to the

material operated on, and not the method or mode
of producing that operation, which is by mechani-

cal means or the use of a machine, as distinguished

from a process."

"In this ii^e of the term it represents the function

of a machine, or the effect produced by it on the ma-
terial subjected to the action of tlie machine. But
it is ivell settled that a man cannot have a patent

for the function or abstraci effect of a machine, but

only for tlie inacfiinc zi'liich produces it."

If then defendant's contention is correct, that when

raisins are placed in a Blatchley dryer of the form and

construction shov.n and described in Defendant's Ex-

hibit 2, the raisins are by the machine desiccated and

that the operation or function of the machine is to desic-
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cate or subject the raisins to currents of heated air to

dry them, and that upon taking the raisins out of the

machine nature will cool them, it is clear under the fore-

going authorities that this amounts simply to the func-

tion or mode of operation of the machine and not to a

patentable method or process under the Patent Law as

construed by the courts in the foregoing decisions.

In this connection we desire to call the court's particu-

lar attention to the case of

MacKay v. Jacknian, 12 Fed. 615.

This decision is acknowledged to be one of the leading

decisions on this question.

See also

Travers v. Fly Net Co., 78 Fed. 638;

Blakesley Novelty Co. v. Connecticut IVeb Co.,

78 Fed. 481.

Mr. Walker in section 3 of his work on Patents (4^/1

Ed.) refers to the distinctions between true processes or

methods under the Patent Law and those which are un-

patentable as being merely the functions of the respec-

tive machines which are constructed to perform them.

We quote from Mr. Walker as follows

:

"The word 'art' also has a narrower meaning in

the patent laws than it has in the dictionaries. In

the dictionaries its significance is 'the use of means
to produce a result.' In the patent laws it covers
only a limited meaning of the word process. The
generic definition of process is 'an operation per-

formed by rule to produce a result.' Operations
performed by rule may be classified as; i, opera-
tions which consist partly or wholly in the employ-
ment of heat, light, electricity, magnetism, chemis-
try, pneumatics, hydraulics, or some other non-me-
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chanical science ; 2, operations which consist entire-

ly of mechanical transactions, and which are only

the peculiar functions of the respective machines
which are constructed to perform them; 3, opera-

tions which consist entirely of mechanical transac-

tions, but which may be performed by hand or by
any of several different mechanisms or machines
It is settled that all processes which belong^ to tht

first class are subjects of patents; and that all pro-

cesses which belong- to the second class are unpat-

entable in the United States."

This same rule might be stated in another way. to-wit:

''That though the user of an old material may
have discovered some new value, (not new prop-

erty), in it, yet if used in the same way for the same
purpose it is not invention."

Bailey IVashing & Wringing Madline Co. v.

Lincoln, 4 Fisher 379.

Or it may also be stated

:

"That to apply an old machine to an object to

which it was never before applied, there being no
novelty either in the object or the mode of applica

tion, is not invention."

Pozv v. Taunton, 9 Jur. 1056.

"Also to apply a known process to a known ma-
terial to make a known article, is not invention,

though the material was never before used for the

same purpose."

Hofchkiss V. Grccnzi'Ood, 11 How. 248;

RitsJifon V. Craivlcy L. R., 10 Eq. 522.

In this connection it is also to be borne in mind that

a prior patent for a machine whose operation necessarily
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involves the production of, or is identical with a process,

will invalidate a subsequent patent for said process.

Fermentation Co. v. KocJi, 21 Fed. 580;

Blakeslcy Novelty Co. v. Connecticut Web Co.,

78 Fed. 480;

Excelsior Needle Co. v. Union Needle Co., 32

Fed. 221

;

Robinson on Patents, p. 257.

Before taking- up in detail the complainant's alleged

process, as set forth in the patent in suit, defendant de-

sires to again call particular attention, at this time, to

another machine, which was well known in the art at

least as early as 1887, as conclusively proven by docu-

mentary evidence, to-wit: Defendant's Exhibit 3, the

Porteous stemmer patent. As before pointed out this

machine had been used in stemming raisins more than

eleven years prior to the date of the application for the

Forsyth patent.

The testimony sliozvs that raisins after desiccation in

the dryer had been passed into this stemmer.

If then the Forsyth patent is for an alleged process

which includes, as one step thereof, the abrasive treat-

ment of this Porteous machine, and the other steps (of

the alleged treatment or process) are simplv the func-

tion and mode of operation of the well known dryers,

these prior devices clearly anticipate and invalidate any

subsequent patent granted for their mere functions and

modes of operation.

The testimony, on behalf of defendant, clearly shows

that after desiccation in the dryer the raisins were sub-

jected to abrasive treatment in this stemmer.
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A. T. Ellis testifies:

"Q- 59- Dui'ing any of these previous years did you

ever see the stemmers in operation such as were used

here. Mr. ElHs?

A. Why, yes, many of them.

Q. 60. Well, along about the year 1889 and 1888.

during those years when you were running driers, did

you see raisins stemmed at that time?

A. Yes, I seen raisins stemmed at that time, but just

for the exact stemmer that exact year that is a pretty

hard thing to tell just what stemmer, because I was

around the packing house and vineyards and stemmers

all the time.

Q. 61. Do you remember what form of stemmer was

used along about that time, commonly used here?

A. Yes, the North-Porteous stemmer was used at

that time.

Q. 62. What was the construction of that stemmer?

A. It is a cylinder.

Q. 63. It was not the cone stemmer?

A. No, it was not the cone, just a regular cylinder

stemmer. If I was to think that up for a little while I

could find a cap-stemmer used at that time.

Q. 64. What is that?

A. Probably if I was to think that up for a while I

could find a cap-stemmer used at that time,, but I can't

just call one now.

Q. 66. At what time do you refer to now?

A. Well, along about as you spoke about. '88, '89

—

along in there.

Q. 72. Do you know whether or not in stemming at
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all, no matter what stemmer was employed, about that

time, as to the effect in removing cap-stems, whether

any of them came off or not in the use of the stemmer ?

A Why, certainly they did. They are bound to if

the raisin is good and dry, the stems are bound to come

off.

Q. 73- The cap-stem as well as the stem holding the

bunch together?

A. Yes, if the raisin is good and dry it will come off.

I don't care what kind of stenmier you have got it in.

O. 74. What is the difference between this Porteous

stemmer you have described and the stemmei that is or-

dinarily used now for cap-stemming?

A. Well, the difference is the North-Porteous stem-

mer—what is called the North-Porteous stemmer—has

the cylinder with what they call the concave, being about

a quarter of a circle, while there is a round cylinder re-

volving in this, and the raisins pour down between them

on to a draper, and they are graded in the North-Por-

teous stemmer; while the cap-stemmer used today as a

cap-stenmier is simply a stemmer after they are graded

for to re-clean, you might say,—for the purpose of re-

cleaning.

Q. 75. Leaving out the grader on what you call the

North-Porteous stemmer, was there any practical dif-

ference between the rest of that stemmer and the cap-

stemmer that is used now?

A. Well, no. The effect is the same, because they

are both wire screens and the effect would be the same."

[Transcript Record, pp. 260-263.]
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E. L. Chaddock testifies

:

"Q. 40. You say they had a stemmer there?

A. Yes.

Q. 41. IVIiaf zvas the character of that stemmer

f

A. Well, zvhat is known as the Porteous stemmer."*********
"Q. 50. Would it take off any of the cap stems ?

A. A great many of them, where they had been run

through the dryer. It would take off most of the cap

stems where the raisins had been left out to cool."

"XQ. 79. Now, going back to this Parkhurst dryer, I

suppose you are simply testifying as to your general rec-

ollections of what you saw when you went in there?

A. Yes, sir.

XQ. 80. You had no particular occasion to examine it

minutely, did you?

A. Well, I simply remember that the drier was built

in that general way.

XQ. 81. Simply an ordinary dryer, wasn't it, a lot of

steam pipe heated in a closed room ?

A. Yes, sir.

XQ. 82. That is about all that any dryer is, is it not?

A. Pretty nearly that, with the fan, of course.

XQ. 83. Yes, with the fan for creating draught

through it?

A. Yes.

XQ. 84. Did you see them running raisins through

the dryer ?

A. Yes, sir.

XQ. 85. And how long did it take them to dry?

A. Oh, I have seen them finish them up there in may-
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be twenty-four hours ; then again it would take them sev-

eral days.

XQ. 86. What would they do with the raisins after

they took them out of the dryer ?

A. Set them out to cool.

XQ. 87. Where did they set them?

A. Out under the shed.

XQ. 88. In the open air?

A. Yes, sir."

[Transcript Record pp. 305, 306, 317-318.]

Rawson Parkhurst testifies:

"Q. 9. What was the manner of construction of that

dryer ?

A. Well, it was a system by which hot air was forced

through the trays of raisins.

Q. 10. How was it forced through?

A. Well, it was a building supplied by steam pipes

placed at certain intervals and the driving wheel ran by

an engine to force the air through the entire building.

Q. II. What was that driving wheel, was that sort of

a fan?

A. Yes, a fan.

Q. 12. Well, now, was that the form of dryer that was

originally on your father's vineyard, if you remember?

A. No, that was an adaptation of a—I believe my

father hired Mr. Blatchley and paid him $100, as he has

often said, as I have often understood, and he installed

the plant, that is, he put in the machinery and reorgan-

ized the entire arrangement, changed it entirely. It at

first had a large tall chimney in the center causing a

draught, and the hot air was drawn from both ends of
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the building through the center and up through the chim-

ney, but it did not dry the raisins sufficiently ; it did not

circulate the air sufficiently and the draught was found

to be incomplete and not strong enough and the entire

system was changed.

Q. 13. Now when was this change made to the Blatch-

ley system ?

A. That change was made in '92."*********
''Q. 22. Did vour father operate in connection with

the dryer a stemmer at any time?

A. No, sir, there was a stemmer added, though, to

the building and run by Nelson and Albrecht.

Q. 23. When was that?

A. That was installed in 1894 on August 25th.

Q. 24. Well, did you know anything of the operation

of that stemmer ?

A. Well, yes.

Q. 25. In connection with the dryer?

A. I have been at the vineyard a good many times

during the summer, during its operation."

"Q. 31. Well now, when this stemmer was put in

there, were the raisins after being put through the dry-

ing process and cooling were they put into the stemmer ?

A. Yes, sir, if they were intended to be stemmed.

Q. 32. Well, were some of them actually put into the

stemmer?

A. Thev were usually made layers. There was a

good price for layers as 1 remember at the time when the

dryer was in operation; a good price for large raisins

stemmed too.
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Q- 33- I'Vhat kind of stemmer did Nelson use there

f

A. One of these Porteous stemmers."*********
"XQ. 25. You spoke of a stemmer being used in this

dryer. W' hat year did you say it was introduced into

that place?

A. '94.

XQ. 26. Was that what is known as the North & Por-

teous stemmer?

A. Well, it was a stemmer that run about ten ton, 1

guess, small one.

XQ. 27. Ten tons a day, you mean?

A. Yes, 10 or 15.

XQ. 28. You bought of Mr. Porteous here ?

A. Yes, sir.

XQ. 29. That is the same character of stemmer that

he had been making for a number of years previous to

that?

A. Yes, sir. Oh, it ran more than that, it ran 40 one

time, but they laid it off for a week after that.

XQ. 30. It had a horizontal cylinder, did it, made of

gauze ?

A. Yes, sir.

XQ. 31. It worked against a concave surface, did it?

A. Yes, sir.

XQ. 32. What raisins did you put in that stemmer ?

A. Oh, from the dryer."

[Trmscript Record pp. 354-355. 357-358. 361-362.]

Charles L. North testifies

:

"Q. 3. Were you ever connected with the packing bus-

iness in any way?
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A. Yes, sir.

Q. 4. In this country?

A. Yes, sir.

Q. 5. When?

A. Why, I have forgotten whether it was '84 or '85.

Q. 6. What company were you associated with, if

any?

A. Curtis Fruit Company.

O. 7. How long- were you in their employ ?

A. During that season; I have forgotten just the

number of months.

Q. 8. V.liere was the Curtis Company's packing

house ?

A. At Oleander.

Q. 9. Oleander?

A. Oleander, 8 miles south of town.

Q. 10. Did they have a dryer there?

A. In building their packing house one wing of it was

built as a dryer.

O. II. What was the construction of that dryer, Mr.

North?

A. Well, that is a rather broad question. Do you

want an idea of the arrangement for heating?

Q. 12. Yes.

A. And draughts and everytluug else.

Q. 13. Yes.

A. Well, it was a horizontal draft dryer. That wing

of the building was 12 feet by 80; there was a little less

than 70 feet of it used for the dryer ; took 12 cars, if I re-

member right, and the heating apparatus consisted of a

basement dug under one end of it with a furnace, and
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there was a covered way extending under the drying

chamber for a hot air flue, and through this going to the

farther end of this chamber there were two lo-inch

smoke stacks or smoke pipes that were brought togeth-

er and carried to an outside smoke stack. The hot air

followed outside of the smoke pipes through the length

and then rose and was drawn back by a suction fan

through the length of this drying chamber. It would re-

quire a diagram to really get a clear idea of it.

Q. 14. I think that is a very clear statement of it.

What was this dryer used for, Mr. North?

A. It was used in the early part of the season for

drying cut fruit,—peaches, apricots and nectarines ; later

in the season it was used for the purpose—which was

mainly in mind when it was put in—of drying raisins

that had been caught by rain.

Q. 15. Do you know what temperature that room

was heated to ?

A. We usually had the average temperature between

122 and 135.

Q. 16. What was the effect of that drying on the

raisins ?

A. I hardly know how to answer the question. What

effect ? What do you mean ?

Q. 17. Well, was it used for curing raisins, for fin-

ishing the curing of them or for preparing them for the

stemmer or what?

A. It was used to dry off the rain water when they

carried a good deal of rain water, and to finish the dry-

ing and getting them in shape to handle as other raisins.

Q. 18. How long were they usually kept in the dryer?
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A. That depended entirely upon the condition of

them. Some raisins that had been very nearly dried

before the rain struck them came in with lots of water

on and we found that the rain water would dry off very

rapidly and might not have them in over two days;

whereas if they had only been half dried, found that the

water was inside of the skin of the raisin it took much

longer to dry off, have to dry almost entirely through

the stem,—take longer. No two lots of raisins that we

run through there that took the same length of time, be-

cause they were in various conditions as they came in.

Q. 19. What was done with those raisins after they

were through drying in the dryer?

A. They were all stemmed ; there were no layers came

out of that dryer.

Q. 20. Well, I mean immediately after removing from

the dryer what was done with them? Were they re-

moved from the dryer at once ?

A. Oh, yes, they were in cars. The cars run in there

carrying 120 trays of 30x30 inches each; this car was

run out and let stand out there until we had time to

empty it into sweat boxes, the same as other raisins and

then they were run to the stemmer.

O. 22. Well, were they allowed to cool after being run

out of the dry house ?

A. Oh yes, yes indeed.

Q. 23. Before they were put into the sweat boxes?

A. W'ell, I don't know that it was a special object in

leaving them, but usually we were pushed with work so

that it was a rare thing to have a car emptied immediate-

ly on its coming out.

Q. 24. They actually did?
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A. Oh, they actually did cool, yes. I don't suppose

there was ever a case in which a car was dumped imme-

diately into boxes as soon as it would get out.

Q. 25. Did the Curtis Fruit Company have a stem-

mer there in connection with their packing house?

A. / that year got up the original of tJiis steinmer

that I afterzvards patented. It was made of very light

wire and on slightly different measurements from what

they have now, but I used it that year.

Q. 26. Well, you are the North who originated what

was known as the North stemmer, are you?

A. Yes, sir.

Q. 27. You afterwards sold that to Mr. Porteous here,

I believe?

A. The patent was never sold to Mr. Porteous, he

had an exclusive contract for the manufacture and sale

of them since '91.

Q. 28. Do you know any other stemmer that was used

along about that time ?

A. Oh, yes, there were several stemmers.

Q. 29. What were they?

A. Well, the first stemmer that I saw used here, I

think the idea came from the southern part of the state,

was simply a barrel stemmer with wooden ends, about 3

feet in diameter, set about three feet apart on a shaft

covered with quarter inch mesh of fine galvanized wire

and with an opening on one side of about 6 or 8 inches

through which you could put raisins in or take them out,

usually about 60 or 70 pounds of raisins in there and

rattled them around until they got off the stems, and

then drop them out into the sweat box, and took them to
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a separate mill to have them cleaned and graded. That

was about the first one. Then there was another one

with a slightly inclined shaft somewhat cone shaped cyl-

inder with the upper side of it about level, the main slant

on the lower side. It fed on top and the inner cylinder

revolved and outside of that there was another cylinder

lined with wire about an inch from the other, and the

raisins fed in that and stemmed between the two, just

fed at the top, horizontal top went around it and dis-

charged at the end between the two cylinders. Then

Mr. Porteous got an upright cone, an upright shaft with

a cone revolving on that shaft with a lever by which he

could raise and lower this cone and this revolved inside

of another cone, so that by raising and lowering it, it

could be tightened or loosened from the outer cone, the

outer one being lined with wire cloth, quarter inch mesh,

and the inner one being covered with it, and they

stemmed between those, fed at the top end and they dis-

charged at the bottom between the two cylinders.

Q. 30. That is practically the same thing, isn't it, that

is now used for cap-stemming?

A. That is the one that Porteous patented before I

got mine patented, and it is from that that they are using

the machines as far as I have seen in the packing houses.

That is the cap stemmer now, though some of them have

an inverted cone instead of with the small end up, as he

had it ; some of them have the larger end up.

Q. 31. You say it is practically the same as the one

they are using in the packing houses now, you mean for

cap-stemming?

A. Oh ves. for cap-stemming; they are not used for

orio-inal stemming so far as T know.
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Q. 32. Did you ever see one of those in operation, the

original Porteous stemmer, the one you have just de-

scribed ?

A. When it is used for original stemming?

Q. 33. Yes.

A. For first stemming?

Q. 34. Yes.

A. Yes, it v/as in operation at George W. Mead &

Co.'s place across the railroad here in '87. I think it was

in use the season before some place or other, I don't re-

member.

Q. 35. Did you ever notice what effect that had on the

raisins, taking off the cap stems ?

A. Why, not especially. Of course all stemmers will

take off some cap-stems.

Q. 36. You have no idea now what proportion of the

cap-stems would be taken off by that stemmer?

A. By that stemmer?

Q. 37. Yes.

A. No, it would vary so much with the condition of

the raisin. Some cases it might be up to one-half and

some cases much less than ^ the cap-stems taken off.

Q. 38. Now, how was it with this original barrel

stemmer which you spoke of?

A. Where we put them on the inside and rattled them

around in there ?

Q. 39. Yes.

A. Oh, didn't break off very many of the cap-stems;

of course broke off some; any will break off some if the

raisin is dry enough.

Q. 40. What is necessary to the removal of the cap-

stem, Mr. North?
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A. Why, the dryness of the raisin and the speed of

the machine.

Q. 41. That is all, is it f

A. Yes.

Q. 42. That is necessary f

A. That is just about all.

Q. 43. And that was the effect, was it, of the treating

of th<e raisins at the Curtis Fruit Company's packing

house, to fit them for stemming?

A. Yes.

Q. 44. You said, I believe, that practically all the

raisins they produced were loose raisins ?

A. Well, all the raisins that went into the dryer.

There were hardly any layers came from dryer stock at

all, because they are mostly second crop that had got a

little bit wet outside. By the time you w^ould get through

handling them there was hardly any layers in them. I

don't think we ever took any layers out, I don't remem-

ber that we did.

Q. 45. The principal object was to fit them for the

stemmer, was itf

A. Yes, sir.

Q. 46. In subjecting them to the drying process?

A. Yes, finish them up, get them so that we could

handle them."

[Transcript Record pp. 366-373.]

James Hartigan testifies that from 1878 for five or

six years he worked at the Griggs vineyard near Davis-

ville, Yolo county, California, that they used a dryer in

connection with that vineyard and dried raisins in it to

finish curing them.
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We quote his testimony as follows

:

"Q. 27. Well, in what way, in what condition?

A. Drying so that we could pack them, get them

through the stemmer.

Q. 28. Well, what effect did the drying have on them

in regard to stemming them ?

A. It hardened them so that we could break the stems

in our stemmer.

Q. 29. You were using the stemmer in connection

with the dryer, were you ?

A. Yes, sir.

Q. 30. What kind of stemmer was that?

A. We called it a barrel stemmer. It was about 2

feet in diameter, about 4 or 5 feet long with wire screen

on the shaft, propelled by hand.

Q. 31. What was done with the raisins between the

time you took them out of the dryer and put them into

the stemmer ?

A. He dumped them into sweat boxes.

Q. 32. Dumped them into sweat boxes. Did you

dump them into the sweat boxes immediately on taking

them out of the dryer ?

A. No, sir, we cooled them first.

Q- 33- Why did you cool them?

A. To keep them from sweating.

O. 34. What would have happened if they had
sweated ?

A. Well, they would be almost in the same condition

that they was when we put them in the dryer, we couldn't

get them through the stemmer.

Q. 35. Gotten soft and flexible, pliable again, would
they?
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A. Yes, sir.

O. 36. What condition were the stems in after they

got through cooling?

A. They were hard, brittle.

Q. 37. What condition were the raisins themselves

in?

A. They were hard.

Q. 38. Would they rattle?

A. Oh, yes, you can't stem goods without they rattle.

Q. 39^ Now, have you ever worked with raisins in

this country, Mr. Hartigan?

A. Yes, sir.

Q. 40. Where?

A. Curtis Fruit Company, Oleander, A. W. North,

G. L. North, Phoenix Packing Company, J. B. Inder-

rienden.

Q. 41. When were you working for this Curtis Fruit

Company ?

A. 1885.

Q.42. When, 1885?

A. 1885.

O. 43. Were you working in the dryer there?

A. Yes, sir.

Q. 44. Well, what sort of dryer did they have there ?

A. They had what they call a furnace dryer.

Q. 45. They didn't use the steam pipes in that dryer,

then?

A. No, sir.

Q. 46. How did they convey the heat through the

dryer ?

A. The furnace ran through in the full length of the
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building underneath the dryer chamber, then was sucked

back through a pipe, if I remember rightly about 8 inches

in diameter by a fan, and driven back through the cham-

ber.

Q. 47. Who was in charge of that dryer at the time

you were there?

A. C. L. North.

Q. 48. The witness who has just testified?

A. Yes, sir.

Q. 49. What was the object m drying the raisms

there?

A. Finish curing them.

Q. 50. Did they use a stemmer there?

A. Yes, sir.

Q. 51. Were the raisins dried in the same manner as

you have mentioned in the vineyard for the purpose of

stemming?

A. Yes. sir."

"XQ. 85. In running the dryer for Curtis down there,

was there any particular difference in the way in which

you would run the dryer ?

A. Only in the way that they supplied the heat, that

is all, they had a furnace dryer, we had steam pipes re-

turn.

XQ. 86. The\ used tJic saiuc idea of drying by iieat?

A. They used the fan, yes, sir.

XQ. 87. Used the fan?

A. Yes, sir.

XQ. 88. And they used the steniiner, did theyf

A. Yes, sir.
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XQ. 89. Did they have a railroad track also to carry

the raisins from the

—

A. (Interrupting-): They had a track right down the

road, right in front of the dryer, right to the back door.

XQ. 90. How far was the stemmer from the dryer?

A. Well, 30 or 40 feet.

XQ. 91. You run the truck from one to the other?

A. Yes, we had a 2x4 track outside and had cars on

it, we used to run our dried fruit out and raisins.

XQ. 92. How many years did you remain at Curtis's

place ?

A. I worked for Curtis '85, '87 and '88.

XQ. 93. Did you work under Mr. North?

A. Yes, sir.

XQ. 94. What kind of a stemmer did you have there ?

A. Well, the first year we started in with this box

stemmer, barrel stemmer, we called it, and then we got

to working on what afterwards turned out to be the Por-

teous stemmer.

XQ- 95- That was a different style stemmer, was it?

A. Yes, sir.

XQ. 96. Were you people trying to ged rid particu-

larly of the cap-stems in those raisins ?

A. To a certain extent, yes, sir."

[Transcript Record pp. 389-391, 400-401.]

That after desiccating the raisins in the dryer and

cooling them by the blower, the raisins were put through

the abrasive treatment of the stemmer.

See also the testimony of

Thomas J. Little , Transcript Record pp. 50-53

;

Edwin Hayden, Transcript Record pp. 67-68

;
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Eli Snyder, Transcript Record pp. 115-119, 121;

A. C. Hillman, Transcript Record pp. 125-127;

Geo. R. Oivens, Transcript Record pp. 139-140;

T. H. Ryder, Transcript Record pp. 146-147. ^S^'

152, 154;

F. L. RedHeld, Transcript Record pp. 159-163;

Jacob Rasinitssen, Transcript Record pp. 171-

C. T. Bidwell, Tra/nscript Record pp. 193-196.

See also

Defendant's Exhibit 4, pp. 164, 154, 155, Traii-

script Record pp. 102, 91-93.

It is therefore conclusively proven that the desiccating

of raisins by an artificial drier was well known long prior

to 1896, and that the cooling of the raisins and the sub-

jecting of them to the abrasive treatment of stemming

machines was common knowledge and common practice.

In fact, the drying of raisins by subjecting them to a

current of heated air was and is nothing more than the

manner of operation and function of the drier, the cool-

ing nothing but the operation of a natural law, which

would always operate, unless interfered with or sus-

pended by artificial heating means; and the abrasive

treatment the operation and function of the stemmer.

These machines and natural law being well known and

in use, the functions could not be the subject of a patent

and are not within the lawful subject-matter of a patent

under the patent law.
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In addition to the authorities heretofore cited, we

invite the court's attention to and careful consideration

of the opinions in

National HoUoiv Brake Beam Co. v. Interchange-

able B. B. Co., io6 Fed. 693, 45 C. C. A. 544;

Ballowv. Potter, no Fed. 969;

Conroy v. Penn. Elec. & Mfg. Co., 155 Fed. 421

;

A. B. Dick Co. V. Henry, 160 Fed. 690;

Cleveland Foundry Co. v. Detroit Vapor Stove

Co., 131 Fed. 740;

American Lava Co. v. Stezvard, 155 Fed. 731.

It being therefore fully proven and demonstrated that

the art of drying fruit, including raisins, had been, prior

to 1896, thus fully developed, it is clear that no valid

patent could thereafter be granted for desiccating dried

fruits or raisins ; and that the subjecting of raisins to

the abrasive treatment of the stemming machine after

desiccation had been practiced theretofore; if a valid

patent to complainant exists it must embody and con-

tain more than these functions, otherwise the patent is

clearly void.

The Forsyth Patent.

This patent is for "Improvements in the Preparation

of Fruit." It is not in terms limited to the preparation

of raisins for the operation of the Pettit seeding machine,

and in fact, as we shall emphasize, the first six claims of

the patent are directed to an alleged process of treating

AEL kinds of dried fruit. Hence the relevancy of the

testimony of Edwin Hayden, Thomas J. Little and

others as to the subjecting of dried fruits to the heat of

a dryer whereby the dried fruits were desiccated.
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The alleged process or method described in this pat-

ent consists in its elementary and simplest form solely

in the desiccation of dried fruit. It consists in its

simplest form in simply subjecting the dried fruit to the

action of a current of heated air to dry the fruit and

the allowing the fruit to cool.

Claim I of the patent does not, however, even limit

the alleged process or method to desiccation. To meet

claim I it is only necessary that the dried fruit be heated

and allowed to cool. If a partially cured dried fruit

were in any manner heated to dry it and then allowed to

cool it would infringe this claim, if the claim could be

held valid. Therefore the claim is clearly anticipated

and void. Unquestionably this claim is void upon its

face. That is admitted by complainant, who bases no

claim of right thereunder, confessing the impossibility

of showing patentability in it.

This first claim is clearly for nothing more than what

is performed by the Blatchley drier. Put dried fruits

or raisins in the Blatchley drier and operate the drier;

then remove the dried fruit from the drier and all that

is called for by this first claim has been performed. Un-

questionably the claim is void as the mere function of a

machine; the claim does not cover patentable subject-

matter ; and the claim, if it did cover patentable subject-

matter is fully and completely anticipated.

We call the court's particular and special attention to

this first claim of the Forsyth patent and to the fact

that complainant does not charge its infringement. Yet

if it be valid it is infringed by defendant. Admittedly

defendant subjects dried fruit to heat in a dryer, thereby
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heating the fruit, and then removes the dried fruit and

allows it to cool.

Why does compi.ainant ignore this claim? Why
DOES it ignore this certain infringement of this

CLAIM ?

There can he but one answer. Complainant and com-

plainant's solicitors know and have known all along that

this claim is absolutely void. It is void on its face.

It is clear from the testimony of A. Gartenlaub, the

complainant's president, that he had knowledge of these

facts long prior to the commencement of this suit.

Comparing claim i with claim 7 it is evident there is

no substantial difference between the two claims. Claim

I uses the term "dried fruit," while claim 7 uses the

term "raisins," thereby limiting the claim to one par-

ticular dried fruit. The alleged process or method is the

same, and if claim i is anticipated by the operation of

the Blatchley dryer of Defendant's Exhibit 2, or the

Blatchley & Hatch dryer of Defendant's Exhibit i, or

the dryer disclosed in Defendant's Exhibit 4 (pages 147

and 148), then claim 7 is also clearly anticipated and

void for the same reasons.

In discussing this claim 7 complainant's counsel, in

their opening brief in the court below, said:

"Claim 7 is the broadest, and it consists substantially

in first heating the raisins and then cooling them, which

thereby produces certain chemical changes to be pointed

out hereafter, and results in improving the quality of the

raisins."

If heating the raisins and then allowing them to cool

"produces certain chemical changes" and "results in
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improving tJic quality of the raisins for keeping pur-

poses/' it is clear that both of these wonderful effects,

upon which complainant's counsel have sought to build

up such an elaborate theory of advantage for this al-

leged Forsyth process, and upon which apparently com-

plainant seeks to maintain patentability for this claim,

were only necessary and consec[uent incidents to the use

of the Blatchley, Blatchley & Hatch and the other dryers

of Defendant's Exhibit 4, for all these dryers performed

the function of ''heating the raisins," and when taken

from the dryers the raisins were allowed to cool. If

complainant's statement is true, then all loose raisins

which have been heated in the Blatchley or other dryers

have been chemically changed and their keeping qualities

improved. And this is thk fact in the case.

If this seventh claim contains the steps which produce

the chemical changes and improve the keeping c|ualities

of the raisin, then the heating and perfect drving of the

raisin is what produces these results, and all that is

necessary is to thoroughly dry by artificial heat. This

is done by the Blatchley dryer, and is fully explained in

Defendant's Exhibit 4 (pages 147 and 148), and in fact

the necessity of overdrying is specifically referred to.

(Defendant's Exhibit 4, pages 158, 159.) In drying for

"loose" raisins, it would be necessary, and was necessary,

to take the raisins out of the dryer,—the raisins then

cooled.

In this connection we desire to call the court's par-

ticular attention to the decisions of the United States

Circuit Court of Appeals for the Ninth Circuit in

Wall V. Leek, 66 Fed. 552.
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Under tliis decision it is clear that even if William

Forsyth was the first to appreciate the fact that by

heating the raisins, in drying them in a dryer, the al-

leged chemical changes took place, or that the keeping

qualities of the raisins were improved, this mere discov-

ery of the effect of nature's law would not have been

patentable.

"Their discovery, which is conceded to be valu-

able and of great benefit, was that the old process

of fumigating trees by means of an oiled tent and

hydrocyanic acid gas, both of which were old and

free to the public, could be made successful 'pro-

vided the fumigation is done at night.' Such a dis-

covery, however new and valuable it mav be, is not

within the pale of patentable inventions. It does

not come within any of the principles of the patent

law, or any of the provisions of the statute relating

to patents. .-7 mere naked principle, a laiv of nature,

or property of matter, cannot he patented.

"A principle, considered as a natural physical

force, is not the product of inventive skill. It is

the common property of all mankind. It exists in

nature independently of human effort, and can

neither (be diminished nor increased by human
power. Man can discover and employ it, but his

employment of it in the modes or through the in-

strumentalities by W'hich it is applied in nature is a

mere imitation of what every man is able to per-

ceive and reproduce as well as he. All endeavors

to confine it to himself are at once futile and unjust.

It exists for all men, as well after his discovery as

before. The laws necessarily recognize and pro-

tect this right, and do not permit any man to ex-

clusively use the conditions which are the gifts of

nature, simply because he was the first one to dis-

cover its value."

Wall V. Leek, nbi supra.
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Appellant admits that the chemical change it harps

upon "is not dependent upon any partkidar mode of ap-

plying the heat." (Appellant's Brief, p. 140. j

This differentiates the alleged process claimed by ap-

pellant from that discovered by i\Ir. Whitney in Mowry

V. Whitney, 14 Wall. 620.

Mr. Walker in his work on Patents (4th Ed.), Sec.

10, analytically explains this W'hitney process, and as

he is disinterested we prefer his explanation to that of

appellant's counsel. Mr. Walker says:

"In Mowry v. Whitney, the following matters

are set forth. It had long been known that sudden

cooling of very hot cast iron makes it hard, but

brittle. On the other hand, the slow cooling of very

hot cast iron was known to make it soft, but tough.

This is annealing. Cast iron car wheels require

hardened peripheries and annealed hubs and plates,

because the first have to endure friction and the last

two have to endure strain. The early attempts to

subject car wheels to both hardening and annealing

produced a weak and worthless article, resulting

from the law of the expansion and contraction of

metals. The peripheries of the wheels were hard-

ened by chilling them, this chilling consisting in

surrounding the molds in which the wheels were
cast with a circle of iron, and with only a thin film

of sand between it and the peripheries of the wheels.

This iron band, being a rapid conductor of heat,

caused the peripheries of the wheel.-; lo suddenly

cool, and thus be hardened, while the plates and
hubs, being enclosed in a thick mass of sand, cooled

very slowly, and were thus annealed. The sudden
cooling of the rims of the wheels, however, ma-
terially contracted their circumference, and that

contraction forced the still bot plates to contract

their diameter. Afterward, when the plates came
to cool down, they themselves contracted still more,
and thus tended to break awav from the rims,

which, having entirely cooled some time before, had
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no more contracting to do. Wheels so made were
therefore weak.

"In this condition of affairs, Asa Whitney, of

Philadelphia, discovered in 1848 that hardness once

given to iron will not be destroyed or seriously im-

paired by the immediate reheating of the iron, and
its subsequent very slow cooling; and he also con-

ceived a process l3y means of which that law of

nature could be utilized to obviate the evil explained

in the last paragraph. That process consisted in

taking- the wheels from the molds, verv soon after

their rims zvere chilled, and in putting them immedi-
ately into a chamber or furnace which had previous-

ly been heated about as hot as the then heat of the

wheels, and in thereupon gradually raising the tem-

perature of all parts of the interior of the chamber
or furnace and its contents, to an equally high point,

and finally in causing all parts of the wheels to cool

with equal slowness. In accordance with the law

of nature discovered by Whitney, it turned out that

the third stage of this process did not destroy or

seriously impair the hardness of the peripheries of

the wheels which were subjected to it. Ft did, how-
ever, cause the peripheries of the wheels to re-

expand in circumference, and in so doing to stretch

the still hot and ductile plates back to nearly the

same diameter as that they had before the rims were
contracted by the chill. The fourth stage of the

process then served to contract all parts of the wheel
harmoniously, and the result of the whole process

was to remedy the evil at which it was aimed. Mr.
Whitney obtained a patent for his invention, and
the Supreme Court held it to be a patent for ?,

process, and held it to be valid."

There is no analogy between the Tilghman process of

Tilghmian •?'. Proctor (102 U. S. 708; s. c. 125 U. S. 137)

and the Forsyth process. No one had ever subjected tal-

low, oils, etc., to a high degree of heat when mixed with

water until Tilghman proposed it for the purpose of his
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process. But the statement is ventured that had there

been shown to the court a prior patent showing an ap-

paratus for that very purpose and in which patent it was

directly stated that the apparatus was designed for the

decomposition of fatty bodies (such as tallows, oils, etc.)

into their constituent elements, and described or sug-

gested the use of heat and water under pressure in the

apparatus, the court would have held the process antici-

pated by such prior patent. In the present case Am-

brose Blatchly says in his specification:

"This apparatus is especially designed for the desic-

cation of fruit, raisins, etc." [Transcript Record, p. 212,

lines 30 and 31.]

"Desiccation" is "the act of making dry or the

state of being dry; the act or process of depriving

of moisture; especially, the evaporation of the

aqueous portion of a substance, as wood, meat, fruit,

milk, etc., by artificial heat, as bv a current of heated

air."

Century Dictionary.

Here we find exactly what the Forsyth alleged process

claims as set forth in claim 7.

But there is in reality a pointed difference between Mr.

Tilghman's process and that claimed by appellant. Mr.

Tilghman's apparatus alone used in the manner inherent

to its mechanical construction would not perform his

process. The conception of mixing the fat bodies with

zvater and subjecting to high degree of heat tinder a suf-

ficient pressure to prevent the water from being con-

verted to steam were essentially method or process steps

not inherent in the use of old apparatus. The parallel

drawn by appellant between the Tilghman process and

that claimed by Forsyth thus fails utterly.
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Appellant's Brief refers to the bituminous rock cases

as parallel with the Forsyth process, but an examination

of these discloses the same differences which have been

pointed out in the other authorities cited by appellant.

Turning to Judge Sawyer's opinion in IValraih v. Pacific

Paving Co., 41 Fed. 885, it is found that there is the

same distinction between the subject-matter of the For-

syth patent and those under consideration by Judge

Sawyer, who says

:

''Upon examination I think both of these patents

are valid, since the processes described in them are

different. Both patents refer to steam as the ef-

fective agent for reducing the material, but the

patentees produce tJie steam and utilise it in a dif-

ferent MANNKR. * * * I think, therefore, there

must be a decree in both cases, in the one case a de-

cree enjoining the defendant Walrath from using

steam in tiie mode applied by tJie patentee of the

prior patent, and in the other case, viz., Walrath v.

Pacific Paving Company, I think Walrath has a

valid patent for the improvement in generating

steam in an outside vessel and conz'cyino the steam

alone to the material to be dissolved."

It is thus seen that the question of the processes

turned upon the particular modes employed in utilizing

the agents.

Admittedly the desiccation of raisins "is not dependent

upon any particular mode of applying the heat."

The parallel which appellant would draw of the

bituminous rock processes and the alleged Forsyth

process fails utterly.

On page 60 of Appellant's Brief it is contended that

the Hayden use was different in purpose from that of

Forsyth and in so far as it produced any similar results
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was accidental, unintentional and unappreciated. In

what it was different is not pointed out by appellant.

Certainly the raisins were desiccated. Such desiccation

produced the wonderful chemical change claimed for the

Forsyth process, but which, unfortunately for both the

raisin packers and for the wholesale and retail trade and

consumers, exists practically in cJieniical theory only.

The keeping qualities are better, but only in a degree.

Raisins thoroughly dried will keep a short time longer.

But so would Hayden's raisins which were put through

his drier.

Mr. Hayden says:

"Q. What was your object in drying the raisins by

artificial heat? What effect would that have upon the

raisins ?

A. That destroyed the granulating power of the

saccharine substance in the raisin.

Q. In other words, to prevent the raisin from sugar-

ing?

A. That is it, of course." [Transcript Record

p. 67.]

Mr. Hayden may not have known of "pectose" and

"pectin" and "pectic compounds" ; he may liave had no

knowledge of chemistry, but he very apparently knew as

much thereabouts as Mr. Forsyth, who nowhere in his

patent specification refers to "pectose," "pectin" or

"pectic" acids or compounds, but simply says:

"My new process of treatment also possesses the ad-

vantage of improving the quality of the raisins, as it

brings about a condition of the raisins such that they,

W\\\ retain for a long period a dark and an attractive ap-
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pearance, and this is particularly valuable in raisins that

are to be placed upon the market in seeded condition,

as the tendency to discolor, sugar or crystallize is much

greater in these seeded raisins than in unseeded raisins."

All this knowledg-e Hayden possessed, and it is all that

Forsyth possessed. Criticise Hayden's knowledge and

you criticise Forsyth's knowledge. They stood on equal

footing. Appellant's solicitor and appellant's chemical

expert Price interjected the pectose-pectin theory into

the case. It was unknown to Forsyth. But the tiling

with wJiich zve are in reality concerned is that it ivas

equally known to Forsyth and to Hayden that subjecting

the raisins to artificial heat in a drier tended to prevent

sugaring and crystallisation,—whether pectose changed

to pectin,—or what the chemical formulas were or are.

And this testimony of Hayden is competent to show

the state of the art even were appellant's objections well

taken, not waived and before this court by proper as-

signment of error.

It is clear that when Mr. Hayden had finished heating

his raisins in his drier they were in the same condition

that Mr. Forsyth's raisins were when he finished heating

them in his drier, and that when Hayden's raisins had

been cooled, either by natural or artificial draught, they

w^ere in the same condition that Mr. Forsyth's were

when Forsyth's raisins had been cooled. And it should

be borne in mind that Forsyth says that artificial

draughts are not necessary to effectuate the cooling un-

der proper conditions, and that none of the claims are

limited to artificially created draughts or currents of

cool air. Nor is the so-called Forsyth process limited
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to the use of refrigerated air in the production of the

currents or draughts of air. Where then did Forsyth's

disclosure in his patent dififer from Hayden's process in

use? Each desiccated raisins,—abstracted the moisture

("cheiiiical ivater," Prof. Price calls it), by artificial

heat. Prof. Price informs us that chemically this was by

breaking up and separating and evaporating the H2O
of the C6 Hio O5 PI2O of pectose. Forsyth did not

know this, but Prof. Price enlightens us that:

"Yes, you simply decompose it. It is first a pectose,

that water is in the combination there as such : you drive

ofif the water of the combination and then pectose be-

comes pectin, and there are probably other changes, es-

pecially in the albuminoid substances." [Transcript p.

513, Q- 67.]

Mr. Flayden drove ofif the water of the combination

by the artificial heat of the drier. So did all the users

of the driers. None of them were analytical chemists,

but they were practical raisin men. They knew that the

drier drove the moisture out of the raisins and that when

so dried the raisins would not sugar and deteriorate as

c|uickly as though green or underdried. Some day some

Prof. Price may tell us the chemical formula of electricity

or explain to us what it is. But can it be said that be-

cause we do not know its chemical formula (if it has

one), or just what it is, that we know nothing of its

beneficial uses? Or how to utilize it?

These observations clearly show the utter uselessness

in this law suit of Prof. Price and his chemistry. He

adds much chemical learning to Mr. Forsyth's specifica-

tion, but from the useful point of view what difiference
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does it make to raisin grower, packer, dealer or consumer

what the chemical actions or reactions or formulas are?

If subjecting the raisins to artificial heat will tend to

prevent sugaring and deterioration, that is all the knowl-

edge these men required, and if is wJiat ivas knozvn prior

to Mr. Forsyth and is all he disclosed to the public.

If William Forsyth had desired to express this sev-

enth claim in as few words as possible, without chang-

ing its meaning or intent, it could have been expressed:

"I claim desiccating raisins."

As thus expressed it would have included every step

now called for by the claim and would have included

every result claimed for the alleged process of this claim.

It is therefore impossil^le to dififerentiate this claim from

the effect produced on the raisins, or the method of op-

eration of the Blatchley dryer

William Forsyth was not the first to desiccate raisins.

He was not the first to cool raisins after they were heated

by a current of heated air. In fact he invented or pro-

duced nothing new. The alleged chemical changes, the

alleged improvement in the keeping qualities of the

raisins, were incident to and necessary consequent re-

sults from the desiccation of the raisins. Defendant

therefore submits that the alleged process is totally lack-

ing in anything novel and that the claim is void both for

want of invention, for want of novelty, and as not being

the proper subject-matter for a patent under the patent

law.

It is well settled law that the application of an old and

well known process to a new subject without any exer-

cise of the inventive faculty and without the develop-
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ment of any ideas luhich can be deemed new or original

in the sense of the patent is not patentable.

In the case of Brozmi v. Piper, 91 U. S. 37, the Su-

preme Court of the United States had before it a patent

granted for a process or method of preserving fish,

meats, etc. The process consisted in enclosing the fish

in a closed chamber by means of a freezing mixture,

having no contact with the atmosphere of the preserving

chamber. The defense of anticipation was predicated

upon a patent issued for a "corpse preserver." It ap-

peared that the manner of utilizing the apparatus as set

forth in the corpse preserver patent was substantially

the same as the manner of utilizing the method of pre-

serving fish, the difiference, however, being m the sub-

ject-matter to which the process was applied. The com-

plainants insisted that the process had never been ap-

plied to the preservation of fish or meats, and was, there-

fore, a new process, discovered by the applicant for their

patent. This contention, however, the Supreme Court

answered in the following language:

"The answer is, that this was simply the appli-

cation by the patentee of an old process to a new
subject, without any exercise of the inventive fac-

ulty, and without the development of any idea

which can he deemed new or original in the sense

of the patent law. The thing was within the circle

of what was well known before, and belonged to the

public. No one could lawfull}- appropriate it to him-
self and exclude others from using it in any usual

way for any purpose to which it may be desired to

apply it. This is fatal to the patent. (Ames v.

Hozvord, T Sumner 487; Hozve v. Abbott, 2 Story
IQ4; Bean v. Sniakvood, id. 411 ; Winans v. B. & P.

R. R., id. 412; Hotchkiss v. Greemvood, 11 How.
266.)"
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To the same effect see

Farrell v. Boston etc. Co., 121 Fed. 841

;

Golden Gate Mfg. Co. v. Newark Faucet Co.,

121 Fed. 531

;

Baker v. F. A. Dunconibe Co., 146 Fea. 747;

Wolff V. E. I. DuPont De Nemours Co., 134 Fed.

862;

Electric Boot & Shoe F. Co. v. Little, 138 Fed.

732;

Marshall v. Pettingill-Andrews Co., 153 Fed.

579;

Eiscnstein v. Fibigcr, 160 Fed. 686;

Dreyfus v. Searle, 124. U. S. 64.

In other words, the use of an old method or process

in one art, without any invention than the mere em-

ployment of it for the first time in that art, is not a

change in the art itself, and is not "patentable inven-

tion," but a mere double use.

Morton v. N . Y. Eye Iniinnary, 25 Blatf. 116.

On page 118 of Appellant's Brief reference is made

to the process of ripening and ageing liquors and wines

by the use of heat. The decision in Dreyfus v. Searle,

124 U. S. 60, shows that the noveltv of the process con-

sisted in the change in the manner of application of the

heat. Prior to the invention the heat had been applied

to the outside of the cask holding the wines. The pat-

entee discovered the fact that by applying the heat on

the inside of the cask and to the wines or liquors directly

a better result could be obtained. This process was

novel in the manner of application of the heat, and it was
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in this particular manner of application of the heat that

it was an improvement over the well-known process.

The case does not fit the facts of the case at bar. It

makes no difiference whatever how the heat is applied to

the raisins. This is admitted by appellant in its brief,

page 140, where it is stated that it "is not depeivient upon

any particular mode of applying the heat."

If appellant claims the decision in Dreyfus v. Searle

is an authority supporting a claim of invention in the

process of the patent here in suit, upon what particular

novelty does the claim rest? It is not upon any par-

ticular mode of applying the heat. Then wherein is it

differentiated from the ordinary use of a drier? Put

raisins in a drier and thoroughly dry them and you per-

form the claimed process. It is impossible to see where-

in this can be made out to be more than the n'lirmal func-

tion and mode of operation of the drier.

In the Forsyth patent the raisins are desiccated. The

seventh claim is

:

"The process of treating raisins, which consists in

heating the raisins and then cooling them, substantially

as set forth."

This claim specifies but two things: first, heating the

raisins, and, second, cooling them.

The admission of appellant in its brief, page 140, that

the Forsyth patent "is not dependent upon any particular

mode of applying the heat" is in substance an admission

that the Forsyth patent is merely for a principle however

utilised. Compare appellant's construction of the For-

syth patent, as thus given, with the eighth claim of

Morse, under consideration by the Supreme Court in
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O'Reilly v. Morse, 15 How. 62: It is found that it falls

squarely within the inhibition of that decision.

As illustrating this O'Reilly v. Morse decision, let us

consider the specific applications given in the opinion.

The court says

:

"Ko one, we suppose, will maintain that Fulton

could have taken out a patent for his invention of

propelling vessels by steam, describing the process

and machinery he used, and claimed under it the

exclusive right to use the motive power of steam.,

however developed, for the purpose of propelling

vessels. * * * Neither could the man who first

discovered that steam might, by a proper arrange-

ment of machinery, be used as a motive power to

grind corn or spin cotton, claim the right to the

- exclusive use of steam as a motive power for the

purpose of producing such effects."

Yet appellant maintains that the Forsyth patent covers

the desiccation of raisins and "'^' not dependent upon any

particular mode of applying the heat," although it was

not new to heat raisins to dry them.

It seems that if "deadly parallels," to use appellant's

words, are to be drawn, that the Forsyth patent and the

illustrations of the Supreme Court just quoted furnish

them.

Claim 8 of the Forsyth patent differs from claim 7

only in subjecting the desiccated raisins to a current of

air whereby they are quickly cooled. This is a change

in degree only. The testimony clearly proves that the

only advantage of blowing air over the raisins, after

heating them, is to more quickly cool them. This was

obvious to any one. Furthermore it was also practiced

in connection with the Blatchley and other dryers, as

hereinbefore fully pointed out.
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A. T. Ellis testifies:

"Q. 36. Well, were they taken directly from the dryer

to the stemmer ?

A. They were taken out in this dryer, this last dryer

I speak of, they were taken out of the dryer and put into

a room that was built on to the end of the dryer to cool

them and box them.

Q. ^y. Well, now, how were they cooled in that room?

A. Why, there were two windows on the north side,

one on the east side and a door on the west side, and we

would raise the windows and let the air blow through."

[Transcript of Record p. 256.]

This clearly subjected the raisins from the dryer to a

current of air to more quickly cool them. It is obvious

that a current of air would be thus induced over and

about the raisins.

Edwin Hayden testifies that after subjecting the

raisins to the desiccation in the dryer, when he was in a

hurry he turned on a blower.

He testifies:

"Q. What was the purpose in using the blower?

A. To expedite matters, that zvas all.

Q. Would the same purposes, so far as the treat-

ment of raisins is concerned, be subserved by allowing

them to cool naturally?

A. I never perceived any difference in it, except in

the expedition." [Testimony of Edwin Hayden, p. 25.]

R. I. Blowers testifies (page 72) :

"Q. Did you ever use any artificial means to cool

them ?

A. No, we have not ; we could cool them in the dryer,
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providing the dryer was not already heated up, by run-

ning a blast of cool air over them, but we did not have

to do that, for the simple reason that zve had a natural

draught passing through; we pulled the windows and

doors up, and stacked them up and allowed the natural

draught to cool them."

It is not pretended that suddenly cooling the raisins

when taken from the dryer would produce any new

chemical effect.

The ninth claim of the patent in suit consists in desic-

cating the raisins and then subjecting them to a current

of cool air, whereby they are quickly cooled. There is

no material difference in this over what has been shown

with relation to claim 8,—absolutely every step old and

well known. The object of quickly cooling the raisins

was simply to save time, and did not effect any chemical

change; the themical changes, if any, came from the

heating. This claim also is clearly anticipated by the

Blatchley patents and the dryers and the old use of the

dryers.

It is to be noted in this connection that if it were pos-

sible to construe the Forsyth patent as a patent for a

process or method of preparation of raisins for the op-

eration of a seeding machine (and it cannot be so con-

strued and is not so limited, but is simply for a process

of preparing fruit), none of these claims would be for a

complete process.

The tenth claim brings into use another machine,

the stemming machine, and as conclusively shown by the

testimony, the abrasive treatment used is simply the

abrasive functions of the Porteous stemmer, of Defend-
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ant's Exhibit 3, adjusted so that it removes the cap

stems. This is accompUshed simply by the adjustment

of the cones with relation to each other. This claim also

is completely and thoroughly met, as hereinbefore

pointed out, for the reason that the Porteous stemmer

had been used in connection wtih the Blatchley and other

dryers and there was nothing new in putting the raisins

through the stemmer after they had been desiccated in

the dryer. It was well known that they must be cooled,

after being desiccated, ijefore being put through the

stemmer. It should be borne in mind at all times that

the cap stemmer referred to in the testimony is nothing

more than the Porteous stemmer of Defendant's Exhibit

3, having its parts adjusted for more close stemming.

It is admitted that there is no new or useful process

in applying the abrasive treatment to the desiccated

raisins. Such incomplete process would not be bene-

ficial in any degree over raisins treated in the manner

set forth in claims i and 7 of the Forsyth patent. One

of appellant's contentions in this case is that prior to the

advent of the raisin-seeding machine there was no need

or necessity for cap-stemming the raisins and that for

that reason raisins were not cap-stemmed. It follows

logically that if cap-stemming the raisins is not a com-

plete preparation for the seeding machines, then the

process must be incomplete unless it includes the neces-

sary steps for completing the preparation of the raisins

for seeding, and as we have herein pointed out, the novel

step which was devised upon the advent of the raisin-

seeding machine, in order to put the raisins in condition

for seeding, was their subjection to live steam in a
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trtinnel to sufficiently soften them for the seeder to op-

erate on. This, according- to the president of the appel-

lant company, is the indispensable step in preparing the

raisins for seeding, and it is clear that it is in nowise even

hinted at by Mr. F*orsyth in his specification, and it is

clear that no construction can be put upon the Forsyth

patent which will include within it this absolutely indis-

pensable step. It follows, therefore, that there was no

utility whatever,—no patentable novelty whatever,—in

subjecting raisins to the abrasive functions of the Por-

teous stemmer after their desiccation in the ordinary

drier. Furthermore, there was no invention in this,

—

it was all well known prior to Forsyth's time

The eleventh and twelfth claims bring in simply the

same steps as set forth in the claims before considered,

simply containing the word "cleaning" or "separating

treatment," which is nothing but the action of an ordi-

nary fan blower which is ordinarily used in connection

with stemming the raisins, or this same cleaning can be

and is secured by the stemmer itself without even the

use of the blower, the screens of the cap stemmer pro-

viding means through which this cleaning is efifected,—

•

all old, as shown by the testimony of defendant's wit-

nesses.

But even after the abrasive treatynent of the stemmer

has been applied to the raisins, they are not in condition

for snccessfid operation in the seeding machine. As is

pointed out hereafter, the raisins must be resoftened, and

this step is entirely ignored in the Forsyth patent, and

apparently was unknoAvn to \^''illiam Forsyth at the

time of his application for the patent in suit. The pat-
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ent in suit is for a process of preparing fruits,—not a

process of seeding raisins.

In this connection we desire to call the attention of

the court to the testimony of A. Gartenlaub, the presi-

dent of the complainant company. He is asked (Q. 66)

to describe the manner in which this Forsyth process is

carried out by the various manufacturers, and states that

the raisins are put in the dryer and a large fan takes the

heat and blows it the full length of the dryers.

"When the raisins are thoroughly dried, they are

taken out and put into a compartment built similar to

the dryer and a cold blast of air blown on them, or they

are stacked iip in the building and the ivindows are

opened up so that the air strikes them. The moment the

cold air strikes the raisins they become hard and the

cap stem becomes brittle."

It is thus seen from the testimony of the president of

the complainant company that the current of air used in

cooling the raisins can be as effectively supplied by a

natural draught entering through the open windows

as can be accomplished by placing the desiccated raisins

in a chamber and have a blower for blowing the air at

atmospheric temperature over the raisins.

It is thus seen that the claims of this Forsyth patent

are completely anticipated and met by the simple cooling

of the raisins after desiccation. The manner of cooling

is substantially wholly immaterial, and the onlv object of

subjecting the raisins even to a current of refrigerated

air would be to expedite the cooling.

While referring to the testimony of the president of

the complainant company we desire to call the court's
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attention also to the fact that he also testifies that before

the seeding machines came into use the same stemmer

was in common use for taking off the parent stem, and

that all that this stemmer required in order to make it a

cap stemmer was to have the conical roll or cone ad-

justed closer to the cylinder.

Mr. Gartenlaub testifies

:

"Q. ^2. When the raisins are run through the drier,

what effect does that have upon the cap-stem?

A. The cap-stem, when it is run through the drier,

becomes dry, and just as soon as the cold air strikes it it

becomes brittle, and then the least operation or touch

will knock the cap-stem off." [Q. 72 and Ans., Tran-

script Record pp. 454, 455.]

"Q 78. Now, describe briefly this cap-stemmer with

which the raisins are cap-stemmed?

A. The machine that is used by nearly all of the pack-

ers consists of a conical cylinder with a conical roll, both

being made out of galvanized wire and a close mesh, and

they set the roll and the cone so close together that when

the raisins are fed in and run at a fast revolution, the

raisms are bound to hit either the cone or the roll, and

by doing so they break off the cap-stem. Some people

simply use a zig-zag arrangement whereby they let the

raisins fall down from a three-story building, and by the

time they reach the first floor those raisins hit the chute

—which is built the same as the chute in a floar mill; the

sides of the chute are made up of galvanized iron with a

mesh of about six wires to the inch, and the raisins hit-

ting that mesh break off the cap-stems.

Q. 79. In either case I understand that the cap-stem

was broken off by abrasion?
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A. Yes, by abrasion." [Q. 78-79 and Ans., Tran-

script Record pp. 455-456.]

"O. 83. State whether or not this cap-stemmer that

you have described is different from the old style stem-

mer which was used for removing the parent stem?

A. Before the raisin industry grew so large, they

used to use a similar stemmer to the cap-stemmer for

taking off the parent stem, except that this cap-stemmer

has the conical roll set closer to the cylinder.

Q. 84. Was it necessary to modify the old stemmer in

that regard in order to produce a successful cap-stem-

mer?

A. Yes, sir. They had to fix it so that the roll and

the cylinder would set closer together. In fact, they do

not use now any more the old stemmers.

Q. 85. Then, as I understand you, when the seeded

raisin industry came into existence they had to modify

the old form of stemmer by placing the abrading sur-

faces closer together?

A. Placing them closer together, yes." [Q. 83-85

and Ans., Transcript Record pp. 456-457.]

Further Mr. Gartenlaub testifies:

"XQ. 109. Then they were run through a stemmer,

which, while not a cap stemmer, was the same design,

differing only in the spacing of the cones ?

A. Some of the people were using small stemmers,

but most of the people were using large stemmers.

XQ. no. By small stemmers, you mean cone stem-

mers?

A. Cone stennners, yes.
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XQ. III. And that cone stemmer was in use long be-

fore the Forsyth process, was it not, Mr. Gartenlaub?

A. Yes."

In this connection we wish in passing to call atten-

tion to Mr. Gartenlaub's testimony, for it shows clearly

that either Mr. Gartenlaub's memory is poor or that Mr.

Gartenlaub draws upon his imagination, and that we

should not place too much reliance upon his testimony

or that William Forsyth had very little knowledge of the

machinery common in the art at the time he commenced

his operations. We have already seen that the Porteous

stemmer was in practical and general use and that the

adjustment of the cones closer together was all that was

required for cap-stemming. But Mr. Gartenlaub tes-

tifies :

"He (Forsyth) first started to remove the cap-stems

by hand. He then had machines built consisting of cyl-

inders with brushes running in the cylinders, and he

would feed these raisins into these machines, and by

working the machines fast he would get about three-

quarters, may be, of the stems off. At that time the de-

mand for seeded raisins was new and people only bought

them in small quantities at a time, but whenever they

carried them for any length of time, they would not keep.

After that he introduced this process." [Transcript

Record pp. 461-2, Ans. to Q. 107.]

If Mr. Gartenlaub's testimony is true Mr. Forsyth is

proven not to have been a practical raisin man or to have

had a good knowledge of the machinery in general use

by raisin men.

Defendant desires to particularly recall to the court's
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attention and emphasize the fact that this Porteous cone

stemmer (of Defendant's Exhibit 3) was, as Mr. Gar-

tenlaub admits, in general use long before William For-

syth had anything to do with seeding raisins; also that

in order to take ofif the cap stems it was only necessary

to adjust the cones more closely together. Mr. Garten-

laub also throws light on the reason why this Porteous

stemmer was not used to remove the cap stems until

seeding machines came into use. He testifies, referring

to removing cap stems by this stemmer:

"XQ. 88. But that would be a part of the process,

would it not, Mr. Gartenlaub—practically amount to a

part of the process ?

A. No; there was no necessity at the time,—there

was no necessity for it.

XQ. 99. Then the difference would not be in what

was done practically, but in the purpose for which it was

done. Is that your idea, Mr. Gartenlaub?

A. Well, my idea is that at the time there was no

necessity for doing this."

There is then no contradiction of the testimony of

defendant's witnesses that this Porteous Stemmer is the

cap stemmer used and only required the slight mechan-

ical adjustment of the cones with respect to each other

which is particularly described and provided for in the

Porteous patent (Defendant's Exhibit 3), to adjust it to

remove the cap stems as well as the parent and lateral

stems.
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See testimony of

Edwin Haydcn, Transcript Record pp. 66-68.

E. L. Chaddock, Q. 66-75, Transcript Record

pp. 308-309.

E. L. Chaddock, Q. 14-20. Transcript Record

PP- 336-3^7-

In the Porteous patent, Defendant's Exhibit 3, this

adjiistabihty of the cones is specifically provided for and

referred to. It is minutely described, leaving nothing-

even for the skill of a mechanic.

"Now, in order to vary the capacity of the raisin

passage to suit different sizes and kinds of raisins, and

also to make the machine clear itself of its clogs, I make

the inner rotating cone vertically adjustable while in

motion, whereby the capacity of the raisin passage is in-

creased or decreased, as required. This I may accom-

plish in many ways, though I have here shown but two.

The method shown in Fig. i is from below, and con-

sists of a step or cup, G, into which the lower end of the

cone-carrying shaft E is fitted. This step or cup is on

the upper end of or is carried by a screw, H. furnished

with a handle, h, by ^^•hich it may be operated. By turn-

ing this screzv up the inner cone is raised, thereby de-

creasing the capacity of the raisin passage, and by turn-

ing the screw down the inner cone moves down of its

own weight, thereby increasing its capacity." [Por-

teous' Specification, p. i, line 87 et seq., Transcript of

Record, p. 217.]

Clearly it did not involve invention to use the Porteous

stemmer to remove the cap stems, when the occasion

arose for removing them, when it had previously been
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used to remove the main or parent stems and the branch

or lateral stem. Particularly is this true when all it

required to fit the Porteous stemmer for cap stemming

was to adjust the cones in the manner described in the

Porteous patent.

Furthermore it is clear that in a patentable sense there

was no new process involved in removing the cap stems.

Before seeding machines came into use there was no

necessity or advantage in removing these cap stems.

But the major portions of the stems were removed, both

main or parent and branch or lateral stems. When the

necessity arose for removing more,—when a require-

ment arose for removing the rest of the stems (called in

the record "cap" or "but" stems), the same machine was

at hand capable of performing the operation. Adjust it

as the patentee Porteous stated it could be adjusted, pour

in the overdried raisins, and the machine would remove

the cap stems. Where is the new process or method in

this? It is clearly nothing more than a mere matter of

degree. The function of the Porteous stemmer more

fully carried into use by adjusting the cones after the

manner of the description of the specification of the Por-

teous patent,—carrying out the function of the Porteous

stemmer, as set forth in the patent, to its final degree

of use.

It is clear and certain, therefore, that the desiccation

of raisins in a dryer, such as the Blatchley, is nothing

but the function and effect of the operation of the dryer.

The raisins coming from the dryer are warm. Let them

cool. Nature will do that. Put them into the old Por-

teous stemmer, it will "cap stem" them. Would not sus-
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taining this Forsyth patent, in effect, be repatenting the

old Blatchley dryer and the old Porteoiis stemmer, to the

complainant? And without sale or assignment from

either of those inventors ? Would it not be "double pat-

enting"? Would it not be extending the monopoly of

the Blatchley and Porteous patents without warrant or

authority in law and against both the spirit and letter

of the patent law ?

The patents ha^,-e expired. The inventions are now

open to the public,—public property, in accordance with

the contract between the government and the inventors,

Blatchley and Porteous. What is the warrant or au-

thority for granting to complainant a monopoly of the

use of those dryer and stemmer machines?

Perhaps complainant will say it has put them to a

new use. But putting an old machine to a new use

without change of mechanical structure and function is

not invention.

Walker on Patents (4th Ed.), Sec. 38:

'Tt is not invention to use an old process, ma-
chine, manufacture, composition of matter, or de-

sign, for a new and analogous use."

King V. Galium, 109 U. S. 99

;

Miller v. Foree, 116 U. S. 27;

Crescent Brezmng Co. v. Gottfried, 128 U. S.

169;

Pennsylvania R. R. Co. v. Truck Co., no U. S.

494;
Blake V. San Francisco, 113 U. S. 679;

Hendy r. Iron Works, 127 U. S. 375;

Wollensack v. Sargent, 157 U. S. 227;

American Well Works v. Austin Co., 98 Fed.

994.
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In Roberts v. Ryer (91 U. S. 157) it was held that to

change the form and proportions of the compartments of

a refrigerator, so as to utiHze the descending instead of

the ascending current of endlessly circulating air, was

but a double use of that refrigerator and not patentable.

And this though there was no suggestion of such change

of form or proportion, while in the Porteous patent the

necessary adjustment (to fit the stemmer for cap stem-

ming) is both provided for and described.

But there is another feature of this alleged process

which counsel for complainant would have us under-

stand is a process for preparing raisins for the seeding

machine, and if we could accede to counsel's contention,

this feature would utterly destroy complainant's case.

It would show the Forsyth patent did not disclose a use-

ful process or method.

Air. Gartenlaub testifies that the Forsyth process con-

sists of another step, and that this step is indispensable.

After the raisins have been desiccated and cap stemmed,

they are dry and hard,—will rattle. They must then be

processed before they can be successfully seeded. He
says:

"They are then run through, immediately through, a

machine called a cap stemmer, which breaks the cap

stem oflf. After this operation is done, tlie\ are then

run through a machine n'hich consists of live steam,

which keeps the raisins wet and hot at the same time;

this last operation is done to get the meat or nulp of the

raisins loose from the seeds. They are then fed to the

seeding machine and seeded and packed in pound pack-

ages and put into wooden boxes and shipped." [A. Gar-

tenlaub, Q. 66, Transcript Record p. 453.]
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"Q. 91. After the raisins are cap stemmed and im-

mediately after they come from the cap stemmer, what is

their condition and form and appearance then?

A. They are all shiveled up, and they are hard and

rattle.

O. 92. You said that in order to seed them then you

had to soften them.

A. We have to soften them, but we use a different

process than we do for drying- them. In drying them

we use a dry heat, but for softening them before seed-

ing them we use a moist heat, that both softens them and

wets them.

Q. 93. Some testimony has been given here by par-

ties as to the use of what is called the trunnel for soften-

ing the raisins, just before seeding them. Are you fa-

miliar with that kind of structure?

A. Yes sir.

Q. 94. Describe that structure.

A. That structure is a trunnel about 10 feet long,

built out of galvanized wire netting; in the trunnel are

located pipes whereby the live steam escapes from the

pipes, and as it takes the raisins from 5 to 10 minutes

from the time they are put into the trunnel at one end

until they come out of the trimnel at the other end, they

get softened in traveling that distance, and also wet.

But this method of heating them before seeding them

has been discarded by most of the packers on account of

the raisin traveling around the trunnel, it gets rough, it

rubs the bloom off of the raisin.

Q. 95. Does this trunnel rotate?

A. This trunnel rotates all the time, ves. And the
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trade is so thoroughly educated up to the seeded raisin

business that as a rule they can tell from a package of

raisins whether they have been processed by a process

where the raisins instead of rotating and knocking the

bloom ofif are placed either in a tray and kept in a place

where the heat, the moist steam, is kept on them until

they get soft, or the raisins lay quiet, or are processed on

a machine whereby the raisins are put up on a wire belt,

and while the belt travels through the machine the

raisins get hot and wet, but the raisins themselves do not

move, they lay quiet, because the belt moves and the

raisins do not move.

Q. 96. In the trunnel arrangement, I understand,

then, the raisins roll over each other ?

A. They roll over each other and that keeps washing

the bloom ofif of them ; the water being there all the time

that washes the bloom off.

Q. 97. That, of course, then, is a detriment to the

raisins ?

A. That is a detriment to the raisins.

Q. 98. The object of the steam in that trunnel, I un-

derstand, is to soften the raisins?

A. To soften the raisins, yes.

Q. 99. Is it for any other purpose than to soften the

raisins so as to enable them to be seeded?

A. No sir. To be seeded successfully, so that the

waste isn't very great, the raisin has got to be softened

and warmed so that the meat will become loosened from

the seed."

"XQ. 112. Reverting again to the process that you

use. When you get ymir raisins into this dry condition
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as a result of the heating and cooling, and have them

cap stemmed, yaii could not possibly seed them, coidd

you?

A. Not Zi'itliout we softened them and wet them.

XQ. 113. That is an indispensable part of the process,

isn't it?

A. That is a part of it—that is an indispensable part

of the process." [Garfenlaub's Testimony, Transcript

Record pp. 458-460, 444.]

Compare this testimony of complainant's president

and director Gray with the testimony of E. L. Chaddock

on this subject. [See Q. 7-1 1, p. 302; XQ. i, pp. 309 et

seq.: XQ. 103, p. 320; RDQ. 1-5 and RXQ. 12, pp. 329-

330-

]

Mr. Chaddock also testifies

:

"RDQ. 17. Then the progress of the raisin is con-

tinuous from the trundle to the seeder, is that the way

of it?

A. Yes, sir.

RDQ. 18. \Ye\\, now, what is the object of running

them through the trundle?

A. Well, to soften them up so that the seeds can be

extracted,

RDQ. 19. Well, is that the purpose for which you

introduced the steam to soften them?

A. Yes, sir, and also to make them keep better than

they otherwise would possibly.

RDQ. 20. Now, if you didn't soften them in that

manner could you seed them at all ?

A. It would be very difficult.

RDQ. 21. What would be the result of running the
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raisins that had been put through the drying and cooling

process and cap-stemming process as they were finished

from that, what would be the result of putting them into

the seeder, on the raisin.

A. Well, you wouldn't be able to do much of a job of

seeding them.

RDQ. 22. Well, what would be the effect on the

raisins themselves of putting them in in that condition

without softening them?

A. Well, I don't think you could seed them at all.

RDQ. 2T). Well, would they come out whole through

the seeder?

A. No, sir, mash them all up." [£. L. Chaddack,

RDQ. 17-23, Transcript Record p. 331.]

So far as seeding raisins is concerned, it would be

useless to subject the raisins to a current of air, then cool

them, then cap stem them, unless after so stemming the

raisins are again moistened and softened.

E. L. Chaddock testifies

:

"RDQ. 27. Then for seeding purposes that process

of heating and drying the raisins, cooling the raisins, and

putting them through the cap stemmer, would be value-

less unless they were afterwards moistened and softened,

wouldn't it?

A. Yes sir." [£. L. Chaddock, RDQ. 27, Transcript

Record p. 332.]

Not only does complainant's president Gartenlaub tes-

tify that this softening and wetting of the raisins after

they are stemmed is indispensable to preparing the!

raisins for the operation of the seeding machine, but he
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also testifies that they have never seeded any raisins

without first softening them.

"XO. 1 20. Did you ever seed them without subject-

ing them to Uve steam?

A. No sir.

XO. 121. Then that is an essential part of the process,

is it not, subjecting them to live steam in some enclosing

space where it will prevent the steam from escaping, is

it not ?

A. That is essential to successful seeding * * *"

We desire in this connection also to call attention to

the testimony of Lee L. Gray, w^ho is one of the directors

in the complainant company and who is called as a wit-

ness on behalf of complainant. He testifies as follows:

"Q. 6. State generally what character of process

Colonel Forsyth used in processing his raisins prepara-

tory to seeding.

A. The raisins were dried in a dryer, afterwards

cooled, permitting them to become hard, then cap

stemmed; in that form they were taken to a steam box,

to be softened by steam, and then to the seeding ma-

chine."

"XQ. 3^. What do you understand to be the For-

syth process?

A. The drying of raisins, the cooling subsequently,

the cap stemming subsequently to that, and finally the

reheating by moist steam, all preparatory to seeding."

"XQ. 40. State what they were and the method of

operation ?

A. The drying of raisins, cooling, subsequently cool-

ing them, then subsequently cap stemming them, and
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also subsequently softening them by moist steam pre-

paratory to seeding."

It is seen by the foregoing testimony that complain-

ant's alleged inventor, in the patent in suit, entirely ig-

nored the step in handling raisins to prepare them for

seeding, which was in fact distinct from the require-

ments of stemming in making "loose" raisins, and which

was the new essential in preparing raisins for seeding

by machinery. This step is the softening of the raisins

after they have been stemmed. The truth probably is

that when he filed the application for the patent in suit

he knew nothing more of the art of seeding raisins than

was known by Mr. Hayden and others.

If, however, this step had been set forth in Forsyth's

patent, it would have differentiated the claimed process

from the mere function and normal mode of operation

of the driers and within the rule of the decisions cited

by appellant, and if new would have been patentable.

Of course, the court will take judicial notice of the

fact that every housewife since time immemorial has by

steam or by softening in hot water heated the raisins

which she is about to seed for use in cakes, etc., so as to

render the raisins more easily seeded, and even this step

would not have produced a patentable and novel process.

But if there was, in fact, anything new required to pre-

pare raisins for the seeding machine, this novelty rested

in this step, because raisins cannot be seeded by machin-

ery in their dry condition, and, as shown bv the fore-

going testimony, after the raisins have been passed

through the stemmer they are subjected to live steam,

which not only softens them, but, in fact, does give them
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tJie chemical change upon which complainant's counsel

lays so much stress. If this is not true, then it is clear

that the chemical change is not new and was not new

when first seeded raisins became a commercial product.

It is i)erfectly apparent from the foregoing evidence that

the use of the Blatchley dryer upon raisins subjected

them to the same heating and the same cooling that is

set forth in the Forsyth patent, and if any chemical

change takes place in the Forsyth "process" that same

chemical change takes place in the utilization of the

Blatchley dryer. Nevertheless this softening of the

raisins after the removal of the stems is an important

and very essential step in preparing raisins for the seed-

ing machine, and it is a peculiarly strange thnig that the

patent in suit is entirely silent as to this step.

Scan the Forsyth patent with the utmost diligence

and not one word will be found therein which could pos-

sibly be inferred to refer to or intimate or suggest that

this step of softening the raisins after stemming was

either necessary or could be accomplished. No mechan-

ical device or apparatus is shown or described in the

Forsyth patent by which this step can be accomplished.

The patent is entirely silent as to this most important

step,—this step which President Gartenlaub of the com-

plainant company says is indispensable.

"No device or step not referred to in the patent

can be, by construction or reference to evidence out-

side the patent, incorporated in it."

McLain v. Ortmayer, 141 U. S. 419;

Keystone Bridge Co. v. Phoenix Iron Co., 95

U. S. 274, 278.
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One of two things is then apparent; either that by

the disclosure set forth in the patent in suit sufficient

knowledge and information is not given to enable a per-

son skilled in the art to prepare raisins for seeding by

machinery, and, therefore, the patent is void for the rea-

son that it does not with sufficient fullness, clearness and

exactness describe a complete and workable method of

placing the raisins in condition for the action of the

seeding machine without experimentation and the de-

velopment of this further step of re-softening the raisins.

Burr V. Dnryce, i Wall. 531;

Wood V. Undcrhill, 5 Howard i

;

Tyler v. Boston, 7 Wall. 330.

or the alleged process was wholly old and anticipated.

The question arises, did William Forsyth at the time

of the application for this patent know how to prepare

raisins in suitable condition for the operation of the seed-

ing machine? Or was each and every step previously

in common use and well known? And was not each of

the steps nothing more than the efifect, mode of opera-

tion and function of the old machines? The truth is,

William Forsyth never conceived or invented anything.

The alleged method was well known prior to the date of

his alleged invention.

In complainant's opening brief in the Circuit Court

it was stated:

"In the process of extracting the seeds from raisins,

it is necessary that they should first be put into such con-

dition as will enable the seeds to be extracted, and this

necessity gave rise to the invention in question."
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If the necessity of the raisins being in "such condition

as will enable the seeds to be extracted" was the object

sought to be accomplished, then it is most certainly clear

that the patent in suit does not disclose any means or

apparatus or any method for accomplishing this required

purpose of putting the raisins in this soft condition. All

the witnesses agree upon this. Softening of the raisins

after stemming is indispensable.

Taking, then, complainant's own statement, it is clear

that nothing set forth in this Forsyth patent would

accomplish this new requirement for seeding or put the

raisins into such condition as will enable the seeds to be

extracted, and all of complainant's elaborate argument,

based upon the theory that this alleged Forsyth process

was the thing which made the seeded raisin industry,

falls of its own weight and is shown to be utterly base-

less, fallacious and ridiculous.

It follows, therefore, that following the Forsyth pat-

ent "loose" raisins could be made, but without someone

adding this additional step of softening the raisins after

the stemming, seeded raisins could not be made.

But President Gartenlaub says that there is no use for

the process in making "loose" raisins,—no call for the

removal of the cap stems when "loose" raisins were

made.

The disclosure of the Forsyth patent, therefore, even

if novel and otherwise the proper subject-matter for a

patent (which we have already seen it is not), is useless

and unpatentable for the reason that it is not for a useful

art or thing. It is unnecessary and uncalled for in mak-

ing "loose" raisins, and inefficient and insufificient to put
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the raisins in such condition as will enable the seeds to

be extracted by the seeding machine.

Appellant maintains that the testimony ot Mr. Hay-

den and Mr. Little should not be given credit for the rea-

son that Hayden testified the business was carried on in

co-partnership with Mr. Cahen. Yet it was known to

appellant and to appellant's solicitors that Mr. Cahen

was a resident of San Francisco and engaged in running

a prominent theater there. After Mr. Hayden and Mr.

Little gave their depositions appellant had twenty-three

months in which to have called Mr. Cahen to impeach

the testimony of Mr. Hayden and Mr. Little had ap-

pellant's investigations not shown that the testimony was

true. The testimony of two witnesses to a given state

of facts, unimpeached, is generally taken as sufficient,

and the showing that others had the same opportunity

to know such facts and that the opposing party had full

knowledge of and full opportunity to call such other or

others, and fails to call him or them to impeach the tes-

timony so given, raises a strong presumption of the

truth and accuracy of the testimony educed.

Appellant also criticises the testimony of Mr. Hayden

and Mr. Little for the reason that they testify that raisins

treated by them were sold to J. K. Armsby & Co., Griffen

& Skelly, George W. Mead and Castle Bros. This con-

tention is ciuickly shown to be without merit when it is

borne in mind that these are some of the principal stock-

holders in the appellant company. Appellee asks if the

failure of appellant to deny by such of its stockholders

the testimony of Mr. Hayden and Mr. Little, does not

raise a strong presumption of the truth of Mr. Hayden's
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and Mr. Little's testimony? Is it not consonant with

experience that those interested as stockholders in ap-

pellant would have been ready and willing witnesses to

impeach Mr. Hayden and Mr. Little? Appellee submits

that the absence of such impeaching testimony clearly

shows the truth of the testimony of Mr. Little and Mr.

Hayden.

The inaccuracy of the contentions and statements of

fact made in Appellant's Brief is well characterized by

that made upon page 83, where it is said:

''The very best that can be said of it is that at the

present time Hayden now knows that the effect of the

heat was to destroy the granulating power of the

saccharine substance in the raisins and prevent them

from sugaring. Of course he knows that now, because

he has been informed of it by the testimony of Prof.

Price and the actual experience following the introduc-

tion of seeded raisins to the world in 1896." [Transcript

Record p. 83.]

Appellant's counsel either overlooked or shut his eyes

to the fact that Mr. Hayden gave his deposition in this

case on April 12, IQ06, while Prof. Price did not appear

in the case until November 22, 100/, a year and seven

vioniJis later, and so far as the record shows, Mr. Hay-

den never knew and had never heard of Prof. Price.

How, then, could Mr. Hayden have "been informed of

it by the testimony of Prof. Price," as appellant's counsel

states? Perhaps appellant's counsel should be excused

for this grave error on the ground that he is not familiar

with the record in the case!

It has heretofore been Doihted out that Mr. Forsvth
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had no knowledge of any change of "pectose" to "pec-

tin" in raisins, and particularly that the specification of

the patent in suit is utterly silent thereon. Yet it may

serve some purpose to consider briefly just what this

chemical theory, interjected into this law suit by ap-

pellant's counsel and its chemical expert, Prof. Price,

means.

Appellee submits that this chemical theory is nothing

more than the statement that nature's work in ripening

fruit is completed by artificial drying of fruit, and that

the more completely the fruit is dried the more complete-

ly the pectose-pectin change is effectuated.

Complainant's expert (Price) says the chemical

change of pectose to pectin and pectic compounds be-

gins with the ripening of the grape, and as the fruit

ripens or dries it continues; that the more heat the fruit

is subjected to the greater the degree of change, so that

it is clear from his testimony that the wonderful chem-

ical change so much harped on by appellant is simply a

matter of degree.

"XQ. 54. I understand you to say that this process of

change, chemical change in the raisins, begins in its

&
?dryin

A. In the ripening, in the very ripening.

^Q- 55- Even before they have been picked from

the vines and dried at all?

A. Yes.

XQ. 56. And already by that time there has been

some change from pectose into pectin?

A. Yes.

XQ. 57. And there is a fraction of pectin

—
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A. Yes, but the pectin itself later on gets broken

up into other pectic compounds.

XQ. 58. Still not back again into the original pectin ?

A. No.

XQ. 59. Well, now, does not that same process con-

tinue from the time that the raisin is picked from the

vine until it is dry?

A. Yes, that process goes on.

XQ. 60. Particularly in the heat to which raisins

are ordinarily subjected in good drying seasons in Fresno

anywhere from 95 to considerably over 100 degrees?

A. Yes.

XQ. 61. Perfect sunshine without any fog or any-

thing of that kind ?

A. Yes.

XQ. 62. Now, in cases where raisins were put into a

drier and subjected to a considerable heat, greater heat,

for the purpose of completing the drying of the raisins,

greater heat than they would be subjected to in the sun,

that process would go on so much more rapidly, wouldn't

it?

A. Yes, sir.

XQ. 63. And the result would be that, if they were

dried until they reached the same stage or condition ap-

proximately as when they were subjected to Ibis process

which you have described, the same chemical change

would have taken place?

A. It would be a continuous one, yes." [Transcript

Record pp. 522-523.]

In answer to Q. 21 Prof. Price says:

"The grape, when placed to dry in the sun, or in the
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artificial heat, we find that a change takes place which

has already commenced in the ripening of tJie grape. In

the grape, one of the constituent elements is called pec-

fose; that is the substance that gives the firmness and

hardness to the unripe fruit. As the fruit is ripening the

pectose gets changed to pectin." [Transcript Record

P- 505-]

Prof. Price says pectose is in all fruit and changes to

pectin.

"XQ. 76. Are these compounds common to other

fruits ?

A. Yes.

XQ. yy. Pectose and albuminoids?

A. Yes. Scarcely any organic compound of nature,

any fruit is free from albuminoids. For instance, take

the peeling of an apple, and you put that in water and

you get a thick material ; that is what makes it into pec-

tin and pectic compounds, and gelatinizing fruit.

XQ. 78. And it is that part of the apple,—that ele-

ment in the apple is what makes the best part of it for

jelly?

A. Yes, that is used largely for that purpose."

[Transcript Record p. 525.]

If then the Blatchly drier of Defendant's Exhibit 2

[Transcript Record pp. 209-214] be used in the drying

of any kind of fruits, raisins, etc., as in the specification

of the Blatchly patent described and suggested, it is,

according to fJie testimony of Prof. Price, solely and

simply a matter of completely drying such fruit or raisins

to turn the pectose into pectin. In other words the keep-

ing qualities of the dried fruit or raisins depend solely
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upon the degree to which the drying process is carried.

This was exactly the purpose for which the Blatchly drier

was designed, and this chemical change is inherent in its

use according to Prof. Price's testimony. This patented

structure or device became public property in 1902 and

cannot be repatented to appellant by any subsequent pat-

ent.

This appellee, in common with all the peoule, has the

right to use this Blatchly drier for all the purposes for

which it was designed and to all the degrees of its use-

fulness. That the public might so, at all times, possess

it, Mr. Blatchly, as the consideration for the grant to

him of his patent, recorded in the Patent Office his full,

clear and exact description and specification of it. To

now permit the appellant to appropriate its use for dry-

ing raisins, to the exclusion of the public, is not conso-

nant w'ith either the letter or the spirit of the patent laws.

If the alleged process is practiced by using the Blatchly

drier, then it is clear that it is common property. That

the Blatchly drier practices the alleged process is clear

from the terms of appellant's seventh claim

:

"The process of treating raisins, which consists in

heating the raisins and tJien cooling tJiem."

Dry the raisins in a Blatchly drier and then take them

out, as appellee does, and the raisins cool,—the claimed

process is complete. The chemical changes testified to

by Prof. Price are accomplished.

It is thus rendered certain that the alleged process is

nothing more than the use of the Blatchly drier accord-

ing to the law of its normal operation to produce th -

effect and result for which it was designed. It was not
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Mr. Forsyth's invention and could not, in accordance

with the patent statutes, be patented to him,—he was

not the original or first inventor thereof, but long prior

to him Mr. Blatchly and the government (on behalf of

all the people) contracted for the free use of this drier

in this manner. Forsyth was an interloper and could

not withdraw from the people rights already possessed

by them.

No claim is made by appellant that appellee has used

any means for producing artificial cold. No refrigerat-

ing plant is owned by appellee. Yet one of appellant's

witnesses testifies that the Forsyth process is impractic-

able unless artificial cold is used.

"Q. 171. Then you would consider a process thus

stated, to-wit, the process of treating raisins which con-

sists in heating the raisins and then cooling them, an im-

practicable process?

A. It depends on how you would heat them and cool

them. We are doing it now with heating and cooling

them.

Q. 172. Qualifying it 'by artificial heal and arti-

ficial cold?'

A. Yes, sir.

Q. 173. But, unqualified, would you regard it as an

impractical process?

A. Yes, sir," [Tcstiiiiony of appellant's practical

expert, Adam H. Mozvaf, Transcript Record p. 560.]

This testimony is quoted as showing just what appel-

lant's own expert witnesses think of the disclosure of the

Forsyth patent. It also emphasizes the utter lack of the

Forsyth process, as claimed by appellant, of any patent-
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able subject matter. Furthermore, it shows that in case

any slight part of the Forsyth patent,—any '^laim there-

ofj—can be held valid, that such claim must be very nar-

rowly construed. It emphasizes the necessity of the

court carefully ])t)inting- out the novelty and sco])e of any

such claim if any thereof can be found to disclose either

invention or patentable novelty over the prior art as ex-

hibited in this case. It is, however, most confidently be-

lieved that not an atom of invention or patentable novelty

is left in the Forsyth disclosure over the prior knowledge

and prior art.

Appellee does not deny that it uses a dryer m which

the raisins are desiccated. When the raisms are re-

moved from the dryer they are allowed to cool by being

simply set out into the open room.

There is no evidence in the case that defendant has

ever used a separate cooler with a blower for blowing

cold air over the raisins. It is apparent, therefore, that

even if claim nine (9) or claim twelve (12) could be

sustained and could be held to include the use of a blower

as distinguished from a natural draught of air, these

claims are not infringed.

The decree dismissing the bill was correct and should

be affirmed.

Fre;derick S. Lyon,

Solicitor and of Counsel for Appellee.
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I.

The first point made by the learned counsel for ap-

pellee in his brief is the contention that the findings of

the lower court will not be disturbed in the case of con-

flicting evidence regarding matters of fact unless it

clearly appears that beyond question the findings are

contrary to the evidence.

The particular point to which the counsel applies

this rule is the matter of the oral testimony regarding

the alleged prior use by Hayden, which was held by



the lower court to be a strict anticipation. We insist,

however, that the rule invoked has no application to

the case in hand. On an appeal in an equity case in

the Federal Courts, the review by the appellate court

is in the nature of a trial de novo. It is the duty of the

appellate court to review the evidence and determine

for itself the correct conclusion to draw. It does not

content itself, as counsel seems to think, in finding

whether the evidence is conflicting, and if conflicting,

in declining to review it. On the contrary, it must

practically try the case de novo. This is especially the

case where the disputed question is one of strict antici-

pation of a patent, because in that case the burden of

proof is on the defendant, and he must establish the

same beyond a reasonable doubt. It is not sufficient

for him to raise a doubt, for in that event the law holds

that his defense is not made out. Such being the case,

it necessarily follows that the appellate court must re-

view the evidence for itself and draw its own conclu-

sion as to whether that evidence is sufficient to estab-

lish the point beyond a reasonable doubt. The fact

that it is conflicting, if it be conflicting, tends rather

to the advantage of the patent owner than otherwise,

because, if the evidence is conflicting, it was the duty of

the lower court to hold that the defense was not made

out beyond a reasonable doubt. The very fact of con-

flict in the evidence implies a doubt on the question of

anticipation.



In support of his contention, the learned counsel for

appellee, at page 6 of his brief, cites the case of Paulus

vs. M. M. Buck Mfg. Co., 129 Fed. Rep., 597, and

the cases there referred to. Upon investigation it will

be found that the case cited does not meet the facts in

hand. The issue in that case was solely one of title to

the patent sued on, and related in no manner to the

validity of the patent. No question of anticipation was

raised, and, consequently, the rule of evidence regard-

ing anticipatory matters was not involved. That we

are right in our contention will be seen from the fol-

lowing quotation at page 597, viz:

"In the last analysis, therefore, the decision of

this case is conditioned by the answers to these two

questions of fact: Did the owners of the patent

grant the exclusive rights under it to the Paulus

R. R. Drill Company in 1890? Did the defend-

ants have such notice of this grant as would have

put a man of reasonable prudence and diligence

upon an inquiry which would have discovered it

before they acquired their respective interests? The
burden was upon the complainants to prove a state

of facts that would sustain an affirmative answer to

each of these questions. The evidence upon each

of these issues was conflicting. This was a suit in

equity. The chancellor found that one or both of

these questions must be answered in the negative, for

he found for the defendants. This finding placed

an additional burden upon the complainants, for

the presumption is that the conclusion of a chancel-

lor upon conflicting evidence is correct, and it ought



not to be disturbed unless an obvious error has in-

tervened in the application of the law, or some

serious mistake has been made in the consideration

of the evidence."

It will be observed from the foregoing that the bur-

den of proof was upon the complainant to prove title

to the patent in question. The evidence thereon was

conflicting. A doubt was raised. Consequently, the

court held that the complainant had not produced that

quantum of proof which the law requires. Conse-

quently, he failed in his proof. But in our case we

have a different state of facts. Here it was the defend-

ant's duty to prove anticipation beyond a reasonable

doubt. The burden of proof was upon defendant. If

the evidence on the point was conflicting, and he suc-

ceeded only in raising a doubt, he failed to make out

this defense. The fact that the lower court ruled in

his favor, holding that he had made out his defense,

surely cannot so circumscribe the functions of this Court

as to prevent it from inquiring whether the lower court

was right or not. The position of counsel seems to be

that inasmuch as the evidence on the point was conflict-

ing, this Court will presume that the lower court was

right and that this presumption absolutely prohibits

the appellate court from an examination of the matter.

There is no such law or rule of practice. While it is

true that there is a certain presumption attaching to

the decree of the lower court, nevertheless it is equally

true that the appellate court has plenary power to re-



view that decree and set it aside, if it sees fit to do so.

In other words, a review by the appellate court is a trial

de novo. We submit, therefore that the rule of law

invoked by appellee at page 6 of his brief has no ap-

plication.

II.

The next point advanced by appellee is an answer to

our contention that the notice regarding the Hayden

prior use was not sufficient under the statute. In our

opening brief, we pointed out the fact that the prior

use of Hayden could not be properly considered for the

purpose of strict anticipation for the reason that the

provisions of Sec. 4920 of the Revised Statutes had not

been followed in setting up the alleged prior use, the

defect consisting in a failure to specify the place where

the prior use was had. That such a requirement is

necessary is clearly shown by the authorities cited at

page 33 of our opening brief, the principal one of which

is the decision of this Court in Morton vs. Llewellyn,

164 Fed. Rep., 694, in which counsel for appellee here

was the counsel for the patent owner.

Several answers are advanced by appellee's counsel.

First, it is asserted that this objection was not urged in

the lower court, and is consequently waived. By refer-

ence to the record, it will be seen that we objected to

each and every question asked the witnesses Hayden

and Little for the specific reason, among others, that

the place of the anticipating use had not been specified.



Our objection to Little's testimony is on page 45 of the

record, and to Hayden's testimony on page 63. Under

these circumstances, we cannot see how the appellee

can assert that the objection was not urged in the lower

court.

It is next asserted by appellee that the rule of law in

question is not applicable to equity cases, but only to

law cases. (See pages 7, 8 and 9 of his brief.) But

this objection is not well taken. Section 4920 of the

Revised Statutes provides that in suits in equity like

defenses mav be pleaded as in actions at law, and that

proof of the same may be given "upon like notice in the

answer of the defendant, and with the like effect" as in

actions at law. The only difference is that in actions at

law the matter must be set up in what is called a special

notice, while in suits in equity it must be set up in the

answer.

ft is next asserted by appellee (pages 9-10) that the

notice given in this case is a substantial compliance with

the provisions of the statute; but this will be clearly

seen to be erroneous by reference to the statute and

the decisions. The statute says that the notice must

specify, among other thangs, where the alleged prior

use ivas had. The reason for this is that prior use in a

foreign country is no anticipation. Consequently, if a

defendant merely specifies the name of a person who

had the prior use, it might be that said prior use was

had in a foreign country. Therefore, the statute is

explicit in requiring that the notice must state where
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the same effect, and they are cited by us on page 33 of

our opening brief. We submit, therefore, that the stat-

ute is not substantially complied with unless the place

where the use was had is specified.

It is next asserted by appellee (pages lo-ii) that no

motion was made by us in the lower court to strike out

the testimony of Hayden and Little, and that in the

absence of such motion the objection is waived. But

this is not the correct practice. It is not necessary to

move to strike out such testimony. On the contrary,

such a motion would be denied for the reason that the

testimony is competent and proper for the purpose of

showing the state of the art, although not competent

or proper for showing anticipation. This is hornbook

learning, and as late as the case of Morton vs. Llewel-

lyn, 164 Fed., 694, this Court pointed out that in the

absence of such notice as the statute requires, the evi-

dence is receivable for the purpose of showing the state

of the art and to aid in the proper construction of the

patent, citing:

Grier vs. Wilt, 120 U. S., 42;

Vance vs. Campbell, et al., i Black., 430;

R. R. Co. vs. Dubois, 12 Wall., 65;

Brown vs. Piper, 91 U. S., 41 ;

Eachiis vs. Broomall, 115 U. S., 43.

In view of the foregoing, it follows that if we had

made a motion to strike out these depositions, such mo-



tion would have been denied as improper for the reason

that the testimony would be admissible for the pur-

pose, as this Court shows, "to show the state of the art

and to aid in the proper construction of the patent."

We did all that the law requires us to do; that is to say,

we made specific objection to the testimony for the rea-

son, among others, that the place where the alleged

anticipating use was had was not specified. The lower

court paid no attention to this objection, but held that

the evidence was a strict anticipation of the patent in

suit. We submit that this was error.

It is lastly asserted by the appellee that our point

cannot be considered for the reason that there is no

assignment of error on the point, it being contended in

that behalf that to bring these objections before the

court it would be necessary for the appellant to assign

as one of the errors, to correct which the appeal was

taken, that the Circuit Court erred in not excluding

the testimony of Edwin Hayden and Thomas J. Little

on the ground stated in the objection. (See appellee's

brief, pages 11-12.) We submit, however, that this is

not correct. As we have already shown, there was no

obligation on our part to move the court to exclude

the testimony. Indeed the court could not have ex-

cluded the testimony on the ground urged, for it was

prefectly competent to go into the record "to show the

state of the art and to aid in the proper construction of

the patent." The point we make is that the lower court

made improper use of the testimony by holding it to
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pose of showing the state of the art and construing the

patent. Our assignments of error are amply sufficient

to reach this point. The first assignment of error,

omitting certain matters not pertinent, reads as follows:

"i. Error of the court in holding from the testi-

mony of Hayden and Little . . . that the process

covered by the Forsyth patent, No. 611,782, lacks

novelty."

The second assignment of error reads as follows:

"2. Error of the court in holding that the patent

in suit. No. 611,782, lacks novelty by reason of the

testimony of Hayden and Little, etc., etc."

Assignments of error Nos. 6, 7 and 8 read as follows:

"6. Error of the court in holding that the de-

fendant's proof of prior use was not open to any of

the attacks made upon it in complainant's briefs.

"7. Error of the court in holding that the de-

fendant's proof of prior use afifords a complete de-

fense to the suit.

"8. Error of the court in holding that the proof

of prior use ofifered by defendant was sufficiently

established to constitute a defense to the suit."

Assignments of error Nos. 13, 14 and 15, read as

follows:

"13. Error of the court in holding that prior to

the date of the Forsyth invention covered by said
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patent, No. 611,782, it was known to the witness

Hayden that the drying of raisins by artificial heat

enhanced their keeping qualities.

"14. Error of the court in holding that the patent

in suit, No. 61 1,782, is void for lack of novelty.

"15. Error of the court in holding that the patent

in suit, No. 61 1,782, was anticipated by prior use of

the witness Hayden and the witness Little."

And assignments 20, 21, 22, 23, 24 and 25, specify

the error of the court in holding each claim sued on to

be void.

We submit that the foregoing assignments of error

are amply sufficient to reach the point in question and

to justify this Court in reviewing the same.

III.

The next point advanced by appellee is that the patent

in suit is void for the reason that the Forsyth process

consists in nothing more than the normal use and opera-

tion of fruit driers which were in existence prior thereto.

More briefly stated, their argument is that when

raisins were put into a fruit drier, they were dried, and

when taken out they would naturally cool. This argu-

ment constitutes the main part of appellee's brief. It

was a point not passed on specifically by the lower court.

The lower court seems to have assumed that the patent

was not liable to that objection, but found that the

patent was strictly anticipated by reason of the prior use
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of Hayden. How far, therefore, this Court desires an

argument on the question we do not know, nor do we

know whether it is proper for us to indulge in a lengthy

argument on the point. Out of abundance of caution

we did argue the point in our opening brief between

pages 93 and 146. We shall not repeat that argument

in this reply brief any further than to say that the

Forsyth process operates upon raisins per se and not

upon green grapes nor half dried grapes. We are free

to admit that prior to the invention green grapes had

been put into a drier and dried for the purpose of con-

verting them into raisins. We also admit that partially

dried grapes soaked with premature rains had been

put into such driers for the purpose of being finished

in the curing, because of the fact that the rains had pre-

maturely come and they could not be finished by sun

drying. That was the state of the art at the time of the

Forsyth invention. Prior to that invention we insist that

no one had taken thoroughly dried raisins, raisins per se,

and put them into a drier where they were subjected

to a high degree of heat, and then taken them out and

quickly cooled them, and while in such cooled condi-

tion cap stemmed and cleaned them. Prior to the in-

vention there was no occasion for any person to do

any such thing. When the raisins had been fully cured,

they were put on the market and sold in that form.

It was only when seeded raisins came into existence

that it became necessary to put fully dried raisins in a

drier and there subject them to a high degree of heat
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and then quickly cool them, and cap stem and clean

them while in the cooled condition. This was For-

syth's invention, and there was no occasion to practice

it until seeded raisins came on the market in 1896.

This is an answer, in our opinion, to the contention that

the Forsyth process is nothing more than the usual and

normal operation of an old fruit drier. If that argu-

ment were sound, it would be equally true that Whit-

ney's great invention consisted in nothing more than

the usual and normal operation of an old heating

furnace. All he did was to put his car wheels into an

old and well known furnace and there subject them

to a high temperature, and then take them out and al-

low them to cool slowly. He invented no furnace for

that purpose. He used the old furnace that had been

known for years. If the learned counsel for appellee

here had been the counsel for the infringer in Whitney's

case, we imagine that he would have argued the patent

to be invalid for the reason that it was nothing more

than the usual and normal operation of an old furnace.

He would have said:

"Put the car wheels in a furnace, and they will

be subjected to a high degree of heat. Shut ofif the

heat and blow cold air through the furnace or take

out the car wheels and expose them to the atmos-

phere and nature will cool them; that is the entire

process."

He uses the same line of argument in the case at bar.

He says put the raisins in the old Blatchly fruit drier
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aad they will be heated to a temperature of 150 degrees,

and thereby will be dried; take them out, blow a cool

blast of air over them or place them in the open air and

allow the wind to blow over them, and nature will cool

them. That is the whole of the Forsyth process.

We reiterate that the Whitney-Mowry case (14

Wall., 628) is a perfect parallel to the case in hand,

and upon the authority of Whitney's case we think it

follows conclusively that Forsyth's patent must be de-

clared valid.

IV.

Forsyth claims.

The treatment of the Forsyth claims by appellee is

not fair. The discussion is found between pages 71 and

90. He disposes of claim 7 by saying that in terms it

covers any and all kinds of heating in any and all kinds

of apparatus, and any and all kinds of cooling in any

and all kinds of apparatus or even by exposure to the

atmosphere, and anybody heating a raisin and then cool-

ing it infringes the patent. But it must be remembered

that every patent claim must be construed not according

to its strict and literal language, but according to and

in connection with the specification of the patent. We
have discussed this matter between pages 146 and 150 of

our opening brief, and do not care to say anything fur-

ther on the subject. We ask the Court, however, after

reading appellee's brief on this subject to then turn
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back to our brief and read from page 146 to page 150.

So much for claim 7.

Appellee disposes of claim 8 by saying that it is only

a change in degree from claim 7. Claim 8 provides

that the raisins, after being heated, must be quickly

cooled. Appellee's counsel says of this that the only

advantage in quickly cooling the raisins is to hasten the

operation, simply to save time. Consequently, he urges,

that this is a change in degree only.

This argument shows that counsel has failed to grasp

the real nature of the Forsyth invention. Quick cooling

is a very essential step of the Forsyth process. Its ob-

ject is not to save time, or to make the process more

expeditious. It has a material and essential function.

When the raisins are taken from the drier, with the

moisture all exhausted, they are soft and pliable. In

such condition they cannot be cap stemmed by abrasion.

Consequently, it is necessary to change their condition.

That object is gained by cooling them to such extent

as to make them hard and brittle so that the abrasive

operation can take place. If this cooling action were

carried on slowly, the raisin would re-absorb moisture

from the atmosphere and the consequence would be that

when put into the cap stemmer they would be soft and

pliable, the precise thing which Forsyth wanted to

avoid. It was essential, therefore, that the raisins should

be quickly cooled and put into the cap stemmer in such

cooled condition before they would have time to re-

absorb moisture from the atmosphere. It will be seen,
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therefore, that the quick cooling was not, as asserted by

appellee, merely to save time. The quick cooling is

an essential and necessary step. It is not for the purpose

of curtailing expense nor saving time, as appellee's

counsel seems to think; it is for the purpose of prevent-

ing the re-absorbing of moisture by the raisins. With-

out this quick cooling the process would not be appli-

cable. Take the raisins from the drier and place them

out in the atmosphere to cool by nature's drafts, and

allow them to remain there until next morning, and

then try to cap stem them. It will be found that in such

condition they have re-absorbed moisture and cannot

be cap stemmed. They will be soft and pliable. But

cool them quickly by drafts of cold air immediately

after they are taken from the drier, and they will be in

the condition of being hard, dry, and brittle, so as to

rattle like navy beans, and if they are put in the cap

stemmer in that condition they will all be easily and

quickly cap stemmed.

Appellee's counsel disposes of claim lo by saying that

it merely brings into operation the additional feature

of using a machine for cap stemming, and inasmuch as

cap stemming machines were old at the time, it consti-

tuted no invention to use it in this connection. And
he disposes of claims ii and 12 on substantially the

same lines by saying that they merely bring in the addi-

tional features of cleaning and separating. He forgets,

however, that these claims are for a process involving

several distinct and independent steps, and that in car-
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rying out these processes, old machines may be utilized,

just as Whitney utilized the old furnace for heating car

wheels. In such cases the invention consists in the

combination of the old elements, not in the individual

elements themselves.

Just a word further on the subject of claims. Appel-

lee's counsel discusses claim i, of the patent, which is

not involved here, and says that we concede its in-

validity. From this imaginary concession he argues

invalidity of claims 7, 8, 9, 10, 11, 12. We make no

such concession. Claim i is not sued on, not involved

here. Hence there was no occasion for us to consider

it at all. We not only did not concede its invalidity but

did not consider it at all. The statement of counsel,

therefore, is incorrect. JVe did not concede its inva-

lidity.

It is also contended by appellee that the process of

the claims in question is not complete in that it does not

provide for a final heating or steaming of the raisins

immediately prior to seeding. This pont is probably

not involved on this appeal; but if it were involved, it

is a sufficient answer to say that the claims would be

good as sub-combinations. Counsel is perfectly aware

of the doctrine of sub-combinations and it is applicable

to processes as well as machines. In case of a machine

a man may claim the combination of all its parts, or he

may make a sub-combination covering only certain spe-
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cified parts of the whole. So in the case of a process,

he may cover all the steps of the process, or he may
cover only certain specified steps of the process as a

sub-combination. We freely admit that Forsyth was

entitled to make a claim including the final heating or

steaming of the raisins after they came from cap stem-

mer preparatory to seeding. His solicitor, however,

did not seem to know enough about patent law to ask

for such a claim. This, however, did not prevent him

from asking for the claims to sub-combinations, which

consist of all the steps of the process except the final

one of heating and steaming, though these sub-combi-

nations are essential in obtaining the ultimate result

sought. Hence they are useful and are patentable. It

is a case merely where the patentee did not claim all

that he was entitled to.

VI.

It is asserted next by appellee's counsel, at page 1 1S>

that there is no evidence in the case that the defendant

has ever used a separate cooler with a blower for blow-

ing cool air over the raisins, and for that reason it is

asserted that claims Q and 12 can not be infringed. But

in this assertion, the counsel is in error, for the testimony

of the witness Neil shows that the defendant did use

such an apparatus. His deposition begins at page 230

and ends on page 241 of the record.
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VII.

hayden's testimony.

Appellee's counsel has but little to say in his brief

regarding the testimony of Hayden and Little. Al-

though the decision of the lower Court was based pri-

marily on this testimony, the counsel fights shy of it.

In our opening brief, between pages 34 and 67, and also

between pages 78 and 92, we discussed the matter in de-

tail, and pointed out many reasons why that testimony

was insufficient to show anticipation. We also dis-

cussed the reliability and character of the witnesses and

pointed out the deficiencies, contradictions, and im-

probabilities of the testimony. We also showed that

the alleged prior use did not put the world into perma-

nent possession of the Forsyth process, but was nothing

more than an abandoned and forgotten art, and finally

we urged that the said use was different in purpose

from that of Forsyth, and was accidental and uninten-

tional and conferred no benefit on humanity. The

learned counsel for appellee answers none of these ar-

guments except that he points out two instances in the

testimony of Hayden where he says we are in error.

The first related to Mr. Cahen. Hayden testified that

he was in partnership with Cahen; but as Cahen was

not called as a witness, we argued that the presump-

tion was that his evidence would have been unfavorable

to the appellee.
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The second point related to the fact that Hayden

testified that he renovated raisins for J. K. Armsby &
Co., Griffin & Skelly, G. W. Mead and Castle Broth-

ers, but none of these parties were called as witnesses

for corroboration. In that case, likewise, we urged

that the failure to call those witnesses was presumptive

evidence against the appellee's contention.

The learned counsel for appellee now replies that

we ourselves should have called these witnesses, and

that our failure to do so was presumptive evidence

that if they had been called they would have corrobo-

rated Hayden. This is indeed a most remarkable con-

tention. The burden of proof was on the appellee.

He rested his case solely on the testimony of Hayden

and Little, though the record shows that there were

other witnesses within call who could have testified

to the facts if they were true. Under such circum-

stances the rule of law regarding anticipation is that

the defense is not made out. We chose to rely upon

that rule of evidence. We were entitled to do so.

There was no burden on us to call these other wit-

nesses. The burden was on the appellee. The fight

was his. He was the aggressor, the attacking party.

The burden of proof was on him, and if he fails to pro-

duce the requisite amount of proof, the fact that there

were other witnesses who could have testified, but who

were not called, is presumptive evidence against him,

not against us.
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As already remarked, those two little minor points

are the only ones which the appellee's counsel has seen

fit to answer. Therefore, we reiterate what we have

said in our opening brief regarding the insufficiency

of the proof of the Hayden prior use, and ask your

Honors, after reading the brief of appellee, to go back

and read what we have said in our opening brief on

the subject. We have there stated it in the strongest

way we could, and we do not see how we can add any-

thing else to it. If the appellee's counsel had attempt-

ed to answer it, we might have been called on to again

reargue the question, but as he has treated it with si-

lence, we shall leave it in the condition in which it is

in our opening brief.

SUMMARY.

It must be remembered that the claims of the patent

in suit relied on relate primarily to the preparation of

raisins for seeding purposes. In such preparation of

raisins a two-fold problem is met with, viz. : (
i

) « com-

plete' removal of all the cap stems, and (2) enhancing

the keeping qualities of the fruit.

So far as the first of these problems is concerned, it

did not arise until the advent of seeded raisins, which

we have already shown was in 1896. Prior thereto,

raisins had been sold only as layers and loose, in neither

of which cases was it necessary or even desirable to

remove any of the cap stems. In the case of layers,

not even the parent stems were removed, because in that
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case they were packed in the original bunches, and per

force the cap stems were not removed.

In the case of loose raisins, it was necessary to remove

the parent stems, but not the cap stems. These cap

stems were not removed until the raisins were used for

cooking purposes, and then only by hand-picking on

the part of the cook. Under these circumstances, it

goes without saying that there was no machine known

for removing the cap stems. True, there was a ma-

chine known for removing the parent stems, and in

using it some of the cap stems were accidentally

knocked ofif, but only then to a small extent, according

to Gartenlaub, about five per cent. That, however,

was a purely adventitious circumstance. But when

seeded raisins came into existence in 1896, it was found

absolutely necessary to remove the cap stems, all of

them. This was an indispensable requisite, for seeded

raisins with any of the cap stems left remaining were

unsalable. Hence the problem of removing the cap

stems then and there arose for the first time in the art,

and it was necessary to devise some means of doing it.

Forsyth addressed himself thereto. He first attempted

to remove the cap stems by hand-picking, but of course

that process proved too tedious and expensive and was

abandoned. He next devised a machine for the pur-

pose of removing the cap stems, consisting of cylinders

with rotating brushes running at a high rate of speed.

The raisins were taken as they came from the sweat box
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and put into this machine, whereby the rotating

brushes were supposed to brush off the cap stems.

In answer to question No. 107 (Record 461), Mr.

Gartenlaub says:

"He (Forsyth) first started to remove the cap

stems by hand. He then had machines built con-

sisting of cylinders with brushes running in the

cylinders, and he would feed these raisins into the

machines, and by working the machines fast he

would get about three-quarters, may be, of the stems

off. At that time the demand for seeded raisins

was new and people only bought them in small

quantities at a time, but whenever they carried them

for any length of time, they would not keep. After

that he introduced this process."

These machines proved ineffectual for the purpose

intended, and were consequently abandoned. Upon

further experimentation, Forsyth hit upon the inven-

tion in question. He realized that in order to remove

the cap stems by abrasion, it was necessary that the rai-

sins and the adhering cap stems should be in a dry and

brittle condition, for in that condition only could they

be easily rubbed off. To get them in that condition it

was essential to remove all of the moisture in both the

raisins and the cap stems. This moisture could be re-

moved only by heat, and for that purpose he placed the

raisins in his heating apparatus and heated them to a

degree of heat approximating 150 degrees Fahrenheit.

This was found sufficient for the removal of the mois-
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ture, but it left the raisins soft and pliable, and of course

the abrasive process could not be carried out while

they were in that condition. Hence he found it neces-

sary after the moisture was removed to get the raisins

in a hard and brittle condition. This end he attained

by placing them in a cooling apparatus, and quickly

cooling them to a temperature of about 45 degrees.

Thereby they became hard, dry, and brittle, and would

rattle like navy beans. In such condition the cap stems

could easily be removed by abrasion.

In this connection too much stress can not be laid

upon the fact that this cooling must be quickly done as

soon as the raisins are taken from the drier, and that

the cap stemming operation must be performed while

the raisins are in the hard and brittle condition. If the

raisins were allowed to cool slowly, when taken from

the heater, it is true that they could be brought to the

required degree of low temperature, but at the same

time they would re-absorb moisture from the surround-

ing atmosphere, and in that condition they could not

be cap stemmed by abrasion. Consequently, when the

raisins were removed from the heater, they were imme-

diately placed in the cooler where they were subjected

to drafts of cool air, and thereby they were quickly

cooled, and while in that condition, and before they

could re-absorb any moisture so as to again become soft,

they were run through the cap stemmer, whereby all

of the cap stems were removed. This solved the prob-

lem of removing the cap stems.
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The next thing to be considered was some process

whereby the keeping qualities of the raisins would be

enhanced. When raisins are seeded, their interior is

exposed to atmospheric influences, and that results in

a tendency of the saccharine matter to crystallize and

sugar. This tendency had to be overcome, for other-

wise the seeded article would not keep. Forsyth discov-

ered that by heating the raisins to a temperature of 150

degrees Fahrenheit, he not only succeeded in subtract-

ing the moisture from the raisins so that when quickly

cooled they could be easily cap stemmed, but also that

this heating process converted the pectose into pectin

and other pectic compounds, which acted as a varnish

to cover over the perishable parts of the raisin meat and

prevent further crystallization and sugaring from con-

tact with the atmosphere. By this process, therefore,

of heating and quickly cooling, Forsyth solved the two-

fold problem which had confronted him. In other

words, he put the raisins into condition where they

could be easily and expeditiously cap stemmed, and also

produced certain chemical changes whereby further

crystallization and sugaring were prevented, and the

keeping qualities of the seeded article enhanced. This

is the whole story in a nutshell Thereupon the process

was put into successful use by him, and was subsequent-

ly adopted by all people in the seeded raisin business

without exception. In fine, it went immediately into

universal use, and has continued to be in universal use

from that time to the present day. Its value is unques-
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tioned. The attack, made against it is that it involved

no invention ; but we think that the decisions of the Su-

preme Court conclusively settled this question.

The case of Mou^ry vs. Whitney, 14 Wall., 620, is a

close parallel, and that is the standard case on the sub-

ject of process patents. The invention consisted simply

in heating car-wheels to a high temperature and then

slowly cooling them. In that case quick cooling would

not accomplish the object sought, because it would tend

to make the metal brittle, whereas slow cooling would

cause the wheels to become soft and tough. Hence the

claim was for heating and subsequent slow cooling of

the car-wheels. In Forsyth's case, he uses heating and

subsequent quick cooling for the purpose of obtaining

a certain result as applied to raisins. If Whitney's

process was valid for accomplishing a certain result

which he had in view, then it follows that Forsyth's

claim is valid for accomplishing the particular purpose

which he had in view. Compare Whitney's claim with

Forsyth's claim 8, viz.:

Whitney.

The process of treating

partially cooled car-

wheels which consists in

heating them to a high

temperature and then

slowly cooling them, sub-

stantially as set forth.

Forsyth.

The process of treating

raisins which consists in

heating the raisins and

then subjecting them to a

current of air whereby

they are quickly cooled,

substantially as set forth.
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The Supreme Court held that Whitney's patent was

valid, and upon authority of that case we insist that

the Court should hold that Forsyth's claim is valid.

The same rule was applied in the case of Rubber

Co. vs. Goodyear, 9 Wall., 794, where the claim in sub-

stance was for a process of treating crude india rubber

which consists in heating it to a high temperature sub-

stantially as specified. Such a claim was even broader

than Whitney's, in that it consisted simply in heating

the substance to a high temperature.

Professor Morse's first claim was likewise in the

same category (O'Reilly vs. Morse, 15 How., 62).

Bell's claim for the telephone is along the same lines

(Telephone case, 126 U. S., 531).

Judge Taft's decision in the case of American Fibre-

Chamois Co. vs. Buckskin Fibre Co., 72 Fed. Rep.,

509, is to the same efifect. The process there related

to the reduction of fibrous sheets to a soft and pliable

condition, and claim i of the patent reads as follows:

"The process herein described of reducing fi-

brous sheets to a soft and pliable condition, the

same consisting in first moistening and then pound-

ing said sheets while in a moist condition substan-

tially as described."

In other words, the patentee simply moistened the

sheets by immersing them in water, and then pounding

them with a hammer, or other implement. This claim

was held by Judge Taft to be valid.
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Substantially the same line of argument was used by

the Supreme Court in the case of Carnegie Steel Co.

vs. Cambria Iron Works, 185 U. S., 403. The claim

there involved reads as follows:

"In the art of refining iron directly from the

smelting furnace, the process of equalizing the

chemical composition of the crude metal by thor-

oughly commingling or mixing together the liquid-

metal charge and subsequently refining the mixed

and equalized charge, substantially as and for the

purposes described."

The latest contribution by the Supreme Court to

the literature on this subject is the case of Expanded

Metal Co. vs. Bradford, 214 U. S., 366, where Mr.

Justice Day examines the principal cases on the subject

of process patents, and holds as valid a claim for the

process of producing expanded metal. An examina-

tion of that decision will aid in the correct decision of

the case at bar.

Respectfully submitted.

JOHN H. MILLER,
WM. K. WHITE,

For Appellant.
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WILLIAM A. GILMORE, Nome, Alaska,

GEO. B. GRIG^BY, Nome, Alaska,

Attorneys for Defendants.

In the District Court for the District of Alaska,

Second Division.

No. 2065.

W. J. ROGERS and ALBERT FINK, as Copart-

ners, Under the Firm Name and Style of THE
GOLDEN BULL MINING COMPANY, and

F. R. COW^DEN, G. T. SNOWDEN, C. A.

DENS^IORE, H. H. DAVIES, LEO LOE-
WENHERZ, E. E. CHILBERG, C. V.

LA FAROE and IRA D. ORTON,
Plaintiffs,

vs.

OTTO HALLA, JOSEPH HAMMER, B.

SCHWARZ, ELWOOD BRUNER, J. ALLI-

SON BRUNER, J. J. CHAMBERS and W. A.

GILMORE,
Defendants.
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Bill of Exceptions.

Be it remembered, that on the 1st day of Octo-

ber, 1910, ill the above-entitled action, a certain affi-

davit was filed therein, in the words and figures fol-

lowing, to wit:

[Affidavit of B. Schwarz.]

United States of America,

District of Alaska,—ss.

B. Schwarz, being duly sworn, deposes and says:

That he is one of the defendants in the above-en-

titled action; that he is now, and at all the times

mentioned herein was, a part owner of the Golden

Bull Mining Claim, situated in Cape Nome Mining

and Recording District, District of Alaska; that

plaintiffs are in possession of said Golden Bull Min-

ing Claim under and by virtue of a writ of possession

issued out of this court, in pursuance of a mandate

issued by the Circuit Court of Appeals of the United

iStates, in and for the Ninth Circuit, in the case of F.

R. Cowden, et als., vs. Otto Halla et al.. No. 1684;

that the plaintiffs claim the right to the possession

of said premises under and by virtue of a certain

indenture of lease made and entered into the 26th

day of February, 1906, between affiant and his co-

owners lessors, and said F. R. Cowden, lessee, a copy

of which said lease is hereunto attached marked

Exhibit "A" and made a part of this affidavit; that

the plaintiffs herein, other than said F. R. Cowden,

are assignees of said lease; that by said lease it was

provided that the said lessee should "perform upon



W. J. Rogers et at. 3

said premises at least a hundred dollars worth of

labor during each year of said lease for the purpose

of holding said claim, as required h.y law, and to

make all necessary proof of said labor before October

1st of each year." It was also further provided in

said lease that "time is of the essence of this agree-

ment, and this agreement shall extend to and be

binding upon said parties their heirs, personal repre-

sentatives and assigns." It was further provided

in said lease that, "Upon the violation by the lessee

or any person under him of any covenant herein-

above contained, the term of this lease shall, at the

option of tlie lessors, expire and the same and the

said premises with the appurtenances, become forfeit

to the lessors,"

Affiant avers that he was well acquainted with the

premises in controversy, and that he has been over

and upon the said premises many times during the

year 1910, and up to and including the 30th day of

September, 1910, and that he knows that neither the

plaintiff, Cowden, nor any of the other coplaintiffs

in the action have performed upon said premises one

hundred dollars worth of labor and improvements or

labor or improvements upon said claim, for the pur-

pose of holding said claim, as required by law, during

the period of time between December 31, 1909 and

the first day of October, 1910, as required by the pro-

visions of said lease.

Affiant also avers that he has examined the records

of Cape Nome Mining and Recording District, in the

office thereof, at Nome, Alaska, on the first day of

October, 1910, and that no proof of labor has been
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filed by the plaintiff, Cowden, or any of his coplain-

tiffs, or by any persons acting by or on their behalf,

of labor or improvements upon said Golden B\ill

Mining Claim, for the year 1910; affiant has pro-

cured from the recorder of said recording district a

certificate to the above effect, and a copy of which

certificate is hereunto attached and made a part of

this affidavit, and marked Exhibit "B."

Affiant avers that on his own behalf and that of

his co-owners Otto Halla, Joseph Hammer and J. J.

Chambers, he and they have exercised the option to

forfeit said lease and have gone into possession of the

whole of said premises.

Affiant further avers that on the 10th day of July,

1910, an order was duly made and entered in the

above-entitled action, enjoining and restraining de-

fendants herein until the further order of the Court,

from in anywise Avhatsoever interfering with or mo-

lesting plaintiffs in their quiet and peaceful posses-

sion of the premises described in the complaint the

said Golden Bull Mining Claim. That, however,

since the granting of said order of injunction the

plaintiffs and each and all of them have forfeited all

rights they may have had, if any, to the possession of

said premises as above set forth.

Affiant, therefore, on his own behalf and that of

his co-owners, prays the Court to vacate and set

aside said injunction order of July 10th, 1909, and for

such other and further relief as to the Court may
seem proper and agreeable to justice.

B. SCirV\^ARZ.
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Subscribed and sworn to before me this 1st day of

October, 1910.

[Seal] J. ALLISON BRUNER,
Notary Public for Alaska.

Exhibit "A" [To Affidavit of B. Schwarz].

THIS AGREEMENT, Made and entered into this

the 26th day of February, 1906, by and between B.

SCHWARZ, JOSEPH HAMMER and OTTO
HALLA, parties of the first part, and lessors, and

F. R. COWDEN, party of the second part, or lessee,

WITNESSETH:
That the said lessors for and in consideration of

the rents, royalties, covenants and agreements, here-

inafter reserved and by the said lessee to be paid,

kept and performed have granted, demised, let and

leased and by these presents do grant, demise, lease

and let unto the said lessee, that certain placer min-

ing- claim knowTi and described as the GOLDEN
BULL Claim, situated on the divide between New-

ton Gulch and Fox Creek, a tributary to Otter Creek,

as the same has been located January 1, 1904, and re-

corded in Volume 133, page 423, in the books of the

Nome Recording District, District of Alaska, to

which entry reference is made for a more and de-

tailed description of the property. Together with

the appurtenances and the right, privileges and fran-

chises incident thereto.

TO HAVE AND TO HOLD the same from the

date hereof until the 1st day of July, 1909, unless

this lease and the term thereof are sooner forfeited

through the violation of any covenants hereinafter
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contained and by the lessee to be kept and per-

formed. And in fnrtlier consideration of such de-

mise and lease the said lessee covenants and agrees

with the lessors as follows, to wit

:

To enter upon the said mining claim immediately

after the execution of this lease and to work and

mine the same steadily and continuously during the

term thereof, during mining season, and any failure

to work and mine the same as aforesaid for a period

of fifteen consecutive days to be considered at the

option of the lessors, a violation of this agreement.

To allow the lessors, their representatives or

agents at all times to enter upon and into all parts

of said premises for the purpose of inspection. Not

to use any rockers on said premises unless by the

written permission of the lessors or the presence of a

representative of said lessors. To perform upon

said premises at least the amount of one hundred

dollars worth of work during each year of said lease

for the purjjose of, holding said claim as required by

law, and to make all necessary proof of said labor

before October 1st, of each 3^ear.

To keep a true and just account of each and every

cleanup of gold or other metals taken from said

premises, giving the date and amount of each clean-

up and permit the lessors their respresentatives or

agents, without hindrance or delay to be present at

all cleanups, weigh all gold or other metals taken

therefrom for the purpose of ascertaining the

amount thereof, and to give the lessors or their rep-

resentatives at least hours notice to making any

cleanup, if possible.
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To pay and deliver to the lessors or their represen-

tatives upon the premises or at Nome, Alaska, at the

Miners and Merchants Bank Company twenty-five

(25) per cent, of all gold or other metals extracted

from the said premises during the first season of the

year 1906, ending July 1st, 1907, and thirty (30) per

cent, of all gold or other metals extracted from the

said premises during the l)alance of this lease, pro-

vided, however, should the entire output for one sea-

son exceed the sum of forty thousand (40,000) dol-

lars then the royalty shall be forty (40) per cent, on

all excess above the said fort// thousand dollars for

that season; to pay the said royalty to the said les-

sors in the following proportions, to wit: To B,

Schwarz 37.5% thereof, to Otto Halla 37.5^;^. thereof,

and to Joseph Hammer 25% thereof.

To surrender and deliver over to the lessors the

said premises wdth all the appurtenances and all per-

manent imj)rovements, houses and boiler-shed ex-

cluded, in good order and condition for immediate

further mining on the 1st day of July, 1909, without

demand or further notice or at any time previous

upon demand for forfeiture.

To contract or incur no indebtedness or liability

against the said premises and to allow no lien to be

secured against the same on the part of the lessee.

Time is of the essence of this agreement, and this

agreement shall extend to and be binding upon said

parties, their heirs, jjersonal representatives and as-

signs.

And finally upon the violation by the lessee or any

person under him of any covenant hereinbefore con-
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tained, the term of this lease shall at the option of

the lessors, expire and the same and the said prem-

ises with the appurtenances become forfeit to the

lessors.

IN WITNESS A\TIEREOF the said parties have

hereunto set their hands and seals at Nome, Alaska,

the day and year first aboA'e written.

B. SCHWARZ, (Seal)

By OTTO HALLA, His Agent.

OTTO HALLA, ^
(Seal)

JOSEPH HAMMER, (Seal)

Lessors.

F. R. COWDEN, (Seal)

Lessee.

B. SOHWARZ.
Signed, Sealed and Delivered in the presence of

W. W. SALE.

C. H. HAWKINS.
Exhibit "B" [to Affidavit of B. Schwarz.]

United States of America,

District of Alaska,

Precinct of Cape Nome,—ss.

I, GEO. D. SCHOPIELD, United States Commis-

sioner in and for the precinct of Cape Nome, the Sec-

ond Judicial Division of Alaska, do hereby certify

that as such LTnited States Commissioner, I am the

officer in charge of all of the mining records of said

precinct; and I do hereby certify that no Annual

Proof of Labor for the year 1910 has been filed in

this office, for and on account of the GOLDEN
BULL Placer Mining Claim on Fox Creek, a tribu-
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tary to A rtic Creek, so far as a careful search of the

records of my office discloses to me.

WITNESS my hand and official seal tliis 1st day

of October, 1910.

GEO. D. SCHOFIELl),

U. S. Commissioner and ex-officio Recorder in and

for the Cape Nome Precinct, of Alaska.

[Endorsed]: Filed in the office of the Clerk of

the Dist. Court of xilaska, Second Division, at Nome,

Oct. 3, 1910. Jno. Sundback, Clerk. By .

E. Deputy. R.

And thereupon, on October 3d, 1910, upon motion

of defendants, an order to show cause was signed and

filed herein, and on the 4th day of October, 1910,

served upon the plaintiffs herein, in the words and

figures as follows:

[Order to Show Cause, etc.]

In Ihc District Court for the District of Alaska, Sec-

ond Division.

W. J. ROGERS and ALBERT FINK, as Copartners

Under the Firm Name and Style of THE
GOLDEN BULL MINING COMPANY, and

F. R. COWDEN, G. T. SNOWDEN, C. A.

DENiSMORE, H. H. DAVIES, LEO LOEW-
ENHERZ, E. E. CHILBERG, C. V. LA
FAROE and IRA D. ORTON.

Plaintiffs,

vs.

OTTO HALLA, JOSEPH HAMMER, B.

SCHWARZ, ELWOOD BRUNER, J. ALLI-
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SON BRUNER, J. J. CHAMBERS and W. A.

GILMORE,
Defendants.

ORDER GRANTING CERTAIN DEFENDANTS
LEAVE TO MOVE TO VACATE TEMPO-
RARY INJUNCTION AND RESTRAINING
PLAINTIFFS TO SHOW CAUSE WHY SAID
MOTION SHOULD NOT BE GRANTED.

Certain of the defendants in this eanse, to wit:

Otto Halla, Joseph Hammer, B, Schwarz, Elwood

Brunei', J. Allison Brunei* and J. J. Cham])ers, hav-

ing this day submitted to the undersigned their

motion, hereto attached, for an order vacating and

setting aside the temporary injunction heretofore

granted to the plaintiffs herein, which motion is

made upon the ground shown therefor by the affida-

vit of B. Schwarz, attached to said motion and upon

the files, records and proceedings in this cause, and

in the case of F. R. Cowden et al., vs. Otto Halla et

al., cause No. 1684, referred to in said motion and to

bring the same to a hearing at a time and place to be

fixed herein, on reading and considering said motion

and said affidavit annexed thereto.

IT IS ORDERED, that said defendants have leave

to file and serve the same and that the plaintiffs be,

and they hereby are required to show cause w^hy said

motion should not ])e granted, liefore this Court in

the courtroom at Nome, on October 8th, 1910, at

10:00 o'clock A. M., and that this order, with said

motion and affidavit, be served not less thjin three

days before said time, upon Ira D. Orton and V. \{.
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Cowden in person, and upon 0. D. Cochran, as at-

torney for certain plaintiffs.

Dated at Chambers, this 3d day of October, 1910.

CORNELIUS U. MURANE,
District Judge.

United States of America,

District of Alaska,—ss.

Due service of the within Order is hereby accepted

in the District of Alaska, this 3d day of October,

1910, by receiving a duly certified copy of the same.

IRA D. ORTON,
0. D. COCHRAN,
Of Attorney for Plffs.

[Endorsed] : Piled in the office of the Clerk of the

Dist. Court of Alaska, Second Division, at Nome.

Oct. 4, 1910. John Sundback, Clerk. By T. M.

Reed, Deputy.

Vol. 8, Orders and Judgments, p. 409.

[Recital Re Proceedings Had October 8, 1910.]

And thereupon, on the 8th day of October, 1910,

being the time set for the hearing of the foregoing

Order to Show Cause, the plaintiffs appearing by

their attorneys, Ira D. Orton and 0. D. Cochran, and

the defendants by their attorneys, Elwood Bruner,

J. Allison Bruner and Geo. B. Grigsby, the follow-

ing evidence was introduced on behalf of the defend-

ants on said order to show cause:

First: The affidavit of B. Schwarz hereinbefore

set forth;

Second: Complaint in this action in words and fig-

ures as follows:
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In file District Court for the District of Alaska,

Second Division.

W. J. ROGERS and ALBERT FINK, as Copart-

ners Under the Firm Name and Style of the

GOLDEN BULL MINING COMPANY, and

F. R. COWDEN, G. T. SNOWDEN, C. A.

DENSMORE, H. H. DAVIES, LEO LEO-
WENHERZ, E. E. CHILBERG, C. V. LA
FAROE and IRA D. ORTON,

Plaintiffs,

vs.

OTTO HALLA, JOSEPH HAMMER, B.

SCHWARZ, ELWOOD BRUNER, J. AL-

LISON BRUNER, J. J. CHAMBERS and

W. A. GILMORE,
Defendants.

Complaint.

Come now the plaintiffs in the above-entitled suit,

and for cause of complaint against the defendants

herein allege as follows:

1.

That theretofore, on a certain date, to wit, the 26th

day of February, 1906, the defendants, Otto Halla,

Joseph Hammer and B. Schwarz, then and there

being the owners of that certain placer mining claim

known and designated as the Golden Bull Placer Min-

ing Claim, for a valuable consideration made, exe-

cuted and delivered their certain agreement and

lease to the plaintiff herein F. R. Cowden, a copy of

which said agreement and lease is hereunto annexed
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marked ''Exhibit A" and made a part of this com-

plaint,

2.

That thereafter, on a certain date, to wit, the 5th

day of March, 1906, for a valuable consideration the

said F. R. Cowden duly assigned the said lease to the

Golden Bull Mining Company, a mining copartner-

ship, then and there composed of the plaintiffs F. R.

Cowden, G, T. Snowden, C. A. Densmore, W. L.

Rogers, H, H. Davies, Leo Loewenherz, E. E. Chil-

berg, and C. V. La Farge.

3.

That in the aforesaid Golden Bull Mining Com-

pany, composed of the parties aforesaid, each of the

parties in said copartnership owned an undivided

one-ninth interest, saving and excepting the plaintiff

W. J. Rogers, who owned an undivided two-ninths

interest in said copartnership.

4.

That after the execution of the lease aforesaid and

the assignment thereof to the Golden Bull Mining

Company aforesaid, the defendants herein Otto

Halla, Joseph Hammer and B. S'chwarz, unlawfully

and without any right whatsoever so to do, took pos-

session of the aforesaid Golden Bull Placer Mining

Claim, and ousted and ejected therefrom the said

Golden Bull Mining Company, the assignees of the

lease aforesaid.

5.

That thereafter the aforesaid F. R. Cow^den, G. T.

Snowden, C, A. Densmore, W. J. Rogers, H. H.

Davies, Leo Loewenherz, E. E. Chilberg, and C. V.
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La Farge, as copartners under the firm name of the

Golden Bull Mining Compan}^, instituted in this

court on or about February 17, 1907, their certain

action in ejectment against the defendants herein

Otto Halla, Joseph Hammer and B. Schwarz, alleg-

ing, in their amended complaint in said action,

among other things, that they were the owners of a

leasehold estate in said premises and that the de-

fendants at the time of the beginning of the said ac-

tion were wrongfully withholding possession of the

said premises from the plaintiffs.

6.

That thereafter, the defendants Halla, Hammer
and Schwarz filed their answer to the amended com-

plaint of the plaintiffs hereinbefore described, in

Avhich said answer the defendants Halla, Hammer
and Schwarz denied each and every allegation of the

said complaint, and alleged that they were the owners

in fee of the said Golden Bull Placer Mining Claim,

and, among other things alleged that the plaintiff in

said action had broken and violated the terms of said

lease and had forfeited and surrendered the same, and

that said lease was of no further force or validity or

effect by reason of the several matters and things in

their said answer set forth.

7.

That thereafter a trial was had in said action

wherein the aforesaid F. B. Cowden and others were

plaintiffs and the said Otto Halla, Joseph Hammer
and B. Schwarz were defendants, upon the issues

raised by said amended complaint and said answer

thereto and the reply to said answer filed therein,
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aiifl snch prof'ecdin2:s wore had that a jndiiiiK'nt was

duly made and entered against the said defendants

in said action and in favor of the plaintiffs therein

on the 9tli day of March, 1908, in which said judg-

ment it was adjudged that the plaintiffs wTre en-

titled to the possession of the premises in controversy

in said action, and in their amended complaint de-

scribed, and that the nature and duration of their

estate was that of a leasehold estate therein for a

term beginning on the 26th day of February, 1906,

and extending thence to the 1st day of July, 1909,

and that the said plaintiffs in the said action do have

and recover costs against the defendants therein, and

that the said plaintiffs therein have possession of the

premises in dis]3ute in said action.

8.

That after the rendition and entry of the judg-

ment r foresaid, such proceedings were had in the

aforesaid case that the defendants in the said action,

on the 6th da_v of April, 1908, sued out their writ of

error to the Circuit Court of Appeals for the Ninth

Circuit to reverse said judgment.

9.

That contemporaneously wath the suing out of the

writ of error aforesaid, and in order to supersede the

execution of the judgment in the above-entitled court

in the action aforesaid, the defendants made, exe-

cuted and filed their certain supersedeas bond in the

sum of $25,000.00; whereupon the execution of said

judgment was superseded accordingly, during the

pendency of said appeal.
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10.

That thereafter such proceedings were had in the

action aforesaid in the Circuit Court of Appeals for

the Ninth Circuit, that the judgment of the District

Court for the Second Division of the District of

Alaska, in the action aforesaid was, in the month of

May, 1909, duly and finally affirmed and a mandate

issued out of the said Circuit Court of Appeals di-

recting, among other things, that said judgment be

forthwith enforced.

11.

That in obedience to said mandate issued out of the

said Circuit Court of Appeals for the Ninth Circuit,

as aforesaid, a writ of possession issued out of the

above-entitled court, under and by virtue of w^hich

w^rit of possession the plaintiffs F, R. Cow^den, G. T.

Snowden, C. A. Densmore, W, J, Rogers, H. H.

Davies, Leo Loewenherz, E. E. Chilberg, and C. V.

La Farge, as the Golden Bull Mining Company, were

placed in possession of the aforesaid placer mining

claim known and designated as the Golden Bull, on

or about the first day of June, 1900, and since on or

about the said first day of June, 1909, the said plain-

tiffs, composing the Golden Bull Mining Company

have been and now are in possession of the premises

aforesaid.

12.

That on or about the 1st day of June, 1909, for a

valuable consideration to them in hand paid, certain

members of the said Golden Bull Mining Comj)any,

to wit, said F. R. Cowden, G. T. Snowden, C. A.

Densmore, H, H. Davies, Leo Loewenherz, E, E.
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Chilberg, and C. V. La Forge, duly assi^jned to the

plaintiff Albert Fink. their interest in said leasehold

estate, a eopv of which said assignment is hereunto

annexed marked "Exhibit B" and made a part of

this complaint.

13.

That contemporaneously with the execution of the

said assignment to said Albert Fink, for a valuable

consideration, the plaintiffs aforesaid F. R. Cowden,

G. T. Snowden, C. A. Densmore, H. H. Davies, Leo

Loewenherz, E. E. Chilberg and C, V. La Farge,

executed an assignment of their claim for damages

against the defendants Halla, Hammer and Schwarz,

aforesaid, to the plaintiff Ira D. Orton. a copy of

which said assignment is hereunto annexed marked

"Exhibit C," and made a part of this complaint.

14.

That contemporaneously with the execution of the

assignment aforesaid the plaintiff Albert Fink made,

executed and delivered to the aforesaid assignors to

him of their interests in said lease, his certain agree-

ment, a copy of Avhich said agreement is hereunto at-

tached marked "Exhibit D," and made a part of this

complaint.

15.

That at the time of the execution of the assign-

ments and agreements last aforesaid, the plaintiff

W, J. Rogers was not present in Nome, and did not

execute said instruments, nor has the said W. J.

Rogers since said time approved or ratified the same.

16.

That by reason of the premises ,aforesaid, the said
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Albert Fink, as assignee of the aforesaid members of

the Golden Bull Mining Company, and the aforesaid

W. J. Eogers are now copartners in said leasehold

estate under the name and title of the Golden Bull

Mining Comjoany, in which said copartnership the

said Albert Fink owns a seven-ninths interest and the

said W. J. Rogers o^wais a two-ninths interest.

17.

That the aforesaid assignors to the plaintiff Al-

bert Fink of their interests in said lease, notwith-

standing their said assignment, still retain an in-

terest in said lease, and in the fruits and profits

thereof, and in all the rights of action and other

rights growing out of the same, by force of the afore-

said contract of the plaintiff Albert Fink with them

to pay and make over to them gold to be mined under

said lease to the amount stated in said contract.

18.

That the aforesaid Golden Bull Placer Mining

Claim is in conflict with and overlapped by a placer

mining claim known and designated as the Bon Voy-

age, and nearly all of the pay-dirt and valuable de-

posits of gold-bearing gravel contained within the

aforesaid Golden Bull Placer Mining Claim lies

within the area in conflict with the aforesaid Bon

Voyage Placer Mining Claim.

19.

That no sooner had the said Golden Bull Mining

Company been placed in possession of the Golden

Bull Placer Mining Claim as aforesaid, than the de-

fendants herein Otto Halla, Joseph Hammer and B.
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Scliwarz began to, and did, conspiro witli the de-

fendant J. J, Chambers to secni-e an injnnction

against the Golden Bull Mining Company enjoining

and preventing, at the suit of the said J. J. Cham-

bers, the Golden Bull Mining Company from operat-

ing or working that portion of the Golden Bull Min-

ing Claim in eonfiiet with the Bon Voyage Mining

Claim.

20.

That in pursuance of said conspiracy and in

furtherance of its said objects, and by the united

efforts of the aforesaid Hall a. Hammer, Schwarz

and Chambers, and the attorneys of said Halla, Ham-
mer and Schwarz, to wit, the defendants Elwood

Bruner and J. Allison Bruner, and the attorney of

said Chambers, to wit, the defendant W. A. Gilmore,

such proceedings were had and carried on in this

court in the name of the said J. J. Chambers, that an

injunction was secured wherein and whereby the

Golden Bull Mining Company was, and has been pre-

A^ented from operating that portion of the said

Golden Bull Mining Claim overlapped by the said

Bon Voyage claim during the life of the said lease

held by the said Golden Bull Mining Company,

which, by its terms, ends and exjDires on the 1st day

of July, 1909.

21.

That the defendants Otto Halla, Joseph Hammer
and B. Schwarz and their attorneys Elwood Bruner

and J. Allison Bruner conspired with the said J, J.

Chambers, and his said attorney W. A. Gilmore, to

secure said injunction for the purpose of preventing
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the Golden Bull Mining- Company from enjoying the

fruits of its said lease of the said Golden Bull Min-

ing Claim, until the term of said lease should expire

on the 1st day of July, 1909, to the end that the said

Golden Bull Mining Company might be prevented

from mining and operating under their said lease,

and forced to seek their redress in an action of dam-

ages against the defendants.

22.

That the defendant J. J. Chambers, at whose suit

the said injunction was granted, is utterly and en-

tirely insolvent and unable to respond to plaintiffs

in any damages whatsoever.

23.

That the defendant J. ^J. Chambers claims to be the

owner of an undivided one-half interest in the Bon

Voyage claim, but is without au}^ right, title or in-

terest whatsoever to an undivided one-half of the

aforesaid Bon Voyage claim or to any portion there-

of, or any interest therein whatsoever, the title under

which the said J. J. Chambers claims his right to

the said Bon Voyage claim having been litigated and

determined invalid as against the title of the defend-

ants Halla, Hammer and Schwarz.

24.

That the defendants, as the plaintiffs are informed

and believe, and therefore allege, have made an agree-

ment among themselves, whereby the defendant

Chambers is to receive a deed to an undivided one-

eighth interest in the Golden Bull Mining Claim

from the defendants Halla, Hammer and Schwarz,

and in consideration thereof is to dismiss his action



W. J. Rogerfs et al. 21

on, or immediately after, the first day of July, 1909,

together with the injiiiK^tion therein secured, and

pennit the defendants Halla, Hammer and Schwarz

to operate said mine in utter disregard of the rights

of the plaintiffs therein.

25.

That the pay gravel situated upon the said Golden

Bull placer mining claim is so located that, except

for the wrongful acts of the defendants Halla, Ham-
mer and Schwarz hereinbefore alleged, all of said

pay gravel could have been properly mined and

worked out and the plaintiffs w^ho compose the

Golden Bull Mining Company would have long ago

enjoyed all the profits and benefits of their said lease.

26.

That, owing to the wrongful and unlawful acts of

the aforesaid defendants Halla, Hammer and

S'chwarz in keeping the Golden Bull Mining Com-

pany out of possession as aforesaid, and in further

conspiring with the defendant J. J. Chambers, as

aforesaid, the Golden Bull Mining Company has

been and now is unable to enjoy any of the benefits

or profits of their said lease whatsoever.

27.

That the defendants J. J. Chambers, Elwood

Bruner, J. Allison Bruner and W. A. Gilmore are

claiming, or are about to claim, some interest in the

Golden Bull Mining Claim by, through and under

the defendants Halla, Hammer and Schwarz, ad-

verse to the plaintiffs herein.

28.

That by reason of the unlawful and wrongful acts



22 Otto Halla et al. vs.

of the defendants Halla, Hammer and Schwarz, as

hereinbefore set forth, the defendants herein are es-

topped from asserting and claiming that the lease to

the Golden Bnll Mining Company expires by its own
limitations on the 1st day of July, 1909, and they and
each of them are estopped from asserting or claiming

that said lease will expire until after the Golden Bull

Mining Company shall have had a reasonable time,

free from their hindrance and interference, in which

to enjoy the benefits and profits thereof.

29.

That the plaintiffs herein have an estate and in-

terest in the aforesaid Golden Bull claim commenced

and created by the lease aforesaid, and the reason-

able extension of said lease resulting from and

created by law by the unla^vful acts of the defend-

ants and the consequent estoppel against the said de-

fendants, which said estate is a leasehold estate be-

ginning on the 26th day of February, 1906, and ex-

piring at the end of such period as shall be reason-

able after the said plaintiffs shall have had oppor-

tunity to enjoy and reap the benefits and profits of

said lease free from delay and hindrance by the de-

fendants.

30.

That the plaintiffs are in possession of the afore-

said Golden Bull placer mining claim.

31.

That the assertion and claim made by the defend-

ants that the plaintiffs' said lease and leasehold es-

tate exTjires on the 1st day of July, 1909, and the

assertion and claim upon the part of said defendants
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that they are the sole owners under the location of

said claim by B. Sc.'hwarz and the conveyances from

him of said premises, free from the operation of the

lease aforesaid is, and constitutes, a cloud upon plain-

tiffs' said leasehold estate in said premises and upon

the plaintiffs' title thereto.

32.

That the defendants have been and now are threat-

ening and preparing with a large force of men forci-

bly, violently, riotously and unlawfully to take pos-

session of the premises aforesaid upon the 1st day

of July, 1900, or immediately thereafter, and oust

and eject the plaintiffs therefrom, and in disregard

of the rights of the plaintiffs' place upon the said

premises a large mining outfit now" located on the

"Diamond L" mining claim, and belonging to one

of the defendants, and begin the immediate opera-

tion of mining upon the premises aforesaid, and the

washing of a large and valuable dump of pay-dirt

and gravel thereon situated ; and unless restrained by

order of this court the defendants will so do.

33.

That if the plaintiffs shall not be permitted to en-

joy their said leasehold estate for a reasonable period

from and after the 1st day of July, 1909, and shall

not be protected in such enjoyment during such rea-

sonaljle time, they will suffer damages in a large sum,

to wit, in the sum of $75,000.00, by reason of their

having been deprived of the enjoyment of said prem-

ises heretofore through the unlawful acts of the de-

fendants aforesaid, including the defendant, J. J.

Chambers.



24 Otto Halla ct al. vs.

34.

That, save and except for their interest in the roy-

alties due and payable to the defendants Halla, Ham-
iiiei' and Schwai'z under and b}^ virtue of the lease

aforesaid upon the Golden Bull Mining Claim, the

said defendants, and each of them, are insolvent and

utterly unable to respond to plaintiffs in any dam-

ages whatsoever.

35.

That, by reason of the premises, the plaintiffs have

no plain, speedy or adequate remedy at law, and are

lemediless in the premises save by the equitable in-

terposition of this Honorable Court.

AV herefore, plaintiffs pray this Honoi'able Court:

1.

That the defendants be compelled to set up by

proper answer, all of the right, title and interest by

them, or any of them, claiming under the defendants

Halla, Plammer and Schwarz, as to the premises

leased by the said Halla, Hammer and Schwarz, as

hereinbefore alleged.

2.

That a decree be made and rendered by the Court

adjudging that the defendants have no right, title or

interest oi' estate superior to the leasehold interest of

plaintiffs.

3.

That a decree be rendered by the Court wherein

and whereby it be adjudged and decreed that the de-

fendants ha\'e been and ar(^ estopped by their wrong-

ful acts from alleging, claiming or asserting that

the leasehold estate of the plaintiffs herein expired
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or tcimiiiatod ou the 1st day of July, 1909 ; and that

all such claims, assertious and demands upon their

l)ait be adjudged and decreed to be a cloud upon the

plaintiffs' said leasehold estate, and that the same be

removed.

4.

Tliat the jthiintiffs, and W. J. Rogers and Albert

Fink, as copartners under the firm name and style of

the (iolden Bull Mining Company, be adjudged the

lawful owners, free of all claims and demands and

clouds upon their title claimed and asserted by de-

fendants, or any of them, of a leasehold estate in the

premises in controversy beginning on the 26th day of

February, 190'6, and ending when the said W. J. Rog-

ers and Albert Fink shall have had a reasonable op-

portunity, free from the delay and hindrance of the

defendants herein, or any of them, to enjoy the bene-

fits and profits of their said leasehold estate.

5.

That the defendants be forever debarred and en-

joined from asserting, claiming or demanding any

right, title or interest whatsoever in the premises in

controversy as against the plaintiffs herein until the

leasehold estate of the said W. J. Rogers and Albert

Fink, so as aforesaid, shall have expired; and that

the said defendants and each and all of them be for-

ever debarred and enjoined until the expiration of

the estate of the plaintiffs as aforesaid shall have

expired from in an^nvise whatsoever interfering with

or molesting the said plaintiffs in their enjoyment of

said estate.
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6.

That if, however, it shall be finally decreed b}^ the

Court iu this action that the plaintiffs W. J. Rogers

and Albert Finlv are not entitled, by force of an es-

topjDel against said lessors or otherwise, to have and

enjoy a leasehold estate in said premises by force of

said lease during a reasonable period after the expi-

I'ation of the stated term thereof, the Court do then

l)roceed in said decree to aw^ard suitable legal relief

betvx'een the parties adjudging in favor of the said

plaintiffs Rogers and Fink and their coplaintiff Ira

D. Orton, the recovery from the defendants Halla,

Hammer and Schwaiz of adequate damages by rea-

son of the wiongful ouster of the assignees of said

lease from said leasehold premises by said defend-

ants as hereinbefore set forth.

7.

Plaintiffs pray for such other further and general

relief as to the Court shall seem equitable and proper.

8.

That in th(^ meantime, and until the further order

of the Court, plaintiffs pray that the defendants

Halla, Hammer and Schwarz and all those claiming

by, through or under the said defendants, their rep-

resentatives, agents and attorneys, may be enjoined

f]'om in anywise whatsoever interfering with or mo-

lesting said plaintiffs in their quiet and peaceable

]U)Ssession and enjoyment of the premises herein de-

scril;ed, and known and designated as the Golden

Bull Mining Claim.
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9.

And plaintiffs pray for their costs of suit herein

expended.

ALBERT FINK,
IRA D. ORTON,
O. D. COCHRAN,
T. R. WHITE,

Attorneys for Plaintiffs Albert Fink and Ira I).

Orton.

T. R. SHEPARD and

A. J. DALY,
Attorneys for Plaintiffs W. J. Rogers, F. R. Cow-

den, G. T. Snowden, C. A. Densmore, H. H.

Davies, Leo Loewenherz, E. E. Chilberg and C.

V. La Farge.

United States of America,

District of Alaska,—ss.

W. J. Rogers, being first duly sworn, deposes and

says that he is one of the plaintiffs named in the fore-

going complaint ; that he has read the said complaint

and knows the contents thereof, and the statements

therein contained are true as he verily believes.

W. J. ROGERS.

Subscribed in my presence and sworn to before me
this 30th day of June, 1909.

[Seal] THOS. R. WHITE,
Notary^ Public in and for the District of Alaska.

Exhibit "A" [to Complaint].

TLIIS AGREEMENT, made and entered into this

the 26th day of February, 1906, by and between B.

SCHWARZ, JOSEPH HAMMER and OTTO
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HALLA, parties of the first part and lessors, and F.

R. COWDEN, party of the second part or lessee,

WITNESSETH:
That the said lessors for and in consideration of

the rents, royalties, covenants and agreements here-

inafter reserved and by the said lessee to be paid,

kej^t and performed, have granted, demised, let and

lease and h\ these presents do grant, demise, lease

and let unto the said lessee that certain placer min-

ing claim, known and described as the GOLDEN
BULL claim situated on the Divide between Newton

Gideh and Fox Creek, a tributary to Otter Creek as

the same has been located January 1st, 1904, and re-

corded in Vol. 133, page 423, in the books of the

Nome Recording District, District of Alaska, to

which entry reference is made for a more and de-

tailed description of the property. Together with

the appurtenances and the rights, piivileges and

franchises incident thereto.

TO HAVE AND TO liOLD the same from date

hereof until the 1st day of July, 1909, unless this

lease and the term thereof are sooner forfeited

through the \'iolation of any covenant hereinafter

contained and ))y the lessee to be kept and performed.

A)h1 in fuvthci consideration of such demise and

lease tlie said lessee covenants and agrees with the

lessors as follows, to wit

:

To enter upon the said mining claim immediateh^

ai'lcM the execution of this leasc^ and to work and mine

the same steadily and continuously during the term

ri:',';cof during mining season, and any failure to

work and mine the same as aforesaid for a period of
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fifteen fonsocntive days to be considered at the op-

tion of tlie lessors a violation of this agreement.

To allow the lessors, their representatives or

agents, at all times to enter upon and into all parts

of said jjreniises for the purpose of inspection.

Not to use an}' rockers on said premises unless by

the wi'itten permission of the lessors or the presence

of a I'epresentative of said lessors.

To perform upon said premises at least the amount

of One Hnndied Dollars' worth of labor during each

year of said lease for the purpose of holding said

claim as requij"(Ml by laAv and to make all necessary

pj'oof of said labor before Octol)er 1st of each year.

To keep a true and jnst account of each and every

cleanup of gold or other metals taken from said

premises, giving date and amount of each cleanup

and iiermit the lessors, their representatives or

agents, without hindrance or delay to be present at

all cleanups, weigh all gold or other metals taken

therefrom for the purpose of ascertaining the

amount thereof and to give the lessors or their rep-

resentatives at least hours' notice to making

any cleanups, if possible.

To pay and deliver to the lessors or their i-epre-

sentatives upon the premises or at Nome, Alaska, at

the Miners & Merchants Bank Company twenty-five

(25%) per cent of all gold or other metals extracted

from the said premises during the first season of the

3^ear 1906, ending Jidy 1st, 1907, and thirty (30%)
jDer cent of all gold or other metals extracted from

the said piemises during the balance of this lease,

provided, however, should the entire output for one
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scasf)!! exceed the sum of Forty Thousand ($40,-

000,00) Dolhirs, then the royalty shall be forty

(40% ) per cent on all the excess above the said Forty

Thousand Dollars for that season; to pay the said

royalty to the said lessoi's in the following propor-

tions, to wit

:

To B. Schwarz, 37.5% thereof, to Otto Halla

37.5% thereof, and to Joseph Hammer 25% thereof.

To surrender and deliver over to the lessors the

said premises with all the appurtenances and all per-

manent improvements, houses and boiler sheds ex-

cluded, in good order and condition for immediate

fui'thcr mining on the 1st day of July, 1909, without

demand or further notice or at any time previous

upon demand for forfeiture.

To contract or incur no indebtedness or liability

against the said premises and to allow no lien to be

secured against the same on the part of the lessee.

Time is of the essence of this agreement, and this

agreement shall extend * * * to and be binding

upon the said parties, their heirs, personal represent-

atives and assigns.

And finally upon the violation by the lessee or any

person under him of any covenant hereinbefore con-

tained, the term of this lease shall at the option of

the lessors expire and the same and the said premises

with the appui'tenances become forfeit to the lessors.

IN WITNESS WHEEEOF the said parties have

hereunto set their hands and seals at Nome, Alaska,

the dav and vear fii'st above written.
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Exhibit "B'' [to Complaint].

KNOW ALL MEN BY THESE PRESENTS:
That the undersigned F. R. Cowden, G. T. Snow-

den, C. A. Densmore, W. J. Rogers, H. H. Davies,

Leo Loewenherz, E. E. Chillierg and C. V. La Farge,

copartners under the firm name of Golden Bull Min-

ing Company, for and in consideration of the sum of

three thousand dollars, lawful money of the United

States, to them in hand paid by Albert Fink, the re-

ceipt Avhereof is hereby acknowledged, and other good

and valuable considerations hereafter to be paid, do

by these presents assign, transfer and set over to the

said Albert Fink, that certain agreement and lease

from B. Schwarz, Joseph Hammer and Otto Halla

to one F. R. Cowden, dated February 6th, 1906, and

assigned by the said Cowden to the said Golden Bull

Mining Company on the 5th day of March, 1906, cov-

ering aud affecting that certain placer mining claim

known as the Golden Bull claim on the divide be-

tween Newton Gulch and Fox Creek, location notice

of which is recorded in Vol. 133, page 423, of the

records of the Cape Nome Recording District, Dis-

trict of Alaska; and for the consideration aforesaid,

we do hereby grant, bai'gain and sell to the said

Albert Fink all our I'ight, title and interest in and to

said Golden Bull claim and the estate therein created

by the said lease, and all rights of action in law and

in equity accruing to us therefrom and thereunder,

sa^•e and exceiDt the right of action for damages for

the withholding of said premises, to the date hereof,

and the right of action upon the supersedeas bond to
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obtain the writ of error in that certain action enti-

tled Otto Halla, B. Scliwarz, Joseph Hammer, plain-

tiffs in evror, vs. F. Ti. Cowden et al., defendants in

error.

WITNESS our hands this 1st day of June, 1909.

Exhibit '*C" [to Complaint].

WHEREAS, heretofore on the 9th day of March,

1908, in a case in the District Court ft)r the District

of Alaska, Second Division entitled F. R. Cowden et

al. vs. Otto Halla et al., judgment was duly made and

entered for the plaintiffs, and

WHEREAS, the defendants in said action sued

out a writ of ei'ror to the Circuit Court of Appeals

for the Ninth Cii'cuit to reverse said judgment, and

in order to procure said writ of error and to stay

execution on said judgment, and to obtain a superse-

deas, the said defendants did make and file in said

District Court their certain bond in the smu of

$25,000.00 with Otto Halla, Joseph Hammer and B.

Schwarz, as principals and John Webb, Charles W.
Reed, W. J. Rowe, G. Fitzgerald and George D.

Bole, as sureties, which said bond was approved and

filed in said court on the 6th day of April, 1908;

NOW, THEREFORE, in consideration of the

sum of One Thousand Dollars ($1,000.00), lawful

money of the United States, the receipt of which is

hereb}^ acknowledged, and other good and valuable

considerations paid and to be paid, the plaintiffs in

said action, F. R. Cowden, G. T. Snowden, C. A.

Densmore, W. J. Rogers, H. H. Davies, Leo Loew-

enherz, E. E. Chilberg and C. V. La Farge, copart-

ners under the name of the Golden Bull Mining
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Com] (any, and also as individuals, do by these pres-

ents sell, assign and transfer to Ira D, Orton, any

and all riglits of action on said bond, and all damages

wliicli have accrued to the plaintiffs in said action by

reason of the defendants in said action having with-

held from them the possession of said premises de-

scribed in the complaint, in said action.

AVITNESS the hands of the said plaintiffs this 1st

day of June, 1909.

Exhibit "D" [to Complaint].

TKIS AGREEMENT made and entered into this

1st day of June, 1909, by and between ALBERT
FINK, party of the first part, and THE GOLDEN
BULL MINING COMPANY, an association con-

sisting of the following named persons: F. R. COW-
DEN, G. T. SNOWDEN, C. A. DENSMORE, W. J.

ROGERS, H. H. DAVIES, LEO LOEWENBE7?6',
E. E. CHILBERG and C. V. LA FAROE, WIT-
NESSETH:
WHEREAS, the said parties of the second part

have this day for a valuable consideration assigned,

ti-ansferred and set over unto the party of the first

part that certain lease on that certain placer mining

claim situate in the Cape Nome Mining and Record-

ing District, District of Alaska, known and desig-

nated as the Golden Bull Mining Claim, which said

lease was made, executed and delivered by Otto

Halla, B. Schwarz and Joseph Hammer to Fred

Cowden, and by him for a valuable consideration

duly assigned, transferred and set over to the parties

of the second part

;
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MOW, THEREFORE, in consideration of the

promises aforesaid and other good and valuable con-

siderations, the receipt whereof is hereby acknowl-

edged, the said party of the first part, has, and by

these presents does, bargain, sell, assign, grant and

set over nuto the said parties of the second part, their

assigns and successors in interest sixty (60) per cent

of the gross output of g;old and gold-dust from said

mining claim until said parties of the second part

shall have realized fi'oni sixty per cent of said gross

output the full sum of Twent^^-two thousand dollars;

and the jiarty of the first part hereby contracts and

agrees with parties of the second part to pay oi*

cause to be paid to said parties of the second part,

either in gold-dust mentioned hereinbefore at its

assay value, or in money, from sixty per cent of the

said gross output of said mining claim, the aforesaid

sum of $22,000.00, it being the purpose and intent of

this agreement that as part of the consideration for

the assignment of the lease aforesaid the parties of

the second part, and their assigns shall receive from

sixty per cent of the output of the aforesaid mining

claim the siun of $22,000.00.

Part}^ of the first part further agrees that he v.ill

forthwith take possession of said placer mining-

claim either by himself or his representatives and

mine and operate the same as rapidly as possible so

as to realize to parties of the second part the afore-

said sum of $22,000.00 within thirty days if post^i-

ble.

Party of the first part further agrees that any and

all titles or interests of any kind or character what-
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soever heretofore or hereafter ae(]iiired b}' liiiii to

the premises aforesaid, or to any part thereoi', shall,

for the purposes of this agreement, inure to the bcnie-

fit of tlu' parties of the second part so as to fulfill

this agreement and realize to the parties of the sec-

ond part, their successors and assigns, the aforesaid

full sum of $2.2,000.00.

Party of tlie first part also agrees that in tlie event

of any settlement or compromise by party of the

first part, his assigns or successors in interest, with

other parties, all moneys, gold-dust or other benefits

coming to or accruing to party of the first part shall

come to and become the property of parties of the

second part, and lie applied upon the said full sum

of $22,000.00, due and owing to parties of the second

part under this agreement, and section three of the

summary, being the last portion of the agreement, is

specifically made a part of this paragraph.

Party of the first part also agrees that in the event

he should be kept out of the possession of the prop-

erty aforesaid, or barred by injunction, or otherwise,

from mining or operating the same, then and in that

event, all damages recovered by party of the first

part against any and all persons on this account shall

be paid to parties of the second part until they shall

have been paid the full sum of $22,000.00.

Should the party of the first part, his assigns or

successors in interest, be ordered by the Court to de-

posit any moneys, or gold-dust, extracted from the

aforesaid mine, in escrow^ then and in that event,

party of the first part agrees that of all moneys

belonging to the party of the first part in escrow, or
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afterwards determined to belong to party of the

first part, his assigns and successors in interest, par-

ties of the second part shall first be paid in full the

sum of $22,000.00 from said moneys or gold-dust so

deposited in escrow before any of said moneys or

gold-dust shall go to the party of the first part.

Party of the first part further agrees, at his own

cost and expense, to undertake to its conclusion any

litigation that may arise in connection with the prop-

erty aforesaid free from all cost or expense on the

part of the parties of the second part, who shall re-

ceive the aforesaid sum of $22,000.00 free and clear

from all such expenses and litigation.

It is further agreed that until the parties of the

second part shall have been fully paid as herein pro-

vided, they shall have the full and free right of in-

spection of all parts of the said mine and mining

claim and the workings thereon, and of all cleanups

made thereon.

It is also agreed that parties of the second part

shall have one-fourth of the profits of this lease after

the gross sum of one hundred thousand dollars shall

have been extracted from the premises aforesaid.

In estimating said profits the cost of equipment shall

not be chargeal)le to parties of the second part, but

parties of the second part shall be chargeable with

their proportion of the reasonable rental of said

equipment.

The full intent and meaning of this contract is as

follows

:

1. Party of the first part is to take and operate

said mine.
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2. Party of the first part is to pay or cause to be

paid to parties of the second part the sum of

$22,000.00 from the proceeds of said mine.

?). Party of the first part is to make no settlement

or compromise whereby parties of the second part

will be precluded from receiving the said sum of

$22,000.00.

4. If party of the first part is enjoined and forced

to recourse to damages, then all damages recovered

by party of the first part shall go to parties of the

second part until they are paid said sum of $22,000.-

00.

5. If such an injunctional or other order of the

Court shall issue as to compel party of the first part

to place any portion of said gold or gold-dust in es-

crow belonging to partj^ of the first part, all moneys

so placed in escrow shall be paid to parties of the

second part until they are fully paid.

IN WITNESS WHEREOF, the parties hereto

have hereunto set their hands this 1st day of June,

1909.

[Endorsed] : Filed in the office of the Clerk of the

District Court of Alaska, Second Division. At
Nome, Jun. 30, 1909. Jno. H. Dunn, Clerk. By

, Deputy.
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In the District Court for the District of Alaska, Sec-

ond Division,

No. 2065.

W. J. ROGERS and ALBERT FINK et al.,

Plaintiffs,

vs.

OTTO HALLA et al..

Defendants.

Demurrer.

Come now the defendants and demur to the com-

plaint of plaintiffs and for grounds of said demurrer

allege as follows:

1.

That the Court has no jurisdiction of the subject

of the action.

2.

That it appears upon the face of the complaint

that the plaintiffs have no legal capacity to sue the

defendants for the reason that the Golden Bull Min-

ing Company is neither a person or corporation hav-

ing any legal existence.

3.

That the complaint does not state facts sufficient

to constitute a cause of action against the defend-

ants or either of tliem, for the reason that it appears

upon the face of the complaint that the title of the

plaintiff's is derived from a certain lease set out in

full and made a part of said complaint from which

said lease it appears that the title of the plaintiff's

under such lease expired at midnight on the 30th



W. J. Rogers et al. 39

(lay of June, 190f), and for the further reason that it

appears upon the faee of the said compU^int that

neither an action at huv noi' a suit in equity is there-

in stated.

Wherefore, defendants demand tliat said action be

dismissed and for their costs incurred herein.

J. ALLISON BRUNER,
ELWOOD BRUNER,

Attorneys for Halla, Hammer, Schwarz, Bruner &

Bruner.

WILLIAM A. GILMORE,
PARKE GODWIN,

Attornej^s for Defendants J. J. Chambers and W. A.

Gihnore.

[Endorsed] : Filed in the office of the Clerk of the

Dist. Court of Alaska, Second Division, at Nome,

Jul. 3, 1909. Jno. H. Dunn, Clerk. By
,

Deputy.

[Minutes^August 9, 1909.]

In tJtc District Court for the District of Alaska, Sec-

ond Division.

Term Minutes, Special January, 1909, Term begun

and held at the Town of Nome in said District

and Division, January 11, 1909.

Monday, August 9, 1909, at 10 A. M.

Court convened pursuant to adjournment.

Present: Hon. ALFRED S. MOORE, Judge.

John H. Dunn, Clerk.

Angus McBride, Deputy Clerk.

Geo. B. Grigsby, U. S. Attorney.

Thos. C. Powell, U. S. Marshal.
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Now, upon the convening of Court, the following

proceedings were had.

[Order Overruling Demurrer, etc.]

# 2065.

ROGERS et al.

vs.

HALLA et al.

The demurrer to complaint was argued by Elwood

Bruner and W. A. Gilmoie for and by Albert Fink

and Thos. R. Shepard, contra, after which the de-

murrer was overruled, counsel for defendants bemg
given twenty days to answer.

1)1 the District Court for the District of Alaska, Sec-

ond Division.

No. 2065.

W. J. ROGERS et al.,

Plaintiffs,

vs.

OTTO HALLA et al.,

Defendants.

Answer of Defendants Otto Halla, Joseph Hammer

and B. Schwarz.

Come now the defendants. Otto Halla, Joseph

Hammer and B. Schwarz above named, and for their

separate answer to plaintiffs' complaint, admit, deny

and allege as follows:

I.

They deny each and every allegation, matter and

thing contained in paragraphs 1, 2, 3 and 4 of plain-

tiffs' complaint, and the whole thereof.
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II.

They admit tlio allegations of paragraphs 5, 6, 7,

8, 9 and 10 of plaintiffs' complaint.

III.

Answering paragraph 11, answering defendants

admit that in obedience to a mandate issued out of

the Circuit Court of Appeals for the Ninth Circuit,

a writ of possession was issued out of the above-

entitled court, but deny each and every other allega-

tion, matter and thing in said paragraph contained,

and the whole thereof.

IV.

Answering defendants deny each and every alle-

gation, matter and thing contained in paragraphs 12,

13, 14, 15, 16 and 17 of plaintifl's' complaint, and the

whole thereof.

V.

Answering defendants admit the allegations of

paragraph 18 of plaintiffs' complaint, but deny each

and every allegation, matter and thing contained in

paragraph 19 thereof, and the whole thereof.

VI.

Answering paragraph 20 of plaintiffs' complaint,

answering defendants admit that the defendant

Chambers secured an injunction against the plain-

tiffs in this action, but deny each and every other

allegation, matter and thing therein contained, and

the whole thereof, save and except that the alleged

lease mentioned in said paragraph ends and expires

by its terms on the 1st day of July, 1909.

VII.

Answering defendants denv each and every alle-
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gation, matter and thing contained in paragraphs

21, 22, 23, 24, 25, 26 and 27 of plaintiffs' complaint,

and the whole thereof.

VIII.

Answering paragraph 28, answering defendants

admit said alleged lease expired by its own limita-

tions on the 1st day of July, 1909, and deny each and

every other allegation, matter and thing therein con-

tained, and the whole thereof,

IX.

Answering defendants deny each and every alle-

gation, matter and thing contained in paragraphs 29,

30, 31, 32, 33, 34 and 35 of plaintiffs' complaint, and

the whole thereof.

And for a first, further, separate and affirmative

answer and defense to plaintiff's' complaint, answer-

ing defendants allege

:

I.

That at all the times mentioned in plaintiffs' com-

plaint, answering defendants were, and now are, the

owners of the premises known and described in

plaintiffs' complaint as the Golden Bull Mining

Claim, by reason of a valid location thereof as a

placer mineral claim by answering defendant B.

Schwarz, made on the 1st day of January, 1904-.

That at ;ill times thereafter the answering defend-

ants ha^e l)een, and now are, the owners thereof and

entitled to the exclusive and immediate possession

of the same.

n.

That plaintiff's, for a long time prior to the in-

stitution of the above-entitled action, were, and now
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arc wrongfully and nnlawfnll.v in the possession of

the said Golden Bull Placer Mining Claim, and have

heen, and are now, unlawfully and wrongfully with-

holding the same fioiu these answering defendants,

to their damage in the sum of Mfty Thousand ($50,-

000.00) Dollars.

And for a second, further, separate and af^rmative

answer and defense to plaintiffs' complaint, answer-

ing defendants allege:

I.

That at all the times mentioned in plaintiffs' com-

plaint, answering defendants were, and are now the

owners of the premises known and described in

plaintiffs' complaint as the Golden Bull Mining

Claim, by reason of a valid location thereof as a

placer mineral claim by answering defendant B.

Schwarz, made on the 1st day of January, 1904.

That at all times thereafter, the answering defend-

ants have been, and no^v are, the owners thereof and

entitled to the exclusive and immediate possession

of the same.

II.

That plaintiffs are in possession of said premises,

and claiming possession under and by virtue of

mesne conveyances from one Andrew Eadie and one

J. Potter Whittren, under an alleged location known

as the Bon Voyage Placer Claim, and in possession of

the said ground through, by and under a conspirac}^

and collusion with one Frank H. Waskey and one

Joseph M. Crabtree, alleged lessees of said Eadie

and Whittren, against all of whom answering de-

fendants have a valid and subsisting judgment of
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the abovc-entitlod court to all of said premises.

III.

That said judgment was obtained and is now valid

and subsisting against all of said plaintiffs and their

grantors and those in collusion and conspiracy with

them, in the case of Joseph Hammer et al. vs. Frank

H. Waskey et al., in the above-entitled court.

And for a third, further, separate and affirmative

answer and defense to plaintiffs' complaint, answer-

ing defendants allege:

I.

That at all the times mentioned in plaintiffs' com-

plaint, answering defendants were, and are now, the

owners of the premises known and described in

plaintiffs' complaint as the Golden Bull Mining

Claim, by reason of a valid location thereof as a

placer mineral claim by answering defendant B.

Schwarz, made on the 1st day of January, 1904.

That at all times thereafter, the answering defend-

ants have been, and are now, the owners thereof and

entitled to the exclusive and immediate possession

of the same.

II.

That at all times mentioned in plaintiffs' com-

plaint, the plaintiff Albert Fink was, and now is, the

attorney of record for one Frank H. Waskey, one

Joseph M. Crabtree, one J. Potter Whittren, and

one Andrew Eadie, alleged owners and claimants of

the ground mentioned and described in plaintiffs'

complaint under an alleged location known as the

Bon Voyage Placer Claim.
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III.

Thaton or about the clay of May, 1900, the

said Eadie, Whittreii, Waskey and Crabtrec, ])y

mesne conveyances, transferred all of their right,

title and interest in and to the said premises in con-

troversy in this action, by reason of their alleged

title, to the said plaintiff Albert Fink, who tliereafter

entered into the possession of the same in collusion

with his said grantors, and ever since lias been, and

now is, in the wrongful and unlawful possession of

the premises in controversy, and has been, and now

is, wrongfully and unlawfully withholding the same

from these answering defendants.

IV.

That said plaintiff, Albert Mnk, acting in collusion

and conspiracy with the said Frank H. Waskey,

Joseph M. Crabtree, J. Potter Whittren and Andrew

Eadie. mxl in fraud of the rights of the answering

defendants, who have a valid and subsisting judg-

ment for possession of the premises in controversy,

obtained in the above-entitled court in the action of

Hammer et al. vs. Waskey et al., took possession of

the premises described in plaintiffs' complaint,

known as the Golden Bull Placer Mining Claim,

owned by these answering defendants as above al-

leged, and ever since has been, and no^v is wrong-

fully, unlawfully and fraudulently withholding the

possession of the said Golden Bull Placer Mining-

Claim from answering defendants, to their damage

in the sum of Fifty Thousand ($50,000.00) Dollars.

And for a fourth, further, separate and affirma-

tive answer and defense to plaintiffs' complaint, an-
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sweriug defendants allege

:

I.

That at all the times mentioned in plaintiffs' com-

plaint, answering defendants were, and are now, the

owners of the premises known and described in

plaintiffs' comijlaint as the Golden Bull Mining

Claim, by reason of a valid location thereof as a

placer mineral claim by answering defendant B.

Schwarz, made on the 1st day of January, 1904.

That at all times thereafter, the answering defend-

ants have been and are now, the owners thereof and

entitled to the exclusive and immediate possession

of the same,

II.

That all of the plaintiffs named in plaintiffs' com-

plaint in this action, on or about the 1st day of June,

1909, entered into a general conspiracy among them-

selves and with certain other persons, to wit, Frank

H. Waskey, Joseph M. Crabtree, J. Potter Whittren

and Andrew Eadie, to take and withhold the posses-

sion of the ground in controversy from these answer-

ing defendants, and to surreptitiously, fraudulently,

collusively and wrongfully mine and take from the

said premises the gold therein contained. That act-

ing under said collusion and conspiracy, and in fraud

of the rights of answering defendants, the said plain-

tiffs, for themselves and said fo-conspirators above

named, wrongfully, unlawfully and fraudulently

took possession of the said claim and the dumps of

pay gravel thereon contained, and did begin mining

operations thereon, and took therefrom large sums

of gold and gold-dust, the exact amount of which is
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unknown to answering dofondants, and are now^ still

Avitlilioldino- the possession of the said Golden Bull

Phver Mining Claim wrongfully, unlawfully and

fraudulently, and in collusion and eonspiraey with

said Waskey, Crabtree, Eadie and Whittren, to the

damage of answering defendants in the sum of Fifty

Thousand ($50,000.00) Dollars.

And for a fifth, further, separate and affirmative

answer and defense to plaintiffs' complaint, answer-

ing defendants allege

:

I.

That at all the times mentioned in plaintiffs' com-

plaint, answering defendants w^ere, and are noAV, the

owners of the premises kuo\vn and described in

plaintiffs' complaint as the Golden Bull Mining

Claim, by reason of a valid location thereof as a

placer mineral claim by answering defendant B.

Schwa rz. made on the 1st day of Januai-y, 1904.

That at all times thereafter, the answering defend-

ants have been and are now^ the owners thereof and

entitled to the exclusive and immediate possession

of the same.

II.

That all of said plaintiffs are in the possession of

the ground in controversy in this action w^rongfully,

unlawfullv and fraudulently, and in collusion and

conspiracy wdth ceitain persons, to wit, Frank H.

Waske^y, Joseph M. Crabtree, J. Potter Whittren

and Andrew Eadie, without right, title or estate of

an}" kind or character wdiatever, and are wn-ong-

fully, unlawfully and fraudulently withholding the

possession of the same from answering defendants,
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to their damage in the sum of Fifty Thousand ($50,-

000.00) Dollars.

Wherefore, answering defendants, having fully

answered plaintiffs ' complaint, pray for a decree and

judgment of this Honorable Court for the immediate

and exclusive possession of the said Golden Bull

Placer Mining Claim, the premises in controversy

in this action, and for a decree and judgment of this

Court, decreeing and adjudging that plaintiffs have

no right, title or estate of any kind, nature or char-

acter whatever in and to the premises in controversy

or the proceeds therefrom, and adjudging and de-

creeing answering defendants entitled to damages

for the wrongful, unlawful and fraudulent acts of

the plaintiffs, and each of them, in the sum of Fifty

Thousand ($50,000.00) Dollars, and for costs of suit.

ELWOOD BRUNER,
J. ALLISON BRUNER,

Attorneys for Answering Defendants Otto Halla, B.

Schwarz and Joseph Hammer.

United States of America,

District of Alaska,—ss.

Otto Halla, being first duly sworn, says

:

That he is one of the defendants in the above-enti-

tled action ; that he has read the above and foregoing

answer, knows the contents thereof and the same is

true as he verily believes.

OTTO HALLA.
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Siibsci'ibcd and swoni to before me this 4th day of

September, 1909.

[Seal] WILLIAM A. OILMORE,
Notary Piiblie in aud for the District of Alaska, at

Nome.

United States of America,

Disti'iet of Alasl?:a,—ss.

Due service of the within answer is hereby ac-

cepted in the District of Alaska, this 4th day of Sep-

tem)}er, 1909, by receiving a duly certified copy of th(3

same.

A. J. DALY,
ALBERT FINK,

Of Attorneys for Plaintiffs.

[Endorsed] : Filed in the Office of the Clerk of the

Dist. Court of Alaska, Second Division, at Nome.

Sept. 4, 1909. Jno. H. Dunn, Clerk. By T. M.

Eeed, Deputy.

In the Di.sfrict Court for the District of Alaska, Sec-

ond Division.

No. 2065.

W.J. ROGERS etal..

Plaintiffs,

vs.

OTTO HALLA et al..

Defendants.

Separate Answer of Defendant J. J. Chambers.

Comes now defendant, J. J. Chambers, and for his

separate answer to plaintiffs' complaint, admits, de-

nies and alleges as follows

:
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I.

DcBies each and every allegation, matter and thing

contained in paragraphs 1, 2, 3 and 4 of plaintiffs'

complaint, and the whole thereof.

II.

Alleges that he has no knowledge or information of

the matters and things alleged in paragraphs 5, 6, 7,

8, 9 and 10 of plaintiffs' complaint, and therefore de-

nies each and every allegation, matter and thing

contained in said paragraphs, and the whole thereof.

III.

Denies each and every allegation, matter and thing

contained in paragraphs 11, 12, 13, 14, 15, 16 and IT

of plaintiffs' complaint, and the whole thereof.

IV.

Admits the allegations of paragraph 18 of plain-

tiffs' complaint, hut denies each and every allegation,

matter and thing contained in paragraph 19 thereof,

and the whole thereof.

V.

A^nswering paragraph 20 of plaintiffs' complaint,

answering defendant admits that he secured an in-

junction against the plaintiffs in this action, but de-

nies each and every other allegation, matter and

thing therein contained, and the whole thereof, save

and except that the alleged lease, mentioned in said

paragraph, ended and expired by its terms on the 1st

day of July, 1909.

VI.

Denies each and every allegation, matter and thing

contained in paragraph 21, 22, 23, 24, 25, 26 and 27

of plaintiffs' complaint, and the whole thereof.
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VII.

Answering paragraph 28 of plaintiffs' coiiiplaiiit,

answering defendant admits said alleged lease ex-

pired by its own limitations on the 1st day of Juh%

1909, but denies each and every other allegation, mat-

ter and thing therein contained, and the whole

thereof.

VIII.

Denies each and every allegation, matter and thing

contained in paragraphs 29, 30, 31, 32, 33, 34 and 35

of plaintiffs' complaint, and the whole thereof.

And for a first, further, separate and affirmative

answer and defense to plaintiffs' complaint, defend-

ant alleges:

I.

That at all the times mentioned in plaintiffs' com-

plaint, answering defendant was, and is now^, the

owner of an imdivided interest in that certain placer

mining claim known as and called the Bon Voyage

Placer Claim, by reason of a valid location thereof

made by one J. Potter Whittren, for himself and

answering defendant, on the 1st day of Januaiy,

1902, and subsequently conveyed to this defendant l.iy

said J. Potter Whittren by good and sufficient deed

of conveyance. That the said Bon Voyage Placer

Claim as located and marked on the ground em-

braced, and now embraces, within its exterior bound-

aries the premises described in plaintiffs' complaint.

That at all times since said 1st day of January, 1902,

answering defendant has been, and is now, entitled

to the possession of the ground in controversy.
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II.

Tliat plaintiffs, for a long time prior to the insti-

tution of the abo^e-entitled action were, and now are,

Avrongfully and unlawfully in the possession of a

portion of the said Bon Voyage Placer Mining

Claim, being the premises described in their* com-

plaint, and have been, and are now, wrongfully and

unlawfully withholding the same from answering de-

fendant, to his damage in the sum of Fifty Thousand

($50,000.00) Dollars.

And for a second, further, separate and affirma-

tive answer and defense to plaintiffs' complaint, an-

swe]"ing defendant alleges

:

I.

That at all times mentioned in the plaintiffs' com-

plaint, answering defendant was, and is now, the

owner of an undivided interest of the premises de-

scribed in plaintiffs' complaint as a part and parcel

of the Bon Voyage Placer Mining Claim by reason

of a valid and subsisting location theieof as a placer

mineral claim, made by one J. Potter Whittren, the

grantor of answering defendant, on the 1st day of

Januai-y, 1902, and that at all times thereafter, an-

swering defendant has been, and is now, the owner

thereof and entitled to the immediate possession of

the same.

II.

That plaintiffs are in the possession of said prem-

ises and claiming possession under and })y virtue of

mesne conveyances from the said J. Potter Whittren

and one Andrew Eadie, grantee of said J. Potter

Whittren, by and under a conspiracy and collusion
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with Olio Frank 11. W'askey and one Joseph M. Crab-

tree, alle<i;ed lessees of said Andrew Eadie and J.

Potter W'hitlrcn, against all of whom answering de-

fendant has a valid and subsisting judgment for

l)ossession of an undivided one-half interest in the

said jjremises described in plaintiffs' complaint.

III.

That said Judgment was obtained and is now valid

and subsisting against the said Waske}^ Eadie and

Whittren and their grantees, the plaintiffs in the

above-entitled action, in the above-entitled court, in

the case of J, J. Chambers, plaintiff, vs. Andrew

Eadie et al., defendants.

IV.

That ))y reason of the said location of said Bon

Voyage Placer Mining Claim, as above alleged, and

by leasou of the conveyance to answering defendant

from said locator, J. Potter Whittren, of an interest

therein, and by reason of the said judgment for

possessi<^n against the said Waskey, Eadie and Whit-

t]'en and their grantees, the plaintiffs in this action,

ansvcering defendant is entitled to the possession of

the gi'ound in controversy, the pi'emises described in

] »la intiff
s

' complaint.

V.

That the plaintiffs wrongfully, unlawfully and

fraudidently have been, and are now, claiming the

exclusive possession of the ground in controversy, de-

scribed in their complaint, against the defendant,

and are wrongfully, unlawfully and fraudulently ex-

cluding answering defendant from the possession
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thereof, to his damage in the sum of Fifty Thousand

($50,000.00) Dollars.

And for a third, further, separate and affirmative

answer and defense to plaintiffs' complaint, ans\Yer-

ing defendant alleges

:

I.

That at all times mentioned in the plaintiffs' com-

plaint, answering defendant was, and is now, the

owner of an undivided interest of the premises de-

scribed in plaintiffs' complaint as a part and parcel

of the Bon Voyage Placer Mining Claim by reason of

a valid and subsisting location thereof as a placer

mineral claim, made by one J. Potter Whittren the

grantor of answering defendant, on the 1st day of

January, 1902, and that at all times thereafter, an-

swering defendant has been, and is now, the owner

thereof, and entitled to the immediate possession of

the same.

II.

That at all times mentioned in plaintiffs' com-

plaint the j)laintiff Albert Fink was, and now is, the

attorney of record for one Frank H. Waskey, one

Joseph M. Crabtree, one Andrew Eadie and the said

J. Potter Whittren, alleged owners and claimants of

the ground mentioned and described in plaintiffs'

complaint under the said location of the said Bon

Voyage Placer Mining Claim made by the said J.

Potter Whittren, and by mesne conveyances there-

after from him.

III.

That on or about the day of May, 1909, the

said Eadie, Whittren, Waskey and Crabtree, by
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mesne eonveyanees, ti^ansferred all of their right,

title and interest in and to the said premises in eon-

tr()^'el^sy in this action, by reason of their alleged title

to the said Bon Voyage Claim to the said plaintiff

Albeit Fink, who thereafter entered into the posses-

sion of the same in colhision with his said grantors,

and ever since has been, and now is, in the possession

of said premises in controversy, and has been, and

now is, wrongfully and unlawfully withholding the

same from this answering defendant.

IV.

That at the time the said plaintiff, Albert Fink, so

entered in the possession of said premises, as above

alleged, defendant had a valid and subsisting judg-

ment for the possession of an undivided one-half in-

terest in the premises in controversy, obtained in the

above-entitled court in an action entitled J. J. Cham-

bers, plaintiff, vs. Andrew Eadie et al., defendants.

That said plaintiff, Albert Fink, took title from the

said Waskey, Crabtree, Eadie and Whittren with

full knowledge and notice on his part of the said

judgment and of the rights of this answering defend-

ant in and to the premises in controversy.

V.

That said plaintiff, Albert Fink, acting in collusion

and conspiracy with said Frank H. Waskey, Joseph

M. Crabtree, J. Potter Whittren and Andrew Eadie,

and in fi-aud of the rights of this answering defend-

ant, entered into and upon, and took the exclusive

possession of the premises described in plaintiff's

complaint, and ever since said time has been, and now

is, wrongfully, unlawfully and fraudulently with-
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holding the possession of all of said premises from

answering defendant, to his damage in the smn of

fifty thousand ($50,000.00) dollars.

And for a fourth, further, separate and affirmative

answer and defense to plaintiffs' complaint, answer-

ing defendant alleges

:

I.

That at all times mentioned in the plaintiffs' com-

plaint, answering defendant was, and is now, the

owner of an undivided interest of the premises de-

scribed in plaintiffs' complaint as a part and parcel

of the Bon Voyage Placer Mining Claim, by reason

of a valid and subsisting location thereof as a placer

mineral claim, made by one J. Potter Whittren, the

grantor of answering defendant, on the 1st day of

January, 1902, and that at all times thereafter, an-

swering defendant has been, and is now, the owner

thereof, and entitled to the immediate possession of

the same.

II.

That all of the plaintiffs named in plaintiffs' com-

plaint in this action, on or about the 1st day of June,

1909, entered into a general conspiracy among them-

selves and with certain other persons, to wit. Prank

H. Waskey, Joseph M. Crabtree, Andrew Eadie and

the said J. Potter Whittren, to take and withhold

the exclusive possession of the premises in contro-

versy from this defendant, and to surreptitiously,

fraudulently, collusively and wrongfully mine, take

and extract from the said premises all of the gold

therein (K)ntained and appropriate the same to their

own use. That acting under said collusion and con-
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spiraey and in fraud of the rights of this defendant,

the said plaintiffs, for themselves and their said co-

(•ons])ii'al()rs above named, wrongfully, unlawfully

and fi'audulcntly took the exclusive possession of the

said portion of the said Bon Voyage Claim and the

dumps of pay gravel thereon contained, and did be-

gin mining operations thereon, and took therefrom

large sums of gold and gold-dust, the exact amount
of which is unknown to defendant, and are now still

-withholding the possession of the said portion of said

Bon Voyage Placer Claim wrongfully, unlawfully

and fraudulently, and in collusion and conspiracy

with the said Waskey, Crabtree, Eadie and Whittren,

to the damage of defendant in the sum of Fifty Thou-

sand ($50,000.00) Dollars.

And for a fifth, further, separate and affirmative

answer and defense to plaintiffs' complaint answer-

ing defendant alleges:

I.

That at all times mentioned in the plaintiffs' com-

plaint, answering defendant was, and is now, the

owner of an undivided interest of the premises de-

scribed in plaintiffs' complaint as a part and parcel

of the Bon Voyage Placer Mining Claim, by reason

of a valid and subsisting location thereof as a placer

mineral claim, made by one J. Potter Whittren, the

grantor of answering defendant, on the 1st day of

January, 1902, and that at all times thereafter, an-

swering defendant has been, and is now, the owner

thereof, and entitled to the immediate possession of

the same.
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II.

That at all the times mentioned in plaintiffs' com-

plaint, answering defendant had a valid and subsist-

ing judgment for the immediate possession of an

undivided one-half interest in the said Bon Voyage

Placer Mining Claim against one Andrew Eadie, one

Frank H. Waskey and the said J. Potter Whittren,

obtained in that certain action in the above- entitled

court, entitled J. J. Chambers, plaintiff, vs. Andrew

Eadie et al., defendants.

III.

That plaintiff, Albert Fink, was attorney of rec-

ord in said action for the said Andrew Eadie, J. Pot-

ter Whittren and Frank H. Waskey, and at all the

times mentioned in the plaintiffs' complaint had full

knowledge and notice of the rights of this defendant

in and to the said premises.

IV.

That at all the times mentioned in plaintiffs' com-

plaint, answering defendant recognized the said An-

drew Eadie as being entitled to an undivided one-

half interest in the premises described in plaintiffs'

complaint, as part and parcel of the said Bon Voy-

age Placer Mining Claim, under and by virtue of a

deed of conveyance from the locator, the said J. Pot-

ter Whittren, and defendant recognized the said

Frank H. Waskey and one Joseph M. Crabtree as

being the lessees of the said Andrew Eadie.

V.

That prior to the beginning of the above-entitled

action, and prior to the time that plaintiff Albert

Fink took possession of that part of the said Bon
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Voyage Placer Claim, being- the premises described

in plaintiffs' complaint, said Fink by mesne convey-

ances succeeded to all of the right, title and interest

of the said Andrew Eadie, J. Potter Whittren,

Frank H. Waskey and Joseph M. Crabtree, and be-

came a co-owner in said Bon Voyage Placer Claim

and the premises described in plaintiffs' complaint

Avitli this defendant.

VI.

That annexed hereto and marked "Exhibit A,"

and made a iDart hereof, is a copy of the deed of con-

versance from the said Andrew Eadie and the said

J. Potter Whittren to the plaintiff Albert Fink, of

the premises in controversy, described in plaintiffs'

complaint. That said plaintiff Fink took the said

conveyance from the said Andrew Eadie and the

said J, Potter Whittren, of all of their right, title,

interest and estate in and to the ground in contro-

versy, the premises described in plaintiffs ' complaint,

with full knowledge and notice that answering de-

fendant was the owner and entitled to the possession

of an undivided one-half interest in the said Bon

Voyage Placer Claim and in and to the ground in

controversy.

VII.

That if the said plaintiff Albert Fink acquired any

other or further right, title, interest or estate in and

to the said premises in controversy', described in

plaintiffs' complaint by virtue or by reason of any

of the instruments mentioned or described in plain-

tiffs' complaint in this action, he acquired the same

for the use and benefit of defendant, who was, and
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is, a co-owner with said Fink in said portion of the

Bon Voyage Claim, the premises described in plain-

tiffs' complaint, and defendant, by reason thereof, is

entitled to an undivided one-half interest in the said

premises in controversy.

VIII.

That said plaintiff, Albert Fink, so acting in col-

lusion and conspiracy with the other plaintiffs and

said Waskey, Crabtree, Eadie and Whittren, has re-

fused, and still refuses to recognize defendant as a

co-owner, and excludes defendant from the posses-

sion of an undivided one-half interest in the said

premises, wrongfully, unlawfully and fraudulently,

to defendant's damage in the sum of Fifty Thousand

($50,000,000 Dollars.

Wherefore, answering defendant, having fully an-

swered to plaintiffs' complaint, prays the Court for

a judgment and decree adjudging and decreeing him

to be the owner of an undivided one-half (I/2) in-

terest in the said Bon Voyage Placer Claim, embrac-

ing within its exterior boundaries the ground in con-

troversy and described in plaintiffs' complaint, and

for a judgment against the plaintiffs for damages for

the wrongful and unlawful withholding of the pos-

session from defendant of said premises in the sum

of Fifty Thousand ($50,000.00) Dollars, and for his

costs of suit.

PARKE GODWIN, and

WILLIAM A. GILMORE,
Attorneys for Defendant J. J. Chambers.
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United States of America,

District of Alaska,—ss.

J. J. Chambers, being first duly sworn, says

:

That he is one of the defendants in the above-en-

titled action ; that he has read the above and forego-

ing answer, knows the contents of the same, and the

same is true as he verily believes.

J. J. CHAMBERS.
Subscribed and sworn to before me this 4th day of

September, 1909.

[Seal] WILLIAM A. GILMORE,
Notary Public in and for the District of Alaska, Re-

siding at Nome.

Exhibit "A" [to Separate Answer of J. J. Cham-

bers].

#4"8,759.

THIS INDENTURE made the 31st day of May,

in the year of our Lord one thousand nine hundred

and nine.

BetAveen J. Potter Whittren and Andrew Eadie

the parties of the first part, and Albert Fink the

party of the second part,

WITNESSETH: That the said party of the first

part, for and in consideration of the sum of one

($ ) dollars Gold Coin of the United States of

America, to them in hand paid b}^ the party of the sec-

ond part, the receipt whereof is hereby acknowledged,

has granted, bargained, sold, remised, released and for-

ever quitclaimed unto the said party of the second

part, and to his heirs and assigns all of their right,
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title and interest in that portion of the Bon Voyage

Placer Mining Claim in conflict with the Golden Bull

Placer Mining Claim situated between Newton

Gulch and Otter Creek in the Cape Nome Mining

District, District of Alaska.

Together with all the tenements, hereditaments and

appurtenances thereunto belonging or in any wise

appertaining and the rents, issues and profits there-

of, and also all the estate, right, title, interest, prop-

erty, possession, claim and demand whatsoever as

well in law as in equity of the said part of the

first part, of, in or to the said premises, and every

part and parcel thereof with the appurtenances.

TO HAVE AND TO HOLD, all and singular the

said premises, together with the appurtenances and

privileges thereunto incident, unto the said party of

the second part, and to his heirs and assigns forever.

IN WITNESS WHEREOF the said parties of

the first part have hereunto set their hands and seals

the day and year first above written.

J. POTTER WHITTREN, [Seal]

ANDREW EADIE, [Seal]

By O. D. COCHRAN,
His Attorney in Fact.

Signed, Sealed and Delivered in the Presence of

F. E. FULLER.
INEZ COCHRAN.

United States of America,

District of Alaska,—ss.

On this 31st day of May, A. D. one thousand nine

hundred and nine, personally came before me Thos.

R. White, a Notary Public in and for said district,
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the within named J. Potter Wliittren, to me person-

ally known to be the identical person, described with-

in and who exeented the within instrnment, and ac-

knowledged to me that he exeented the same freely,

for the uses and purposes therein mentioned.

Witness my hand and seal this 31st day of May,

1909.

[Notarial Seal] THOS. R. WHITE,
Notary Public in and for the Disttict of Alaska.

United States of America,

District of Alaska,—ss.

This is to certify that on this 31st day of May,

1909, personally appeared before me, the under-

signed, a Notary Public in and for the District of

Alaska, O. D. Cochran, who is personally known to

me and personally known to me to be the attorney

in fact of Andrew Eadie, and known to me to be the

identical person who executed the foregoing deed as

such attorney in fact, and he acknowledged to me

that he signed the name of said Andrew Eadie there-

to, and his own name as the attorney in fact of said

Eadie, and that he so executed said deed for the uses

and purposes therein expressed.

Witness my hand and Official Seal on the date in

this certificate first written.

[Notarial Seal] THOS. R. WHITE,
Notary Public in and for the District of Alaska.

Recorded May 31, 1909, 2:30 P. M. at request of

Thos. R. White.

F. E. FULLER, Recorder,

Deputy.
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Due service of aboA'e and foregoing answer ac-

knowledged by receipt of copy thereof this 4th day of

Sept., 1909.

ALBERT FINK,
Of Attorneys for Plaintiffs.

[Endorsed] : Filed in the Office of the Clerk of the

Dist. Court of Alaska, Second Division, at Nome.

Sept. 4, 1909. Jno. H. Dunn, Clerk. ,

Deputy. L.

In the District Court for tlic District of Alaska,

Second Division.

No. 2065.

W. J. ROGERS et al..

Plaintiffs,

vs.

OTTO HALLA et al..

Defendants.

Answer of Defendants Elwood Bruner, J. Allison

Bruner and W. A. Grilmore.

Come now the defendants Elwood Bruner, J. Alli-

son Bruner and W. A. Gilmore, and for their sepa-

rate answer to plaintiffs' complaint in the above-

entitled action, admit, deny and allege as follows:

They deny and disclaim any right, title, interest or

estate in and to the premises described in plaintiffs'

complaint or the matters and things therein alleged,

and allege that they are the attorneys for their code-

fendants named in the above-entitled action and have

no interest in the matter alleged in said complaint

other than attorneys' fees, and further deny all of

the allegations of said complaint alleging any con-
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spiraey or collusion between themselves, or be-

tween themselves and their codefendants, or any of

them.

Dated at Nome, Alaska, this 4th day of September,

1909.

ELWOOD BRUNER.
J. ALLISON BRUNER.
WILLIAM A. GILMORE.

United States of America,

District of Alaska,—ss.

Elwood Bruner, J. Allison Bruner and W. A. Gil-

more, being each dnl}^ sworn, each for himself, says

:

That he is one of the defendants in the above-en-

titled action ; that he has read the above and forego-

ing answer, knows the contents thereof, and the same

is true as he verily believes.

ELWOOD BRUNER.
J. ALLISON BRUNER.
WILLIAM A. GILMORE.

Subscribed and sworn to before me this 4th day

of September, 1909.

[Notarial Seal] MABEL SEARL,
Notary Public in and for the District of Alaska, Re-

siding at Nome.

Due service of the within answer is hereby ac-

cepted in the District of Alaska this 4th day of Sep-

tember, 1909, by receiving a duly certified copy of

the same.

THOS. R. WHITE,
A. J. DALY,

Of Attorneys for Plaintiffs.
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[Endorsed] : Filed in the Office of the Clerk of the

Dist. Court of Alaska, Second Division, at Nome.
Sept. 4, 1909. Jno. H. Dunn, Clerk. By T. M.
Reed, Deputy.

In the District Court for the District of Alaska,

Second Division.

W. J. ROGERS and ALBERT FINK, as Copart-

ners Under the Firm Name and Style of the

GOLDEN BULL MINING COMPANY, and

F. R. COWDEN, G. T. SNOWDEN, C. A.

DENSMORE, H. H. DAVIES, LEO
LOEWENHERZ, E. E. CHILBERG, C. V.

LA FAROE and IRA D. ORTON,
Plaintiffs,

vs.

OTTO HALLA JOSEPH HAMMER, B.

SCHWARZ, ELWOOD BRUNER, J. AL-

LISON BRUNER, J. J. CHAMBERS and

W. A. GILMORE.
Defendants.

Reply to Separate Answer of Defendants Halla,

Hammer and Schwarz.

Come now the plaintiffs in the above-entitled ac-

tion, and for reply to the separate answer of defend-

ants Otto Halla, Joseph Hammer and B. Schwarz, al-

lege and deny as follows, to wit

:

I.

1. Replying to paragraph one of the first, further,

separate and affirmative answer and defense, plain-

tiffs admit that said defendants at all of the times

mentioned in plaintiffs' complaint were, and now
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arc, owners in the premises known and describod in

plaintiffs' complaint as the Golden Bull Mining

Claim, by I'eason of the location thereof, on the 10th

day of January, 1904, as a placer mineral claim by

defendant B. Sehwarz and allege that the defendant

J. J. Chambers was, at the time of the commence-

ment of this case, and ever since has been and now

is, an owner in said premises, by virtue of mesne and

direct convej'ances from said B. Schwarz, of an un-

divided one-fourth interest therein; said plaintiffs

deny, however, that at all times after the first day

of January, 1904, the answering defendants have

been, or that they now are, entitled to the exclusive,

immediate or any possession of said claim.

2, For reply to paragraph two of the said first,

further, separate and affirmative answer and de-

fense plaintiffs deny all and singular each and every

allegation in said paragraph contained, and the

whole thereof, and deny that the said defendants

have been damaged in the sum of $50,000.00, or in

any sum whatsoever.

II.

1. Eeplying to paragraph one of the second,

further, separate and affirmative answer and de-

fense, plaintiffs admit that said defendants at all of

the times mentioned in plaintiffs' complaint were,

and now are, owners in the premises known and de-

scribed in plaintiffs' complaint as the Golden Bull

Mining Claim, by reason of the location thereof, on

the 10th day of January, 1904, as a placer mineral

claim by defendant B. Schwarz, and alleged that the

said defendant J. J. Chambers was, at the time of
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the commencement of this case, and ever since has

been, and now is, an o^vner in said premises, by vir-

tue of mesne and direct conveyances from said B.

Schwarz, of an undivided one-fourth interest there-

in; said plaintiffs deny, however, that at all times

after the first day of January, 1904, the answering

defendants have been, or that they are now, entitled

to the exclusive, immediate or any possession of said

claim.

2, Replying to the 2d and 3d paragraphs in the

second, further, separate and affirmative answer and

defense plaintiffs deny all and singular each and

every allegation in said paragraphs contained, and

the whole thereof.

III.

1. Replying to the first paragraph of the third,

further, separate and affirmative answer and de-

fense of said defendants, plaintiffs admit that said

defendants at all of the times mentioned in plaintiffs'

complaint were, and now are, owners in the premises

known and described in plaintiffs' complaint as the

Golden Bull Mining Claim, by reason of the location

thereof, on the 10th day of January, 1904, as a placer

mineral claim by defendant B. Schwarz, and allege

that the said defendant J. J. Chambers was, at the

time of the commencement of this case, and ever

since has been, and now is, an owner in said prem-

ises, by virtue of mesne and direct conveyances from

said B. Schwarz, of an undivided one-fourth in-

terest therein ; said plaintiffs deny, however, that at

all times after the first day of January, 1904, the

answering defendants have been, or that they now
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are, entitled to the exclusive, immediate or any pos-

session of said claim.

2. Replying to paragraph two of defendants'

third further, separate and affirmative answer and

defense, plaintitfs deny all and singular each and

every allegation in said jDaragraph contained, and

the whole thereof, saving and except that the defend-

ant Albert Fink, was, and now is, the attorney of

record for one Frank H. Waskey and one Joseph M.

Crabtree, in litigation with reference to the Bon
Voyage claim.

3. Replying to paragraph three of defendants'

third, further, separate and affirmative answer and

defense, plaintiff's deny all and singular each and

every allegation in said paragraph contained, and

the whole thereof, saving and except the allegation

that on or about the day of May, 1909, one

Eadie and one Whittren, for a valuable considera-

tion quitclaimed to the plaintiff, Albert Fink, all

of their right, title and interest in and to that cer-

tain placer mining claim known and designated as

the Bon Voyage.

4. Replying to paragraph four of defendants'

third, further, separate and affirmative defense,

plaintiffs deny all and singular each and every alle-

gation in said paragraph contained, and the whole

thereof, and deny that the defendants have been

damaged in the sum of $50,000.00, or in any other

sum whatsoever.

IV.

1. Replying to the first paragraph of the fourth,

further, separate and affirmative answe-r and defense
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of said defendants, plaintiffs admit that said defend-

ants at all of the times mentioned in plaintiffs' com-

plaint were, and now are, owners in the premises

known and described in plaintiffs' complaint as tlie

Golden Bull Mining Claim, by reason of the location

thereof, on the 10th day of January, 1904, as a placer

mineral claim by defendant B, Schwarz, and allege

that the said defendant J. J, Chambers was, at the

time of the conmiencement of this case, and ever

since has been, and now is, an owner in said prem-

ises, by virtue of mesne and direct conveyances from

said B. Schwarz, of an undivided one-fourth interest

therein; said plaintiffs deny, however, that at all

times after the first day of January, 1904, the an-

swering defendants have been, or that they now are,

entitled to the exclusive, immediate or any posses-

sion of said claim.

2. Replying to paragraph two of defendants'

fourth further, separate and affirmative answer and

defense of said defendants, jjlaintiffs deny each and

every allegation in said paragraph contained and the

whole thereof, and deny that the defendants have

been damaged in the sum of $50,000.00, or in any

other sum whatsoever.

V.

1. Replying to the first paragraph to the fifth,

further, separate and affirmative answer and defense

of said defendants, plaintiffs admit that said defend-

ants at all of the times mentioned in plaintiffs' com-

plaint were, and now are, o^vners in the premises

known and described in plaintiffs' complaint as the

Golden Bull Mining Claim, by reason of the location
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thereof, on the 10th day of January, 1904, as a placer

mineral elaini, by defendant B. Sehwarz, and allege

that the said defendant, J. J. Chambers, was, at the

time of the commencement of this ease, and ever

since has been, and now is, an owner in said prem-

ises, by virtue of mesne and direct conveyances from

said B. iSchwarz, of an undivided one-fourth interest

therein; said plaintiffs deny, however, that at all

times after the first day of January, 1904, the an-

swering defendants have been, or that they now are,

entitled to the exclusive, immediate or any posses-

sion of said claim.

2. Replying to paragraph two of the defendants'

fifth, further, separate and affirmative answer and

defense, plaintiffs deny each and everj' allegation in

said paragraph contained, and the whole thereof,

and deny that the defendants have been damaged in

the sum of $50,000.00 or in any other sum whatso-

ever.

ALBERT FINK,

IRA D. ORTON,
0. D. COCHRAN,
THOS. R. WHITE,

Attorneys for Plaintiffs Albert Fink and Ira D. Or-

ton.

THOS. R. SHEPARD,
A. J. DALY,

Attorneys for Plaintiffs W. J. Rogers, F. R. Cowden,

G-. T. Snowden, C. A. Densmore, H. H. Davies,

Leo Loewenherz, E. E. Chilberg and C. V. La

Farge.
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United States of America,

District of Alaska,—ss.

Ira D. Orton, being first duly sworn, deposes and

says: That he is one of the plaintiffs in the within-

entitled action, and making the foregoing reply ; that

he has read the said reply and knows the contents

thereof, and the statements therein contained are

true as he verily believes.

IRA D. ORTON.

Subscribed in my presence and sworn to before me

this 29th day of November, 1909.

[Notarial Seal] THOS. R. WHITE,
Notary Public in and for the District of Alaska.

Service of a copy of the foregoing reply this 29th

day of November, 1909, at M., admitted.

J. ALLISON BRUNER,
Of Attorneys for Defts. Halla, Hammer & Schwarz.

[Endorsed] : Filed in the office of the Clerk of the

Dist. Court of Alaska, Second Division, at Nome.

Nov. 30, 1909. Jno. H. Dunn, Clerk. By
,

Deputy.

In the District Court for the District of Alaska, Sec-

ond Division.

W. J. ROGERS et ah,

vs.

OTTO HALLA et al.,

Plaintiffs,

Defendants,
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Reply to Separate Answer of Defendant J. J. Cham-

bers.

Come now the plaintiffs, and for reply to the sepa-

rate answer of defendant J. J. Chambers, filed in the

above-entitled action, allege and deny as follows, to

wit

:

I.

Replying to the said answering defendant's first

separate and affirmative defense and answer, plain-

tiffs deny all and singular each and every allegation

in paragraphs one and two contained, and the whole

thereof, and den}^ that answering defendant has been

damaged in the sum of $50,000.00', or in any other

sum whatsoever.

II.

Replying to answering defendant's second, fur-

ther, separate and affirmative answer and defense,

plaintilfs deny all and singular each and every alle-

gation in paragrai)hs numbered 1, 2, 3, 4 and 5 con-

tained and the whole thereof, and deny that answer-

ing defendant has been damaged in the sum of

$50,000.00, or in any other sum whatsoever.

III.

Replying to answ^ering defendant's third further,

separate and affirmative answer and defense

:

1. Plaintiffs deny all and singular each and every

allegation and thing in paragraph one contained, and

the whole thereof.

2. Plaintiffs deny all and singular, each and every

allegation and thing contained in paragraph two,

and the whole thereof, except that plaintiffs admit
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that the defendant Albert Fink was and is the at-

torne}^ of record for Joseph M. Crabtree and Frank

H. Waskey in litigation with reference to the Bon

Voyage Placer Mining Claim.

3. Plaintiffs deny all and singular each and every

allegation and thing contained in paragraph three

and the Avhole thereof, except that plaintiffs admit

that on or about the day of May, 1909, Andrew

Eadie and J. Potter Whittren quitclaimed unto the

plaintiff Albert Fink all their right, title and interest

in and to a certain placer mining claim known and

designated as the Bon Voyage.

4. Deny all and singular each and every allega-

tion in paragraph four contained and the whole

thereof, saving and except the allegation in said

paragraph contained that the said Albert Fink re-

ceived the said quitclaim deed from Andrew Eadie

and J. Potter Whittren, with full knowledge of all

of the alleged rights in said Bon Voyage claim had

by the answering defendant Chambers.

5. Plaintiffs deny all and singular each and every

allegation and thing contained in paragraph five and

the whole thereof, and deny that the answering de-

fendant has been damaged in the sum of $50,000.00,

or in any other sum whatsoever.

IV.

Pepl.ying to answering defendant's fourth, fur-

ther, separate and affirmative answer and defense,

plaintiff's deny eacli and every allegation and thing

contained in paragraphs one and two thereof, and

the whole thereof, and deny that the answering de-

fendiint Chambers has been damaticd in the bum of
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$50,000.00, or in any other sum whatsoever.

V.

Replying to answering defendant's fifth further,

separate and affirmative answer and defense:

1. Plaintiffs deny each and every allegation and

thing contained in paragraphs one and two and the

whole thereof.

2. Plaintiffs deny each and every allegation and

thing contained in paragraph three and the whole

thereof, saving and except the allegation in said

paragraph contained, that the plaintiff Albert Fink,

was attorney of record for one Frank H. Waskey,

and had full knowledge of the alleged rights of an-

swering defendant Chambers.

3. Plaintiffs deny all and singular each and every

allegation and thing contained in paragraph four

and the whole thereof.

4. Plaintiffs deny all and singular each and every

allegation and thing contained in paragraph five and

the whole thereof, saving and except the allegation

that the plaintiff Albert Fink becomes the successor

in interest to all the rights of Andrew Eadie and J.

Potter Whittren in that certain placer mining loca-

tion, known and designated as the Bon Voyage,

which said interest, as hereinbefore alleged, was ac-

quired by deed of quitclaim prior to the commence-

ment of the above-entitled action.

5. Replying to paragraph six, plaintiffs admit

that the deed annexed to defendants' answer and

marked Exhibit "A" is a copy of the quitclaim deed

hereinbefore referred to, made, executed and deliv-

ered by J. Potter Wliittren and Andrew Eadie,
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wherein the said Whittren and Eadie conveyed to

the plaintiff Albert Fink, all of their right, title and

interest in and to that portion of the Bon Voyage

Placer Mining Claim in conflict with the Golden Bull

Placer Mining Claim; and the allegation in said

paragraph contained that the plaintiff Albert Fink

took and accepted said deed with full knowledge

and notice as to the alleged rights of answering de-

fendant Chambers; and deny each and ever}^ other

allegation and thing in said paragraph contained,

not herein speciiically admitted.

6. Deny each and every allegation and thing in

paragraph seven contained, and the whole thereof.

7. Deny each and every allegation and thing in

paragraph eight contained, and the whole thereof,

and deny that the answering defendant Chambers

has been damaged in the sum of $50,000.00, or in any

other sum whatsoever.

ALBERT FINK,

IRA D. ORTON,
0. D. COCHRAN,
THOS. R. WHITE,

Attorneys for Plaintiffs Albert Fink and Ira D. Or-

ton.

THOiS. R. SHEPARD,
A. J. DALY,

Attorneys for Plaintiffs W. J. Rogers, F. R. Cowden,

G. T. Snowden, C. A. Densmore, H. H. Davies,

Leo Loewenherz, E. E. Chilberg and C. V. La

Farge.
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United States of America,

District of Alaska,—ss,

Ira D, Ortoii, being tirst duly sworn, deposes and

says, that he is one of the plaintiffs in the foregoing

action and making the foregoing reply, that he has

read the said reply, knows the statements therein

contained, and the same are true as he veril}^ be-

lieves.

IRA D. ORTON.

Subscribed in my presence and sworn to before

me this 28th day of November, 1909.

[Notarial Seal] THOS. R. WHITE,
Notary Public in and for the District of Alaska.

Service of a copy of the foregoing reply this 29th

day of November, 1909, at M., admitted.

WILLIAM A. GILMORE,
Attorney for Defendant J. J. Chambers.

[Endorsed] : Filed in the office of the Clerk of the

Dist. Court of Alaska, Second Division, at Nome.

Nov. 30, 1900. Jno. H. Dunn, Clerk. By
,

Deputy.
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In fJir District Court for the District of Alaska, Sec-

ond Division.

W. J. ROGERS and ALBERT FINK, as Copartners

Under the Firm Name and Style of the

GOLDEN BULL MINING COMPANY, and

F. R. COWDEN, G. T. SNOWDEN, C. A.

DENSMORE, H. H. DAVIES, LEO LOEW-
ENHERZ, E. E. CHILBERG, C. V. LA
FAROE and IRA D. ORTON,

Plaintiffs,

vs.

OTTO HALLA, JOSEPH HAMMER, B.

SCHWARZ, ELWOOD BRUNER, J. ALLI-

SON BRUNER, J. J. CHAMERS and W. A.

GILMORE,
Defendants.

Order [Enjoining and Restraining Defendants, etc.].

The order to show cause in the above-entitled ac-

tion directing the defendants in said action to show

cause wh}" an injunction pendente lite should not be

issued, having been heard by the above-entitled

court at the time fixed in the said order and continu-

ance thereof regularly had, and the Court having

heard the evidence offered by the respective parties

and the arguments of counsel, and it appearing that

the plaintiffs ai-e entitled to an injunction pendente

lite as hereinafter ordered

;

It is now by the Court ordered, that the defend-

ants in the above-entitled action be, and they are,

hereby enjoined and restrained pending the termin-
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ation of this action and until further order of the

Court from in any wise whatsoever interfering- with

or molesting plaintiffs in their q\iiet and peaceable

possession of the premises described in the com-

plaint as the Golden Bull Mining Claim, situate in

the Cape Nome Recording District, District of

Alaska.

It is further ordered, however, that the plaintiffs,

in ordei' that the rights of the defendants may be

protected, desist from mining or extracting any gold

or gold-dust from said premises while this injunction

is in force, and until the further order of the Court;

and also that plaintiffs give an undertaking, condi-

tioned according to law, in the sum of $1'2,000.00, to

be approved by this Court, whereupon this injunc-

tion shall immediately take effect.

ALFRED S. MOORE,
Judge.

[Endorsed] : Filed in the office of the Clerk of the

District Court of Alaska, Second Division, at Nome.

Jul. 10, 1909. Jno. H. Dunn, Clerk. By
,

Deputy.

To the making, signing and filing of said order,

defendants duly excepted, wdiich exception was al-

lowed b}^ the Court.

And thereupon plaintiffs read in evidence the affi-

davit of Thos. R. White, as follow^s:
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In the District Court, District of Alaska, Second

Division.

W. J. R/GERS and ALBERT FINK, as Copartners

Under the Firm Name and Style of THE
GOLDEN BULL MINING COMPANY, and

F. R. COWDEN, G. T. SNOWDEN, C. A.

DENSMORE, H. H. DAVIBS, LEO LOWEN-
HERZ, E. E. CHILBERG, C. V. LA
FAROE and IRA D. ORTON,

Plaintiffs,

vs.

OTTO HALLA, JOSEPH HAMMER, B.

SCHWARTZ, ELWOOD BRUNER, J. AL-

LISON BRUNER, J. J. CHAMBERS and

WILLIAM A. GILMORE,
Defendants.

Affidavit [of Thomas R. White].

United States of America,

District of Alaska,—ss.

Thos. R. White, being first duly sworn, on his oath

deposes and saj^s:

That he is one of the attorneys for Albert Fink

and W. J. Rogers, copartners under the firm name

and stj'le of Golden Bull Mining Company, two of

the defendants in the above-entitled action;

Affiant further says that heretofore, to wit, on the

11th day of June, 1909, in a certain action in the Dis-

trict Court, District of Alaska, Second Division, en-

titled J. J. Chambers, Plaintiff vs. Charles V. La
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Fargc, Charles A. Densniore, Fred R. Oowden,

Euj;enc Cliilberg, W. J. Kodgers, H. Hier Davies, Q.

T. Snowdeu, Otto Halla, B. Schwarz, Joseph Ham-

mer, Albert Fink, N. H. Castle, James P. Daly,

Thomas R. White and Andy Anderson, defendants,

No. 2048, an injunc'tion pendente lite was issued; a

certified copy of which is hereto annexed and made

a part of this affidavit;

That the said injunction pendente lite is still in

full force and effect;

That the Bon Voyage Placer Claim mentioned and

described in said injunction pendente lite, last above

I'cferred to embraces within its limits all of that cer-

tain placer mining claim, known, described and

designated as the Golden Bull Placer Claim referred

to in the complaint in the action of W. J. Rogers

et al., vs. Otto Halla et al., No. 2065, except a small

portion on the east part of said Golden Bull claim,

embracing less than two acres;

That said injunction in said action of J. J. Cham-

bers vs. C. V. La Farge et al.. No. 2048, is still in full

force and effect, and has never been modified,

changed or reversed, and was obtained by said J. J.

Chambers, plaintiff in said action, and one of the

defendants in action No. 2065.

Affiant further says that the original injunction

issued in the action of W. J. Rogers et al., vs. Otto

Halla et al.. No. 2065, is still in full force and effect,

and that the defendants are now by an order of this

court, which was entered in said action at the re-

quest of the defendants, enjoined "from mining or

extracting any gold or gold-dust from said prem-
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iscs" (referring to the premises described in tlie

complaint in this action) "while this injunction is in

force and until the further order of the court."

Affiant further says that the said plaintiffs, Rogers

and Fink, are now, and have at all times been ready

and willing to perform the assessment work on the

premises in dispute, but were prevented from min-

ing and working thereon by said injunction order

which is still in force.

THOS. R. WHITE.

Subscribed and sworn to before me this 8th day

of October, 1910.

G. J. LOMEN,
Notary Public, District of Alaska, Residing at Nome.

In 'he District Court for the District of Alaska,

Second Division.

No. 2048.

J. J. CHAMBERS,
Plaintiff,

vs.

CHARLES V. LA FAROE, CHARLES A. DENS-

MORE, FRED R. OOWDEN, EUGENE
CHILBERG, W. J. RODGER S, LEO
LOEWENHERZ, H. HIER DAVIES, G. T.

SNOWDEN, OTTO HALLA, B. SCH-

WARZ, JOSEPH HAMMER, ALBERT
FINK, N. H. CASTLE, JAMES P. DALY,
THOMAS R. AVHITE and ANDY ANDER-
SON,

Defendants.
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Injunction Pendente Lite [in Chambers v. La Farge

et al.].

Till' plaintitt" in tlie al)ove-entitled cauho, havini,^

commenced the above-entitled action in the a})ovc-

entitled court on the 2d day of June, 1909, against

the aboA'e-named defendants, and having applied

for an injunction pendeiUc lite against the said de-

fendants, requiring them and eacli of them to

refrain from rocking, shiicing, mining or in any

manner worl<;ing or operating in or upon that cer-

tain portion of the Bon Voyage Placer Claim, situ-

ated south of No. 3 Below on Newton Gulch, a

tributary of Dry Creek, in the Cape Nome Mining

District, District of Alaska, and fully described by

metes and bounds in plaintiff's complaint on file in

this action, reference to which is hereby made ; and

the said defendants having appeared in the above-

entitled action thereafter in answer to an order to

show cause why an injunction should not issue

pendente lite; and, plaintiff and defendants having

on the 9th day of June, 1909, submitted said cause

to the Court upon the pleadings in said cause and

upon the affidavit and exhibits of the parties; and,

the Court having heard the arguments of counsel

for plaintiff" and defendants, and being otherwise

fully advised in all the premises, and it satisfactorily

appearing to the Court that it is a proper cause

for injunction and that sufficient grounds exist

therefor; and, an undertaking having been given

and provided as required by the Court in the sum of

Twenty-five Thousand ($25,000.00) Dollars;
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IT IS, THEREFORE, ORDERED AND DI-

RECTED by the Court that until the further order

of the Court in the premises, you and each of you,

the said defendants, Charles V, La Farge, Charles

A. Densmore, Fred R. Cowden, G. T. Snowden, Otto

Halla, B. Schwarz, Joseph Hammer, Albert Fink,

N. H. Castle, James P. Daly, Thomas R. White and

Andy Anderson, and all your servants, employees,

counsellors, attorneys, solicitors, agents, workmen

and all others acting in aid or assistance of you, or

by through or under you, and each of you, and every

of you, do absolutely desist and refrain from rock-

ing, sluicing, mining or in any manner working or

operating in or upon the premises in controversy in

this cause, and particularly set forth in plaintiff's

complaint on file herein.

Done in open court this 11th day of June, 1909.

ALFRED S. IMOORE,

District Judge.

[Endorsed] : Original. No. 2048. In the United

States District Court, District of Alaska, Second Di-

vision. J. J. Chambers, Plaintiff, vs. Charles V. La

Farge et al., Defendants. Injunction Pendente

Lite. Filed in the office of the Clerk of the Dist.

Court of Alaska, Second Division, at Nome. Juu.

11, 1909. Jno. II. Dunn, Clerk. By
,

Deput3^ Parke Godwin and William A. Gilmore,

Attorney at Law, Nome, Alaska, Attorney for Plain-

tiff. Vol. 7, Orders and Judgments, p. 228. McB.
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United States of America,

District of Alaska,

2rid Division,—ss.

T, John Sundback, Clerk of the District Court for

the District of Alaska, 2d Division, do hereby cer-

tify that I have compared the foregoing copy with

the original Injunction pendente lite in the case of

J, J. Chambers, Plaintiff vs. Charles V. La Farge,

et al., Defendants, No. 2048—Civil this Court, now

on file and of record in my office at Nome, in the

District of Alaska, and the same is a true and per-

fect transcript of said original and of the whole

thereof.

Witness my hand and the seal of said Court this

4th day of October, A. D. 1910.

[Seal] JOHN iSUNDBACK,
Clerk.

By T. M. Reed,

Deputy,

[Endorsed] : Filed in the office of the Clerk of the

Dist. Court of Alaska, Second Division, at Nome.

Oct. 8, 1910. John Sundback, Clerk. By T. M.

Reed, Deputy.

[Recitals Re Mandate of XJ. S. Circuit Court of Ap-

peals, etc.]

Plaintiff's then read in evidence the mandate of

the United States Circuit Court of Appeals for the

Ninth Circuit, issued out of said Court on the 29th

day of March, 1910, and filed in the District Court

for the District of Alaska, Second Division, on June
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-Ith, 1910, said mandate affirming the order of in-

junction pendente lite heretofore made and entered

in the above-entitled cause on the 10th day of July,

1909; and for costs in favor of appellees.

Thereupon counsel for defendants stated that in

reply to the affidavit of Thos. R. White (just served)

,

B. Schwarz, one of the defendants herein, ^Yould

make affidavit that more than one-half of the Golden

Bull Claim lies outside of the conflict with the Bon

Voyage Mining Claim, to wit: less than one acre on

the easterly end of said Golden Bull Claim, and

about ten acres on the westerly end thereof.

Plaintiffs thereupon admitted that there was an

ei-ror in the affidavit of Mr. White, and that tliere

was a portion of the Golden Bull Claim westerly

from the Bon Voyage and not in conflict with the

Bon Vo3^age, containing about 8 acres.

That before the motion of the defendants to va-

cate, set aside and dissolve the injunction pendente

lite was finally submitted, the plaintiffs by their

counsel, in open court, oft'ered to do the assessment

work for the year 1910, on the Golden Bull Placer

Claim, and offered to consent that the injunction

order now on file be modified as to jjermit plaintiffs

to do the assessment work.

The foregoing was all of the evidence introduced

at the hearing of said order to show cause, and

thereupon, on the 8th day of October, 1910, the Court

rendered its decision, and denied the motion of de-

fendants to vacate, set aside and dissolve the in-

junction pendente lite theretofore made and entered

herein on the 10th day of July, 1909.



TF. J. Rogers et ah 87

To the making and entry of said order, defendants

duly excepted, which exception was allowed hx the

Court.

Thereupon the plaintiffs, through Mr. Tra 1). Or-

ton, moved to be permitted to do the assessment

work on the Golden Bull Mining Claim, and the

Court ordered the original injunction order pendente

lite to be modified so as to permit the plaintiffs to

do and perform the assessment work on the Golden

Bull Placer Mining Claim to the amount of one

hundred dollars, and further ordered that the de-

fendants might be present to see that no gold was

extracted from said claim.

Wherefore, defendants pray the foregoing to be

settled and allowed herein as their Bill of Excep-

tions on said order, refusing to vacate, set aside and

dissolve said order of injunction pendente lite.

ELWOOD BRUNER,
J. ALLISON BRUNER,
GEO. B. GRIGSBY,

Attorneys for Defendants.

[Order Settling and Allowing Bill of Exceptions.]

Tlie foregoing Bill of Exceptions having been

served, filed and presented for settlement within

the time allowed by law, and being full, true and

correct is hereby settled and allowed.

Done at Nome, Alaska, this 18th day of October,

1910.

CORNELIUS D. MURANE,
District Judge.
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Due service of the within Bill of Exceptions is

hereby accepted at Nome, Alaska, this 12th day of

October, 1910.

IRA D. ORTON,
Of Attorneys for Plaintiffs.

[Endorsed] : No. 2065. In the District Court for

the District of Alaska, Second Division. W. J.

Rogers et al., Plaintiffs, vs. Otto Halla et al., De-

fendants. Bill of Exceptions. Filed in the office

of the Clerk of the Dist. Court of Alaska, Second

Division, at Nome. Oct. 13, 1910. John Sundback,

Clerk. By , Deputy. L. Elwood Bruner,

J. Allison Bruner and Geo. B. Grigsby, Attorneys

for Defendants.

Refiled in the office of the Clerk of the District

Court of Alaska, Second Division, at Nome. Oct.

18, 1910. John Sundback, Clerk. By ,

Deputy.
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In the District Court for the District of Alaska, Sec-

ond Division.

No. 2065.

W. J. R0GER8 and ALBERT FINK, as Copartners

Under the Firm Name and Style of the

COLDFN BULL MINING COMPANY, and

F. R. COWDEN, G. T. BNOAVDEN, C. A.

1)ENSM(3RE, 11. PI. DAVIES, LEO LOEW-
ENHERZ, M E. CHILBERG, C. V. LA
FAROE and IRA D. ORTON,

Plaintiffs,

vs.

OTTO IIALLA, JOSEPH HAMMER, B. SCH-

WARZ, ELWOOD BRUNER, J. ALLISON
BRUNER, J. J. CHAMBERS and W. A.

GILMORE,
Defendants.

Petition for and Order Allowing Appeal.

The defendants. Otto Halla, Joseph Hammer, B.

Schwarz and J. J. Chambers, feeling themselves

aggrieved by a certain interlocutory order refusing

to vacate, set aside and dissolve that certain order

of injunction pendente lite made, entered and filed

in the above-entitled action on the 10th day of July,

1909, enjoining and restraining the defendants from

in anywise whatsoever, interfering with or molest-

ing plaintiffs in their quiet and peaceable possession

of the premises in controversy^ in this action, hereby

appeal from said order refusing to dissolve said in-
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terlocutory order of injimction as aforesaid to the

United States Circuit Court of Appeals for the Ninth

Circuit, and pray that said appeal be allowed.

Dated at Nome, Alaska, October 18th, A. D. 1910.

ELWOOD BRUNER,
J. ALLISON BRUNER,
GEO. B. GRIOSBY,

Attorneys for Defendants.

The foregoing appeal is hereby allowed the said

defendants. Otto Halla, Joseph Hammer, B. Schwarz

and J. J. Chambers to give bond for costs in the sum

of Two Hundred and Fifty (250) Dollars, to be ap-

proved by the undersigned.

Dated Nome, Alaska, October, 18th, 1910.

CORNELIUS D. MURANE,
District Judge.

[Endorsed]: No. 2065. In the District Court,

District of Alaska, Second Division. W. J, Rodgers

et als.. Plaintiffs, vs. Otto Halla, et als.. Defendants.

Petition for and Order Allowing Appeal. Filed in

the office of the Clerk of the District Court of Alas-

ka, Second Division, at Nome. Oct. 18, 1910. John

Sundback, Clerk. By , Deputy. R. El-

wood Bruner, J. Allison Bruner, Geo. B. Grigsl)y,

Attorney for Appellants.
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In the District Court for the District of Alaska, Sec-

ond Division.

No. 2065.

W. J. ROGERS and ALBERT FINK as Copartners

Under the Firm Name and Style of the

GOLDEN BULL MINING COMPANY, and

F. R. COWDEN, G. T. SNOWDEN, C. A.

DENSMORE, H. H. DAVIES, LEO LEO-
WENHERZ, E. E. CHILBERG, C. V. LA
FAROE and IRA D. ORTON,

Plaintiffs,

vs.

OTTO HALLA, JOSEPH HAMMER, B. SCH-

WARZ, ELWOOD BRUNER, J. ALLISON
BRUNER, J. J. CHAMBERS and W. A. GIL-

MORE,
Defendants.

Assignment of Errors.

Come now Otto Halla, Joseph Hammer, B.

Schwarz and J. J. Chambers, the defendants in the

above-entitled action, and assign the following-

errors as having been committed by the above-

entitled court, in refusing to vacate, set aside and

dissolve the order of injunction pendente lite, made

and entered in the above-entitled action, on July

10th, 1909, which said order refusing to dissolve said

injunction, was made and entered herein on the 8th

day of October, 1910, on which said errors the said

defendants intend to and do rely on their appeal

from said Order, to the United States Circuit Court

of Ap]3eals for the Ninth Circuit.
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I.

The Court erred in refusing to grant defendants'

motion for an order vacating, setting aside and dis-

solving the order of injunction pendente Ute, niade

and entered in the above-entitled cause on July 10th,

1909.

(a) For the reason that it affirmatively appears

from the face of the complaint, as shown by Exhibit

"A" thereof, that jjlaintiffs solemnly covenanted

and agreed "to perform upon said premises (the

premises in controversy in this action), at least the

amount of one hundred dollars worth of labor dur-

ing each year of said lease for the purpose of hold-

ing said claims, as required by law, and to make

all necessary proof of said labor before Octo])er 1st,

of each year."

(b) It was further covenanted and agreed that
'

' time is of the essence of this agreement, '

' viz. : the

lease of the premises in controversy.

(c) It is further provided in said lease that

"finally upon the violation by the lessee, or any per-

son under him of an}' covenant hereinbefore con-

tained the term of this lease shall at the option of

the k'ssors expire and the same and the said premises

with the appurtenances become forfeit to the l(»s-

sors."

(d) It appears from the uncontradicted evidence

of B. Schwarz, one of the defendants herein, that

"uj) to and including the 30th day of September,

1910, that he knows that neither the plaintiff,

Cowden, nor any of the other plaintiffs in the action,

h:i\c performed upon said premises one hundred
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dollars worth of lal)oi' and improvements, or labor

or improvements, upon said claim, for tlic purpose

of holding' said claim as required by law, dnrint>-

the period of time between December 31st, 1909, and

the 1st day of October, 1910, as required by the pro-

visions of said lease.

(e) That no proof of labor upon said premises

was filed by the lessee, Gowden, or any of his co-

plaintiffs, as required by the terms of said lease.

(f) That defendants executed their option to

terminate said lease and went into the possession of

the whole of said premises.

Wherefore, said defendants pray that said order

refusing to dissolve said injunction be reversed, that

they be restored to all things they have lost thereby,

and for such further order as may be just in the

premises.

ELWOOD BRUNER,
J. ALLISON BRUNER,
GEO. B. GRIGSBY,
Attorneys for Defendants.

United States of America,

District of Alaska,—ss.

Due service of the within assignment of errors is

hereby accepted, in tbe District of Alaska, this 18th

day of October, 1910, by receiving a duly certified

copy of the same.

IRA D. ORTON,
Of Attorneys for Plaintiffs.

[Endorsed] : No. 2065. In the District Court,

District of Alaska, Second Division. W. J. Rodgers
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et als., Plaintiffs, vs. Otto Halla et als., Defendants.

Assignment of Errors. Filed in the office of the

Clerk of the District Court of Alaska, Second Divi-

sion, at Nome. Oct. 18, 1910. John Simdback,

Clerk. By , Deputy. Elwood Bruner,

J. Allison Bruner, Geo. B, Grigsby, Attorneys for

Appellants,

In the District Court for the District of Alaska,

Second Division.

No. 2065.

^y. J. ROGERS and ALBERT FINK, as Copart-

ners Under the Firm Name and Style of the

GOLDEN BULL MINING COMPANY,
and F. R. COWDEN, G. T. SNOWDEN, C.

A. DENSMORE, H. H. DAVIES, LEO
LOEWENHERZ, E. E. CHILBERG, C. V.

LA FAROE and IRA D. ORTON,
Plaintiffs,

vs.

OTTO HALLA, JOSEPH HAMMER, B.

SCHWARZ, ELWOOD BRUNER, J. AL-

LISON BRUNER, J. J. CHAMBERS and

W. A. GILMORE,
Defendants.

Bond on Appeal.

Know All Men by These Presents: That we, Otto

Halla, Joseph Hammer, B. Schwarz, and J. J. Cham-

bers, as principals, and Chas. W. Reed and Charles

T. Webb, as sureties, are held and firmly bound

unto W. J. Rogers and Albert Fink, as copartners
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under the firm name and style of the Golden Bnll

Mining Company, and F. R. Cowden, G. T. Snowden,

C. A. Densmore, H. H. Davies, Leo Loewenherz, E.

Vj. Chilberg-, C. V. La Farge and Ira D. Orton. })lain-

tiffs in the above-entitled action, in the sum of two

hundred and fifty (250) dollars, for the payment of

which, well and truly to be made, we bind ourselves,

our and each of our heirs, executors, administrators

and assigns, firmly by these presents.

Sealed with our seals and dated this 18th day of

October, A. D. 1910.

Whereas, lately at a session of the United States

District Court for the District of Alaska, Second

Division, in an action pending in said court between

W. J. Rogers and Albert Fink, as copartners under

the firm name and style of the Golden Bull Mining

Company, and F. R. Cowden, G. T. Snowden, C. A.

Densmore, H. H. Davies, Leo Loewenherz, E. E.

Chilberg, C. V. La Farge and Ira D, Orton, plain-

tiffs and Otto Halla, Joseph Hammer, B. Schwarz,

Elwood Bruner, J. Allison Bruner, J. J. Chambers

and W. A, Gilmore, defendants, an interlocutory

order was made by the above-entitled court, refusing

to vacate, set aside and dissolve an injunction pew-

denfe life made and entered on the 10th day of July,

1909, in favor of the said plaintiffs and against the

said defendants, enjoining the said defendants from

certain acts therein particularly specified, and said

defendants having obtained from said District Court

an order allowing an appeal from said order refus-

ing to vacate, set aside and dissolve said injunction

order aforesaid, to the Circuit Court of Appeals for
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the Ninth Circuit and the Citation directed to said

plaintiffs is about to be issued.

Now, therefore, the condition of the above applica-

tion is such that if the said Otto Halla, Joseph Ham-
mer, B, Schwarz and J. J. Chambers shall prosecute

their said appeal to effect, and answer all costs, if

they fail to make their jDlea good, then this obliga-

tion to be void ; otherwise it shall remain in full force

and effect.

OTTO HALLA. [Seal]

By JOHN A. WEBB,
Attorney in Fact.

B. SCHWAEZ,
J. J. CHAMBERS,
JOSEPH HAMMER,

Principals.

CHAS. W. REED,
CHARLES T. WEBB,

Sureties.

United States of America,

District of Alaska,—ss.

Chas. W. Reed and Charles T. Webb, being first

duly sworn, each deposes and says

:

That he is one of the sureties on the foregoing

bond ; that he is worth the sum of two hundred and

fifty (250) dollars over and above all debts and lia-

bilities and exclusive of property exempt from execu-

tion,

CHAS. W. REED.
CHARLES T. WEBB.
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Siib.sci'ibed and sworn to before nie this l<Sth day

of October, 1910.

[Seal] J. ALLISON BRUNEK,
Notary Public for the District of Alaska, Residing

at Nome.

The foregoing bond pi-esented and filed in open

court this 18th day of October, A. D. 1910, is hereby

approved.

CORNELIUS D. MURANE,
District Judge.

[Endorsed]: No. 2065. In the District Court,

District of Alaska, Second Division. W. J. Rodgers

et als.. Plaintiffs, vs. Otto Halla et als.. Defendants.

Bond on Appeal. Filed in the Office of the Clerk of

the District Court of Alaska, Second Division, at

Nome. Oct. 18, 1910. John Sundback, Clerk.

By , Deputy. R. Elwood Bruner, J.

Allison Bruner, Geo. B. Grigsby, Attorney for Ap-

pellants.

In the District Court for the District of Alaska,

Second Division.

No. 2065.

W. J. ROGERS et al.,

Plaintiffs,

vs.

OTTO HALLA et al.,

Defendants.

Order Enlarging Time to Docket and File Transcript

on Appeal.

Good cause appearing therefor, it is hereby

ordered that the time for .filing and docketing the
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Transcript of Appeal in the above-entitled cause, in

the office of the Clerk of the Circuit Court of Ap-

peals, Ninth Circuit, be, and hereby is extended to

and including the 15th day of December, A. D. 1910.

Dated, Nome, October 18th, 1910.

CORNELIUS D. MURANE,
District Judge.

[Endorsed] : No. 2065. In the District Court,

District of Alaska, Second Division. W. J. Rodgers

et als., Plaintiffs, vs. Otto Halla et als., Defendants.

Order Enlarging Time. Filed in the Office of the

Clerk of the District Court of Alaska, Second Divi-

sion, at Nome. Oct. 18, 1910. John Sundback,

Clerk. By , Deputy. Elwood Bruner,

J. Allison Bruner, Geo. B. Grigsby, Attorney for

Appellants.

UNITED STATES OF AMERICA.

District Court, District of Alaska, Second Division.

Cause No. 2065.

W. J. RODGERS et als.,

Plaintiffs,
vs. '

OTTO HALLA et als.,

Defendants.

Praecipe [for Transcript of Record].

To the Clerk of the Above-entitled Court

:

You will please make and certify transcript on ap-

peal fi-om order refusing to dissolve injunction—con-

sisting of Bill of Exceptions and appeal papers.

J. ALLISON BRUNER,
Of Attorneys for Defendants.
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[Endorsed] : Cause No. 2065. District Court, Dis-

trict of Alaska, Second Division. W. J. Rodgers et

als., Plaintiffs, vs. Otto Halla et als., Defendants.

Praecipe. Filed in the Office of the Clerk of the

District Court of Alaska, Second Division, at

Nome. Oct. 18, 1910. John Sundback, Clerk. By
, Deputy.

[Certificate of Clerk U. S. District Court to Record.]

1)1 the Di.^in'cf Court for the District of Alaska,

Second Division.

No. 2065.

W. J. ROGERS and ALBERT FINK, as Copart-

ners Under the Finn Name and Style of the

GOLDEN BULL MINING COMPANY, and

F. R. COWDEN, G. T. SNOWDEN, C. A.

DENSMORE, H. H. DAVIES, LEO LOEW-
ENHERZ, E. E. CHILBERG, C. V. LA
FAROE and IRA D. ORTON,

Plaintiffs,

vs.

OTTO HALLA, JOSEPH HAMMER, B.

SCHWARZ, ELWOOD BRUNER, J. ALLI-

SON BRUNER, J. J. CHAMBERS and W.

A. GILMORE,
Defendants.

I, John Sundback, Clerk of the District Court of

Alaska, Second Division, do hereby certify that the

foregoing typewritten pages from 1 to 97, both in-

clusive, are a true and exact transcript of the Bill
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of Exceptions, Order Allowing Same, Petition for

and Order Allowing Appeal, Assignment of Errors,

Bond on Appeal, Order Enlarging Time to Docket

and File Transcript on Appeal, and Praecipe

for Transcript on Appeal, in the case of W. J.

Rogers et al.. Plaintiffs, vs. Otto Halla et al., De-

fendants, No, 2065-Civil this Court, and of the whole

thereof, as appears from the records and files in my
office at Nome, Alaska; and further certify that the

original Citation on Appeal in the above-entitled

cause is attached to this transcript.

Cost of transcript 27.25, paid by J. Allison Bruner,

of attorneys for defendants.

In witness whereof, I have hereunto set my hand

and affixed the seal of said Court this 19th day of

October, A. D. 1910.

[Seal] JOHN SUNDBACK,
Clerk.

By T. M. Reed,

Deputy.
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In the District Court for the District of Alaska, Sec-

ond Division.

No. 2065.

W. ,J.L^OGEKS and ALBERT FINK, as Copart-

ners Under the Firm Name and Style of the

(JOLDEN BULL 3.IINING COMPANY, and

F. R. COWDEN, G. T. SNOWDEN, C. A.

DENSMOEE, H. H. DAVIES, LEO LOEW-
ENHEKZ, E. E. CHILBERG, C. V. LA
FARGE and IRA D. ORTON,

Plaintiffs,

vs.

OTTO HALLA, JOSEPH HAMMER, B.

SCHWARZ, ELWOOD BRUNER, J. ALLI-
SON BRUNER, J. J. CHAMBERS and W.
A. GILMORE,

Defendants.

Citation on Appeal [Original].

United States of America,

District of Alaska,—ss.

The President of the United States of America, to

W. J. Rogers and Albert Fink, as Copartners

Under the Firm Name and Style of the Golden

Bull Mining Company, and F. R. Cowden, G. T.

Snowden, C. A. Densmore, H. H. Davies, Leo

Loewenherz, E. E. Chilberg, C. V. La Farge and

Ira D. Orton, Plaintiffs, Greeting:

You are hereby cited and admonished to be and

appear at the United States Circuit Court of Ap-

peals, Ninth Circuit, to be held in the City and





No. 1910

United States Circuit Court of Appeals

For the Ninth Circuit

Otto Halla, Joseph Hammer, B. Schwarz

and J. J. Chambers,
Appellants,

vs.

W. J. Rogers and Albert Fink, as copart-

ners under the firm name and style of The
Golden Bull Mining Company, and F. E.

CowDEN, G. T. Snowden, C. a. Densmore,

H. H. Davies, Leo Loewenherz, E. E. Chil-

BERG, C. V. La Faroe and Ira D. Orton,

Appellees.

BRIEF FOR APPELLANTS.

Clarence E. Todd,

Of Counsel.

Albert H, Elliot,

P. M. Bruner,
Elwood Bruner,

J. Allison Bruner,

George B. Grigsby,

Attorneys for Appellants.

Filed this..

By..

day of February, 1911.

FRANK D. MONCKTON, Clerk.

Deputy Clerk.





No. 1910

United States Circuit Court of Appeals

For the Ninth Circaii

Otto Halla, Joseph HA:\r:\rER, B. Schwarz

and J. J. Chambers,
Appellants,

vs.

W. J. Rogers and Albert Fink, as copart-

ners under the firm name and style of The
Golden Bull Mining Company, and F. R.

CowDEN, G. T. Snowden, C. a. Densmore,

H. H. Da\ies, Leo Loewenherz, E. E. Chil-

BERG, C. V. La Faroe and Ira D. Orton,

Appellees.

BRIEF FOR APPELLANTS.

Statement of the Case.

This proceeding is an appeal from the order of the

Court for the District of Alaska, Second Division,

denying- the motion of the defendants (appellants

here) to vacate, set aside and dissolve the injunction

pendente lite, theretofore made and entered in said

cause on the 10th day of July, 1909 (Trans, fol. 86).



On October 3, 1910, uiDon motion of defendants

(appellants here), an order to sliow cause why said

injunction should not be vacated, set aside and dis-

solved was made by the Court below, and on the 4th

day of October, 1910, was served upon plaintiffs, and

afterv\ards and on the 8th day of October, 1910, the

motion was denied.

From the order denying said motion the defend-

ants have appealed to this Court upon an assignment

of errors as hereinafter set forth.

The facts upon which the order was based are in-

cluded in a bill of exceptions and may be succinctly

stated as follows:

Statement of Facts.

This is the third time the lease involved in the case

at bar has been before the appellate Court. On Feb-

ruary 26, 1906, appellants executed a lease of mining

property in Nome, Alaska, known as the Golden Bull

mining claim, with one F. R. Cowden, assignor of

appellees. On the first appeal the judgment of the

lower Court ejecting these appellants (lessors) from

possession of the claim on the ground that there had

been no forfeiture of the lease was affirmed. The

facts constituting the alleged forfeiture are not the

same facts urged upon this appeal and need not be

stated. After the coming down of the writ of man-

date on the first appeal, the appellees secured an in-

junction pendente lite in the lower Court preventing



the appellants I'loiii going into possession of the

claim on the expiration of the said lease, July 1,

1909. Many facts \v('i'C' allegcHl in the complaint as

gronnd for the motion for the injnnetion and an ap-

peal was taken to this Court fi-om the order granting

the injunction. Upon this appeal the order granting

the injunction was affirmed by the Court and the ap-

pellants (lessors) were prevented from taking pos-

session of the claim at the end of the lease, July 1,

1909.

By the terms of the lease it was provided, amongst

other things, that the lessees should perform upon

said jDremises at least the amomit of one hundred

dollars ' worth of labor during each year of said lease

for the purpose of holding said claim as required by

law and to make all necessary proof of said labor be-

fore October 1st of each year (Trans, p. 29).

It w^as also set forth in the lease that "time is of

*' the essence of this agreement, and this agreement
** shall extend * * * to and be binding upon the

'' said parties, their heirs, personal representatives
'* and assigns.

" And finally upon the violation by the lessee or

" any person under him of any covenant hereinbe-

'* fore contained, the term of this lease shall at the op-
*

' tion of the lessors expire and the same and the said

" premises w^ith the appurtenances become forfeit to

*' the lessors" (Trans, p. 30).

The one hundred dollars' worth of labor, known as

the assessment work, on the claim for the year 1910,



for the purpose of holding said claim, was not done,

and the proof of said labor, consisting of filing the

affidavit of labor done, was not made, before October

1, 1910. The appellants, finding that the assessment

work and proof thereof had not been attended to as

required by the terms of the lease, exercised their op-

tion to forfeit the lease and went into possession of

their claim. Thereafter appellants made a motion

before the lower Court to vacate and set aside the in-

junction pendente lite of date July 10, 1909, on the

ground that said lease had been forfeited by the acts

of the appellees who had secured the injunction.

The lower Court refused to set aside the injunction

but permitted appellees to do the assessment work

upon the claim and to make proof thereof.

Appellants rely upon their assignment of errors

as follows:

Assignment of Errors.

I.

The Court erred in refusing to grant defendants'

motion for an order vacating, setting aside and dis-

solving the order of injunction pendente lite, made

and entered in the above-entitled cause on July 10,

1909:

(a) For the reason that it affirmatively appears

from the face of the complaint, as shown by Exhibit

**A" thereof, that plaintiffs solemnly covenanted and



agreed "to perform upon said premises (the prem-

" ises in controversy in this action) at least the

'' amount of one hundred dollars' worth of labor

'* during each year of said lease for the purpose of

** holding said claims, as required by law, and to

" make all necessary proof of said labor before Oc-
*' tober 1st of each year".

(b) It was further covenanted and agreed that

'' time is of the essence of this agreement", viz.: the

lease of the premises in controversy.

(c) It is further jorovided in said lease that

'* finallj^ upon the violation by the lessee, or any per-

*' son under him, of any covenant hereinbefore con-

** tained, the term of this lease shall at the option of

" the lessors expire and the same and the said prem-
*' ises with the appurtenances become forfeit to the

"lessors" (Trans, p. 30).

(d) It appears from the uncontradicted evidence

of B. Schwarz, one of the defendants herein, that

" up to and including the 30th day of September,

" 1910, that he knows that neither the plaintiff, Cow-
" den, nor any of the other plaintiffs in the action,

" have performed upon said premises one hundred
'

' dollars ' w^orth of labor and improvements, or labor

'' or improvements, upon said claim, for the purpose

" of holding said claim as required by law, during

" the period of time between December 31, 1909, and
" the 1st day of October, 1910, as required by the

" provisions of said lease".



(e) That no proof of labor upon said premises

was filed by the lessee, Cowden, or any of his co-

plaintiffs, as required by the terms of said lease.

(f ) That defendants executed their option to ter-

minate said lease and went into the possession of the

whole of said premises.

Argument.

THE LEASE I\ THE CASE AT BAR MUST BE CONSTRUED AC-

CORDING TO THE EVIDENT INTENTION OF THE PARTIES.

The provisions of the lease with which we are con-

cerned are found above in the statement of facts.

"It is a uniform rule that all covenants in

leases must be construed as nearly as possible

according to the intention of the parties to be
gathered from the whole context of the lease

and according to the reasonable sense of the

words to be used by them. The terms of a cov-

enant ought to be understood in their plain, or-

dinary and popular sense, unless they possess

in respect to the subject matter of the lease a

peculiar and particular sense which differs from
th'e popular sense."

UnderhiU on Landlord and Tenant, Sec. 381.

Reading the covenants of the lease in the light of

this rule, the intent of the parties is unmistakable.

A lease was made of certain property, for a definite

term, a certain royalty and certain covenants, defi-

nitely stated, with a provision that "upon the viola-

" tion by the lessee or any person under him of any



" covenaut heiX3iiibefore contained, tlie term of this

*' lease shall, at the option of the lessors, expire and
" the same, and the said premises, with the appur-
** tenances, become forfeit to the lessors" (Trans, p.

30). There can be no mistake in the meaning. On
the violation of any covenant the lease should be for-

feited.

"Where a lease provides that a breach of one
or more of the covenants in the lease shall work
a forfeiture, the lessor may declare a forfeiture

on the occurrence of the breach, even though the
condition is a harsh one.

'

'

24 Cyc. 1348, citing

Paffon V. Bond, 50 la. 508.

And where covenants in a lease are obligatory and

not optional, the right of forfeiture will be main-

tained.

Macon v. Trohridge, 87 Pac. 1147 (Colorado)
;

Clear Creek L. M. d- M. Co. v. Comstock Gold

d' S. M. Co., 68 Pac. 1060.

In another Colorado case the Court uses these

words

:

"Where a mining lease makes the sinking of
the shaft 100 feet, by a certain day, of the es-

sence of the contract, the sinking of that far
nine days later will not relieve the lessees from
the forfeiture."

Montrosona Gold Min. Co. v. Thatcher, 75

Pac. 595.

The law is stated in Snyder on Mines as follows:

"It has already appeared, and the law is well
settled, that the parties are generally restricted
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to the terms of the instrument as they made it,

interpreted, of course, where proper, by the sur-

rounding circumstances and the customs of the

vicinage, and that a forfeiture may be claimed
for any breach of forfeiture-bearing covenants
or conditions. It may also be incurred by
breach of conditions by the law. In either case

the right of re-entry is perfect and the estate of

the lessee terminated upon the exercise of the

option by the lessors."

2 Snyder on Mines, Sec. 1227.

II.

THE COVENANT UNDER CONSIDERATION IN THE LEASE AT

BAR IS BOTH EQUITABLE AND CUSTOMARY.

So far from being a harsh provision, it is a most

natural and usual one under the circumstances. The

law provides that one hundred dollars' worth of la-

bor must be done each year, and that

''upon a failure to comply with these conditions

the claim or mine upon which such failure oc-

curred shall be open to relocation in the same
manner as if no location of the same had ever

been made." * * *

TJ. S. Comp. Stat. (1901), p. 1426;

27 Cyc, 588.

The lessees were to remain in possession under the

lease, and it was perfectly natural, proper and cus-

tomary that they should do the assessment work for

the protection of the estate.
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An analogous provision is one for the payment by

the lessee of taxes and assessments against the prop-

erty.

**A lessee may by co\'^nant or agreement con-
tract to pay specified taxes or assessments or all

taxes or assessments which may be levied on the
demised premises during the term, and clauses

to this effect are now frequently inserted in

leases."

24 Cyc, 1075.

"The lessor may terminate the lease pursu-
ant to a provision for forfeiture therein, where
the lessee does not fulfill his covenant to pay
taxes or other assessments on the leased prop-
ert.v."

24 Cijc, 1351.

We call attention to the fact that the consequences

flowing from a failure to do assessment work on a

mining claim are much more serious than a mere

failure to pay taxes assessed against property. In

the one case a penalty follows measurable in dollars

;

in the other case, absolute loss of the entire property

by relocation is bound to result.

III.

IfATURALLT AND NECESSARILY TIME WAS OF THE ESSENCE

OF THE AGREEMENT OF LEASE.

One contracting to do assessment work on mining

property, or what is analogous, to pay assessments

or taxes on property in general, even if there is no
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stipulation as to the time, agrees, by necessary im-

plication, to do the ^YO^k or pay the taxes within the

time limited by law,

''Under a lease requiring the lessee to pay all

taxes on the demised premises, without stating

the time of payment, they must be paid when
due, the time being fixed by law, or paid so as

to avoid any sale of the property, in order to

prevent a forfeiture."

24 Cyc, 1079.

Such must be the case, as the estate would not be

benefited by an act done after the expiration of the

time, and the covenant would therefore be practi-

cally void.

But in the case at bar it was partieularlj^ stated

in the lease that the work must be done and proof

made before October 1st of each year (Trans, p. 6).

There can be no possible misunderstanding of the

intent of the parties.

IV.

APPELLEES ARE ESTOPPED TO DENT THAT ALL THEIR

RIGHTS UNDER THE LEASE ARE TERMINATED.

"A party to a written contract is ordinarily

estopped to deny the truth of recitals therein."

16 Cyc, 721.

"An estoppel arises: Where a man has done
some act which the policy of the law will not
permit him to gainsay or deny. '

'

16 Cyc, 679, note citing

Greenleaf Ev., c. 4. .
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V.

APPELLEES HAVE NO RIGHT TO COMPLAIN OF FORFEITURE.

Many statements are found throughout the text

books and cases to the effect that every presumption

is to be taken against a forfeiture. As regards land

leases, this rule arose in the times when the landlord

was all-powerful and the tenant entirely at his

mercy. Every presumption was taken in favor of

the tenant, just as now, in the case of contracts of

carriage, every presumption is taken in favor of the

shipper, and for the same reason in each case,

namely, because the parties did not contract on equal

terms. One was practically at the mercy of the

other. When the reason of the rule ceases, the rule

itself ceases. A rule arising from the fact that par-

ties do not contract on equal terms can have no ap-

plication to a case where parties do in fact contract

on equal terms. In the case at bar we see no all-

powerful landlord and helpless tenant. We see, on

the contrary, lessor and lessee, contracting on abso-

lutely equal terms, and executing a written contract

of lease which should be binding on both parties.

One of the terms of this contract provided for a for-

feiture in case of a breach of any of the covenants.

The so-called rule or presumption against forfeiture

cannot be invoked to defeat the forfeiture in this

case.

'*A forfeiture of the tenant's estate quite fre-

quently takes place by reason of a breach by him
of a condition subsequent contained in the instru-

ment of lease. * * * It is not infrequently said

that a provision for re-entry, or as it may as well
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be called, a condition subsequent, or a provision
for forfeiture, will be construed strict!}^ in favor
of the tenant, thus applying the general rule

that forfeitures are not favored by the Court.
Such a rule, however, is only to be applied when
there is some obscurity in the language used,

and the construction must accord with the ap-
parent intent of the parties, so far as this may
appear."

Tiffany on Landlord and Tenant, Sec. 194.

"In the case of a lease for a long term of
business property, in a rapidly growing section

in which there are old buildings at the date of

the lease, with provision that the lessee shall

erect a substantial business building thereon, it

may be clearly inferred that the principal in-

tent of the lessor was to procure the prompt
erection of such a building. This appears un-
der the circumstances of the parties and from
the manifest improvement and advantage to the

owner which would result from the placing of

the building on his propert5\ Hence a stipula-

tion that there shall be a forfeiture upon a de-

fault in the pa^niient of rent or in the perform-
ance of any of the covenants or agreements on
the part of the lessee to be performed, is not
confined in its operation to a default in the pay-
ment of rent, but includes any default in the

performance of the covenant to build, as this

was clearly the intent of the parties. Upon the

failure of the lessee to perform the covenant to

build, the lease is forfeited."

Underhill on Landlord and Tenant, Sec. 381,

citing

Lindeke etc. v. Associate BeaUy Co., (C. C. A.)

146 Fed. 130.
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"It has for a A-x^ry long time Ijoen the policy

of the law, and courts have felt it their duty in

adiiiiinsteriiig the law, as far as possible to limit

the effect of a clause in a lease or statute by
which a forfeiture is created. Yet when, by a
reasonable consti'uction, it appears that the con-

tracting parties agreed that a forfeiture should
take place upon the failure of one of the parties

to comply with, a material part thereof, courts

will decree a forfeiture, in case the default or
failure is satisfactoril}^ established. When, how-
ever, a forfeiture is an end in itself, not a means
of enforcing something else, it cannot be re-

lieved against and is not to be regarded with hos-
tility."

Jones on Landlord and Tenant, Sec. 486.

APPELLEES, WHILE ADMITTING THAT B¥ THE TERMS OF THE

LEASE THEY SOLEMNLY OBLIGATED THEMSELVES TO PER-

FORM THE ASSESSMENT WORK, CONTEND THAT THEY

WERE EXCUSED, BECAUSE, BY AN INJUNCTION PROCURED

BY THEMSELVES, THEY WERE ENJOINED FROM MINING

OR EXTRACTING ANY GOLD OR GOLD DUST FROM SAID

PREMISES (Trans, p. 79).

We contend that by the terms of this injunction

the lessees are not relieved from their duty to do the

assessment work. B}^ the order affirming the order

granting the injunction pendente lite on the former

appeal, this Court in effect extended the term of the

lease for the benefit of the lessees. The duty of

doing all things necessary to preserve the estate de-

volved upon the lessees. Failure to do the assess-

ment work rendered the mine subject to relocation.

Martin's Mining Law, Sec. 189.
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"The interest in a mining claim, prior to the
paj^nent of any money for the grant on the
patent for the land, is nothing more than a right

to the possession of the land, based upon condi-

tions subsequent, and failure to perform such
conditions forfeits the locator's interest in the

claim." (Citing Black v. Elklioni Mining Co.,

163 U. S. 445 ; 41 L. ed. 221 ; 16 Sup. Ct. Rep.
1101; 18 Morr Min. Rep. 375.)

Id., Sec. 191. "Although the statute is not com-
plied with by doing the work as therein pro-

vided, forfeiture does not result ipso facto, as

between the locator and the government. But if

another locates before such work is done or re-

sumed, the latter is a valid location." (Citing

Lockhart v. Johnson^ 181 U. S. 576; 45 L. ed.

979;21Sup. Ct. Rep. 665.

"Mere holding possession, where the locator

has in fact not performed the necessary work,
is not sufficient to remove the claim from the

category of unoccupied land, or to prevent an-
other from making a valid location thereon."
(Citing Goldberg v. Brusclii, 146 Cal. 708; 81

Pac.23.)

An injunction does not relieve the party in posses-

sion of property from the responsibility of caring

for it, and he is not guilty of contempt in so doing.

"A party will not be punished for contempt
for acts done in violation of an injunction, when
such acts are necessary to the preservation of

the property in the controversy."

22 Cyc, 1021.
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MouKER V. State, 8 N. E. 561 (Sup. Ct. Iiid.

1886).

Moiirer sued one Hatch, alleging that they were

jointly the owners of a piano, value $400, rental

value $50 per year, that Hatch refused to surrender

possession or to agree to sell or rent the j)iano.

ComiDlaint prayed for a receiver, sale and account-

ing. An order of the Court entered as follows: ''It

' is ordered by the Court that the property in con-

' troversy in the al)ove cause be and remain where it

' now is until the further order of the Court, and
' that the defendant, and all other persons, be re-

' strained and enjoined from removing the same
* from the place where it now is, or interfering with

' it, until the determination of said action, or the

' further order of the Court."

Hatch filed an answer disclaiming any title except

as treasurer and custodian in behalf of the Philhar-

monic Society. Subsequently he removed from the

state, leaving the piano in the house. The incoming

tenant in the house refused to give the piano house-

room without the full use of it, so the plaintiff

Mourer removed the piano to his own house, a dis-

tance of three or four squares. In summary pro-

ceedings this was held contempt. Appeal.

NiBLACK, J., "An order of injunction pro-
hibiting any disturbance of or interference with
the status of propert}^ pending litigation con-
cerning it, does not prevent any party ha^dng



16

an interest in sucli property from doing what-
ever is reasonably necessary for its preserva-
tion."

Behrens v. McKenzie, 23 Iowa 333; 92 Am.

Dee. 428.

"Action upon an injmiction bond. McKenzie
obtained an injunction against Behrens restrain-

ing him, among other things, from 'digging
earth, clay, sand or gravel upon and from said
premises, or disturbing the surface thereof ; and
from using or manufacturing that already dug
or being on said premises into brick; from tak-
ing any brick already manufactured and being
thereon'."

This injunction was afterwards dissolved, as hav-

ing been improperly issued, and this action was

brought to recover damages sustained on account

thereof.

By the Court, Dillon, J. 1. "On the trial

plaintitf produced a witness who testified that
he (plaintiff) had on the yard about thirty-five

thousand brick, molded, sun-drying and ready
to be put into the kiln, at the time the injunc-

tion was served, and that these brick were all

destroyed by a rain that occurred a few days
after the service of the writ. He also testified

that if plaintiff had been allowed by the writ he
could have saved a good deal of the damages;
'that plaintiff could have saved all the brick that

were destroyed if he had had a right to take care
of them while the injunction was in force'.

There was no contradictory testimony on this

point. * * * What the writ restrained plain-

tiff herein from doing will be seen by reference
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to the statement of the cause prefixed to this

opinion. We hold that the writ of injunction
did not prevent the ])hiintiff from taking steps

using efforts to protect the l)rick from the rain.

Such steps or efforts would not, as supposed by
the Court below, be any violation of the com-
mand of the writ."

Silver Peak Minf^ v. Hanchett, 93 Fed. 76

(Cir.Ct. D.Nevada 1899).

May 22, 1897, plaintiff sued defendant in equity

for restitution and possession of certain mining

property, securing also an injunction as follows:

'* And it is further ordered by this Court that

*' until the further order of the Court, or the Judge
*' thereof, in the premises, you, the said L. J. Han-
" chett, above named, and all your attorneys, agents,

*' assistants, servants, employees and all persons act-

*' ing for you or on your behalf, and each and every

*' one of you, do absolutely desist and refrain from
*' mining or extracting ores in or from the mines
*' mentioned in the complainant's bill of complaint

" on fite herein, or from removing or working the
'

' same, and from removing or working any ores now
** extracted or being on the dumps of the said

" mining claims, and from removing any of the

" earth, tailings or slimes on the land or premises

" mentioned in the complainant's bill of complaint,

'' or from working the same and extracting the gold

" and silver therefrom, and from running or in any
** manner using the quartz-mill mentioned in com-
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'' plainant's bill of complaint, and from disposing

" or removing any of the machinery belonging to,

" or in any manner connected with, said quartz-mill,

" or situate therein, or * * * upon or connected

'* with the said premises mentioned in said com-

" plainant's bill of complaint, and from committing

" any trespass, waste or nuisance whatever on said

" premises."

Motion by defendant to dissolve injunction and

for restoration of premises on grounds: " (1) That

" the complainant itself has through its agents, serv-

" ants and employees, since the issuance of said in-

" junction and restraining order, violated the same
" and entered upon the mining ground, lands and
" premises in said complaint mentioned, and mined
*' and extracted gold and silver bearing ore, rock

" and earth therefrom, and took and converted the

" same to its own use. (2) That the complainant

" has, since the commencement of this suit, and the

" issuance of the injunction and restraining order,

" forcibl}^ entered upon the mining ground, lands,

" and premises in the complaint described, and oust-

" ed and ejected defendant therefrom, (3) That
*' the complainant has abused the process of the

" court, and has itself not respected and obeyed said

*' injunction and restraining order. (4) That com-

" plainant has, by means of said injunction and re-

" straining order, and under the protection thereof,

" forcibly and wrongfully taken from defendant

" possession of all the property in said bill of com-

" plaint mentioned."
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The propert}' in question belonged to plaintiff,

defendant's interest being due to an option to pur-

chase September 7, 1894, extended to August 12,

1896. He retained possession after the expiration

of the option, and after suit brought and injunction

served he left the state. The agents whom he left

in charge went awa}^ the last of them giving the

keys to the house to one Wasson, agent and servant

of complainant. ''Hanehett, during his possession

" of the propertj^ under the contracts before stated,

" commenced the running of a certain tunnel, as he
*' was authorized to do, and ran the same for a dis-

" tance of 300 feet, or thereabouts. * * * Wasson,
" after Hanchett left the premises, went into said

^' tunnel, and ran the same for a distance of 250
** feet or more * * * for the purjDose of per-

" forming the annual assessment work upon the un-

" patented mines in the Silver Peak group owned by
" complainant, and which was necessary to be done

" in order to comply with the laws of the United
*' States, in order to prevent a forfeiture of its

*' rights in said mines, and subject them to a re-

'

' entry and location by outside parties ; that no ore

'* was extracted from said mines, except such as was
" necessarily taken out in the rumiing of said tun-

*' nel, and all the ore that was extracted remains
'

' upon the dump ; that no ore has been removed
" from the property, or converted by the complain-

" ant to its own use; that the mill upon said prop-
** erty is insured by the complainant and by a
** clause in the policy, the mill must be 'continually
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" watched, night and day', or the policy will be sub-

" ject to forfeiture, and to save the life of the policy,

' * complainant has employed a watchman to care for

" and watch said mill."

Defendant held not entitled to relief on the motion.

The Silver Peak mines case is squarely in point,

holding that an injunction against mining or work-

ing the mine did not prevent the doing of the assess-

ment work. This case we consider absolutely con-

clusive of the point at issue, unless we are called

upon to concede that a Court of equity will change

the terms of the lease and remove from it the solemn

agreements of the parties.

Conclusion.

With all due and proper respect we submit that

if the Court can change the terms of the lease, and

can eliminate its important covenants, because of

facts and circumstances alleged to have happened

after the execution of the lease, we must be forced

to the conclusion that a Court of equity can make a

new contract for the parties.

We ask, what is left of the original lease of Feb-

ruary 26, 1906, between appellants and appellees'

assignor, if we are by the strong arm of equity to

reach into the contract of the parties and change its

vital terais? If a wrong has been committed by ap-



21

pellants or is contemplated, a judgmeut for damages

affords a remedy which it is withiu the power of the

Court to administer. Appellees are not satisfied

with a judicial exposition of their rights under an

interpretation of the contract. They do not seek

relief by and through their contract. They come

into a Court of equity and pray in effect that a new

contract be made for them. "We did not do as

the contract clearly requires," they in terms admit,

" but w^e are protected bj^ an injunction W'hich w^e

" ourselves obtained from doing anything but to

" hold to your ground."

Suppose a third person had slipped in between

these warring litigants and relocated the ground up-

on which the assessment work had not been done.

"One not a party to a suit in w^hich an injunc-
tion has issued, nor an agent of such party, and
to whom such injunction is not directed, cannot
be held in contempt or be punished for the vio-

lation of the writ, although the act prohibited
be illegal in itself."

Spelling on Injunctions and Otlter Extra-

ordinary Remedies, Sec. 1126.

Appellants would then be in a position of having

lost their claim. What protection have they under

the injunction? The new locator is not bound by

the injunction. By taking possession of their claim

after October 1, 1910 (provided the lessees did not

do their assessment work), they could prevent a

relocation. The provided for just such a contin-

gency in their contract. They did not care to trust
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the verit}'^ of their title to the whims of their lessees,

and they took the precaution of reserving to them-

selves the right to protect their claim, by the method

of forfeiting the lease taking possession and doing

the assessment work themselves. They could not

pursue these steps while stopped by an injunction

which prevented them from "interfering with or

'' molesting plaintiffs in their quiet or peaceable

" possession" (Trans, p. 79). We are then con-

fronted by this situation if the order of the lower

Court is affirmed.

Appellants covild not do their assessment work un-

der the injunction. They could not declare the lease

forfeited and go into possession so as to save their

claim from relocation. Appellees did not do the

assessment work as required by the terms of the

lease. The Court allows the injunction to stand,

prevents the appellees from doing their assessment

work and justifies them in not having done the work

until appellants, in their vigilance to save their es-

tate, force the appellees to action.

The fact that no relocation was in truth made does

not change the legal situation. Appellants should

not be called upon to expose their valuable estate to

practical confiscation at the hands of third persons,

especially after they have done everything by con-

tract which business prudence can suggest to protect

their propeity. They arc entitled to the rewards

wdiich flow from a contract plain as to its terms and

the genesis of which is surrounded by honesty and
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fair dealing. W'c luive searched the law books to

find a case showing how appellants could possibly

seek protection if their mine had been relocated after

they or their lessees had failed to do the assessment

work.

We contend that appellants protected themselves

against exposure to such a risk and they should now
be granted the benefits of that protection. They

have a right to stand upon their contract. Their

terms are clear, concise and easily understood. No
fraud extends into its execution.

We submit that the order refusing to set aside the

injunction granted pendente lite should be reversed.

Respectfully submitted,

Albert H. Elliot,

P. M. Bruner,

Elwood Bruner,

J. Allison Bruner,

George B. Grigsby,

Attorneys for Appellants.

Clarence E. Todd,

Of Counsel.
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Otto Halla, Joseph Hammer, B.

SCHWARZ and J. J. CHAMBERS,
Appellants,
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W. J. Rogers and Albert Fink, as co-

partners under the firm name and style ^^^- I9^0-

of The Golden Bull Mining Com-
pany, and F. R. COWDEN, G. T. Snow-
den, C. a. Densmore, H. H. Davies,

Leo Loewenherz, E. E. Chilberg,

C. V. LaFarge and IR.^ D. Orton,

Appellees.

BRIEF OF APPELLEES.

Appeal from an Interlocutory Order Refusing to Dis-

solve an Injunction Theretofore Granted

Pendente Lite.

STATEMENT OF FACTS.

The subject of controversy is a lease upon the Golden

Bull placer mining claim. This claim is overlapped

by the Bon Voyage placer mining claim as to all the

pay gravel therein contained (Tr., i8).



Upon the part in conflict is situate a dump of pay

gravel extracted by the owners and lessees of the Bon

Voyage in 1906 and 1907. This dump is said to con-

tain from $40,000.00 to $60,000.00 {Halla vs. Cow-

den, 170 Fed., 559; Halla vs. Rogers, 176 Fed., 709).

To secure the gold therein contained, it is necessary

only to procure the dissolution of the injunctions now

in force. When these injunctions shall have been dis-

solved, the dump can be sluiced in a period of ten days.

A most dangerous situation.

Prior to June, 1909, appellant Chambers claimed to

be a half owner in the Bon Voyage; his title was de-

nied and he brought ejectment (Tr., 20).

He recovered and was adjudged a half owner. This

case was affirmed in Eadie vs. Chambers, 172 Fed., 73.

Appellants Halla, Hammer and Schwarz brought

ejectment against the owners of the Bon Voyage for

that part of the Golden Bull in conflict with and over-

lapped by the Bon Voyage. They recovered and were

adjudged the owners and entitled to the possession

thereof. This case was affirmed by this Court in JVas-

key vs. Hammer, 170 Fed., 31.

Appellant Chambers was not a party to this action

and claimed the judgment therein was not binding

upon him.

On February 26th, 1906, appellants Halla, Ham-

mer and Schwarz leased the Golden Bull to the grantor

of appellees, for a term expiring July ist, 1909. After

the execution of this lease, the lessors claimed their



lessee, and his assignees, had violated its terms. They

entered and excluded their lessees, who brought eject-

ment and recovered judgment for possession. This

judgment was affirmed by this Court in Halla vs. Cow-

den, 170 Fed., 559.

The mandate in this case was telegraphed to Nome

June ist, 1909, just one month before the expiration of

the lease by the terms thereof, and the lessees were

placed in possession of the Golden Bull under the di-

rection thereof.

Appellants Halla, Hammer and Schwarz thereupon

procured appellant Chambers to enjoin their lessees

from working upon that part of the Golden Bull in con-

flict with the Bon Voyage, under the claim of appellant

Chambers to be the owner of an undivided one-half of

the Bon Voyage. This part of the Golden Bull con-

tained the dump and all of the valuable pay.

Chambers forthwith procured this injunction and

was rewarded therefor by appellants Halla, Hammer
and Schwarz by a conveyance to him of an undivided

one-fourth interest in their title to the Golden Bull,

Chambers conveying to them an undivided three-

fourths interest in his claim to the Bon Voyage.

Appellants were all insolvent. Their plan was to

keep their lessees, by the Chambers injunction, from

operating until the expiration of the lease on July ist,

1909. Then they proposed taking forcible possession,

sluicing the dump and relegating their lessees to an

action for damages.



On June 30th, 1909, appellees filed a bill against ap-

pellants setting up the foregoing facts, among other

things, and alleging in detail the conspiracy with

Chambers. Appellees prayed that appellants, by rea-

son of their unlawful and fraudulent acts, be enjoined

from claiming that the lease expired July ist, 1909,

and that appellees have a reasonable time to enjoy the

fruits and profits thereof, which, except for the wrong-

ful acts of their lessors, they would have already re-

ceived. -••
I

The District Court granted an injunction pendente

lite as prayed for in the bill, and upon the insistence

of appellants, and not otherwise, in order to preserve

the statu quo, granted a cross-injunction against ap-

pellees enjoining them pendente lite from doing any

work upon the Golden Bull.

From this order granting an injunction appellants

appealed. The decision was by this Court affirmed in

Halla vs. Rogers, 176 Fed., 709.

Nothing further was done in the case until October

ist, 1910, when appellants took temporary possession

of the Golden Bull in defiance and violation of the in-

junction against them, claiming that appellees, having

failed to perform the annual assessment work for the

year 1910, by October ist, had forfeited the lease, the

existence of which appellants had been denying since

July ist, 1909.

On October 3rd, 1910, appellants moved to dissolve

the injunction against them because appellees had



failed to perform the annual labor for the year 1910,

or make the alleged necessary proof thereof, by Octo-

ber I St.

This motion came on for hearing on October 8th,

1910, when appellees moved the Court to so modify

the cross-injunction against them as to permit the due

performance of the annual labor for the year 1910.

Appellees' motion was granted. The motion of ap-

pellants to dissolve the injunction against them was

denied. From this ruling they have appealed.

The lease of February 26th, 1906, contains the fol-

lowing provision:

"And in further consideration of such demise and

lease, the said lessee covenants and agrees with the

lessors as follows, to wit:

"To perform upon said premises at least the

amount of one hundred dollars' worth of labor dur-

ing each year of said lease for the purpose of hold-

ing said claim as required by law, and to make
all necessary proof of said labor before October

ist, of each year."

The cross-injunction secured by appellants against

appellees, and the injunction procured by appellant

Chambers in June, 1909, have at all times been in full

force and effect.

Thus, on October ist, and at all times prior thereto

in the year 1910, appellees, as to that part of the Golden

Bull in conflict with the Bon Voyage (the only part

where any mining could be done, because the only part



containing any mineral), were restrained from doing

any work at the instance of appellant Chambers, while

as to the entire Golden Bull they were likewise re-

strained by the cross-injunction of appellants.

The cross-injunctional order in force against appel-

lees provided as follows (Tr., 79) :

"It is further ordered, however, that the plain-

tififs (appellees), in order that the rights of the

defendants may be protected, desist from mining

or extracting any gold or gold dust from said prem-

ises while this injunction is in force, and until the

further order of the Court."

And the injunctional order in force against appel-

lees, secured by appellant J. J. Chambers, provided

as follows (Tr., 84) :

"It is therefore ordered and directed by the

Court, that until the further order of the Court in

the premises, you and each of you, the said defend-

ants (appellees) . . . and all your servants,

employees, counsellors, attorneys, solicitors, agents,

workmen, and all others acting in aid or assistance

of you, or by through or under you, and each of you,

and every of you, do absolutely desist and refrain

from rocking, sluicing, mining or in any manner

working or operating in or upon the premises in

controversy in this cause."

This is the third time these lessors have brought this

controversy to this court. Their position grows weaker

upon each successive occasion.
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ARGUMENT.

Appellants claim the provision of the lease of Feb-

ruary 26th, 1906, was an obligation upon the part of

their lessees to perform the annual labor prior to the

ist of October of each year, and was such a covenant

as at their election would work a forfeiture for viola-

tion.

To this position there are three sufficient answers:

1. The covenant relied upon does not by its terms

so provide.

2. // it did, appellants are in no position to take ad-

vantage thereof.

3. // they were, equity avould not assist them.

THE COVENANT DOES NOT SO PROVIDE.

The covenant is:

"To perform upon the said premises at least the

amount of one hundred dollars' worth of labor dur-

ing each year of said lease for the purpose of hold-

ing said claim as required by law, and to make all

necessary proof of said labor before October ist

of each year" (Tr., 29).

The clause contains two covenants:

I. To perform the annual labor required by law

during each year.
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2. To make all necessary proof before October ist

of each year.

The clause may be separated as follows:

1. "To perform upon said premises at least the

amount of one hundred dollars' worth of labor dur-

ing each year of said lease for the purpose of hold-

ing said claim as required by law."

2. "To make all necessary proof of said labor

before October ist of each year."

In the first provision of the clause no time limit is

provided for, except that it be done during the year.

The expressed purpose is to hold the claim as re-

quired by lau\ No other object is set forth, nor could

one be reasonably implied.

The law provides that the labor required by this

provision of the clause, may be performed at any time

prior to January ist of the next succeeding year. Nay,

even should no work be done, still, if labor be resumed

before the attaching of intervening rights, the claim

will not be forfeited.

The object of the provision in the lease is to prevent

the loss of the claim through possible location by third

parties. The required performance of the labor is but

the means to this end.

If the labor was performed at any time during the

year, or, if having failed to finish the required work,

the lessees made a new location in the name of their



lessors, or resumed labor before the attaching of inter-

vening rights, this provision of the clause would be

fully performed, and its expressed object attained.

That is, the claim of the lessors conserved.

Appellants endeavor to read into this provision of

the clause something not there. They insist upon in-

serting the words "before October rst," so that the

clause, instead of reading,

"to perform upon said premises at least the amount

of one hundred dollars' worth of labor during each

year of said lease, for the purpose of holding said

claim as required by law,"

would read:

"To perform upon said premises [before October

1st of each year) at least the amount of one hun-

dred dollars' worth of labor, etc."

Their right to this interpolation is not quite clear.

They insist that the words "before October 1st of each

year," contained in the second provision of the clause,

apply by necessary implication to the first.

This is not the case. These words apply only to the

making of the proof of said labor. Nay, to the making

"of all necessary proof" thereof. Certainly in the ab-

sence of any necessity of proof they could not be held

to apply to the first provision.

The proper construction of the entire clause is—to

perform the annual labor each year and, if any proof
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is necessary then to make proof by October ist, of each

year. Nothing could be plainer.

Of course, if proof were necessary, the labor should

be performed prior to the making of the proof, and

appellants might then claim that these words referred

to the first as well as to the second provision of the

clause.

This leads to a consideration of the second provision

of the clause:

"and to make all necessary proof of said labor be-

fore October ist of each year."

It will be noted that it is not "proof of said labor"

which is required before October ist of each year.

What is required, is "all necessary proof."

What is necessary proof? Obviously such proof as

the law requires to preserve the claim from re-location

by others.

What proof of annual labor did the law require at

the time of the execution of the contract? What proof

has it since required? Absolutely none.

Prior to the passage of the Waskey Act in 1907, the

only reference to the making of proof of annual labor

upon a mining claim under the laws of Alaska, is found

in section 15 of the Political Code, which provides:

"The respective recorders shall, upon payment of

the fees, etc., record separately . . . affidavits

of annual work done on mining claims."
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But no requirement was made that this affidavit be

filed, and when filed it had, in law, no efficacy. It was

not admissible as prima facie, or any, evidence of its

contents. The making and filing of any proof of labor

or any such affidavit was an idle, useless and wholly

unnecessary act. There was not in existence any such

thing as necessary proof of labor, and therefore noth-

ing to which the condition of the provision could attach.

The condition was therefore useless, meant nothing

and was void.

Under the Waskey Act, passed in 1907 (34 St. at

L., 334), such affidavit, if made in the form prescribed,

was made prima facie evidence, and shifted the burden

of proving the non-performance of labor upon the ad-

verse party, just where it stood before the passage of

the act.

Nor does the Waskey Act require the making or fil-

ing of any such affidavit or proof, or impose any pen-

alty for failure so to do. The act, as first framed,

used the word "shall," but this was amended to "may"

before passage.

But the covenant can not be construed to have been

made in contemplation of some future law, such as the

Waskey Act, because it is not so provided in the cove-

nant, and in the absence of such provision Congress

would be without power to cast additional burdens

upon the lessees. Such a construction would impair

the obligation of their contract.
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The clause in question was copied from some form

book taicen from a State where proof of annual assess-

ment work is by law made necessary.

We submit, there has been no violation of the cove-

nant under any reasonable construction of its plain

terms. A breach can only be found by interpolating

into the first provision of the clause words not there.

If the correct construction was doubtful it would,

under well settled principles of law, be the duty of the

Court to give that interpretation which would pre-

serve, and not defeat, the estate.

It can not be gainsaid that this covenant is a condi-

tion subsequent. Such are construed strictly because

they tend to destroy estates. If there is any reasonable

construction to be given to avoid a forfeiture, it ought

to be so applied.

fFiervs. Simmons, 55 Wis., 637; 13 N. W., 873;

Sohier vs. Trinity Church, 109 Mass., i
;

Portland vs. Teravilliger, 19 Pac, 90, 93; 16

Oreg., 465.

A condition to involuntarily forfeit a lease is strictly

interpreted against the lessor.

Sauer vs. Meyer, 87 Cal., 37; 25 Pac, 153.

In

The Elevator Case, 17 Fed., 200,

it is said:

"The right of a lessor to determine, without re-
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course to the courts, a lease of real estate as for-

feited, and re-enter upon the premises, is a harsh

power, and it is the duty of the Court to restrain it

to the most technical limits of the terms and condi-

tions upon which the right is to be exercised, and a

court of equity when necessary, when this power has

been exercised, will come in and afford relief."

The application of this principle is universal. The

supporting authorities are so numerous, that we deem

it unnecessary to make further citations. If they are

required, they will be found collated in the note to 47

American State Reports, 197; and in 32 Century Di-

gest, Columns 377, 386, 343 and 349.

II.

HAD THE LESSEES VIOLATED THIS COVENANT APPEL-

LANTS ARE IN NO POSITION TO TAKE ADVANTAGE

THEREOF.

The forfeiture is claimed for not having done the

work for the year 1910 before October ist. The lease

expired, according to its terms, on July ist, 1909. It

is not contended that the appellees did not comply

with all the provisions thereof during the years 1907,

1908 and 1909. During all these years, and during all

the expressed term of the lease, the appellants have,

by litigation and every other possible means, by two

decisions of this Court finally adjudged wrongful and
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illegal, kept appellees from enjoying the fruits thereof

{Halla vs. Cowden, 170 Fed., 559; Hallo vs. Rogers,

176 Fed., 709).

During this time appellees have at all times (except

insofar as they have been prevented by appellants)

kept and performed all the provisions and conditions

of the lease. They have performed all the assessment

work they contracted to perform—that is, during the

expressed term of the lease. Can it be said that by

their own wrongful acts appellants can, in addition to

keeping appellees out of the use of the leased premises

for the entire stated term thereof, add an additional

burden and expense to their unfortunate and repudiated

lessees, thus assuming the right to cancel a lease they

are still repudiating and denying, because the lessees

do not strictly perform this additional burden not orig-

inally contracted for, as appellants contend it should

be performed? Such is appellants' position. It is un-

sound and untenable from every standpoint of law or

justice.

He who seeks equity must do equity. Before appel-

lants will be permitted to claim forfeiture for breach

of condition subsequent, they must come with clean

hands. It must not appear that their own actions have

been fraudulent, oppressive, arbitrary, unjust or in-

equitable.
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In

Johnson vs. Lehigh Valley Traction Co., i;^o

Fed., 932,

it is said:

"Forfeitures not being favored by the courts,

either of law or equity, the requirements of a lease

must be strictly followed by the lessor before a for-

feiture will be enforced against the lessee."

(Many like authorities are cited in this case.)

In

Henderson vs. Carbondale Coal & Coke Co.,

140 U. S., 25,

it is said:

"It is said, and said truly, that a court of equity

never lends its aid to enforce forfeitures, but leaves

the parties concerned to assert their rights in a court

of law. Courts of equity will grant relief against a

forfeiture, which has been incurred through acci-

dent, or mistake, or by reason of any fraudulent,

oppressive or unfair conduct on the part of one

who is asserting a right of forfeiture, but a chan-

cellor will not lift his hand to aid a litigant in en-

forcing a forfeiture."

To the same effect are:

Foley vs. Grand Hotel Co., 121 Fed., 509, 512;

Marshall vs. Vicksburg, 15 Wall., 146;

Livingston vs. Tompkins, 4 Johns. Ch., 415;

Insurance Co. vs. Norton, 96 U. S., 234.
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Appellants occupy a unique position. In one breath

they say, "There is no lease"; in the next "There is a

lease" and we forfeit the same for the failure of our

lessees to strictly perform.

They seek ancillary relief for alleged forfeiture of

an alleged existing lease, and in the very same action

in their answer they defend upon the ground that no

such lease is in existence.

They claim all the benefits of the lease, while deny-

ing its burdens, and while, through cross-injunction

prohibiting their lessees from enjoying any of the fruits

or benefits thereof.

It is as if, the lease, providing for the payment of a

monthly rental of the thing demised, appellants en-

joined appellees from the use of the subject matter

thereof, but insisted upon strict payment of the monthly

rent under penalty of forfeiture. Such a position is

little short of the ridiculous.

The only forfeiture claimed is through violation of

one of the covenants of the lease. For the covenant to

be operative, the lease must be in existence. This is

the very thing appellants deny.

Except for the unlawful and fraudulent acts and

conspiracies of appellants, appellees would long ago

have extracted from the premises all the native gold

therein contained, the lease long since would have been

terminated, the claim abandoned, and no assessment

work necessary or considered for the year 1910. Cer-

tainly appellants will not be heard to complain of the
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failure to strictly perform something which, except for

their own wrongful acts, would have been wholly un-

necessary.

Nay, they themselves should have performed the

work. The expense which appellees have been forced

to incur in the performance thereof, made necessary

solely by the wrongful acts of appellants, is recovera-

ble against them, and may be collected by appellees

or reserved from future royalties.

Appellants should have applied to the Court for

such a modification of the injunctional orders as would

have permitted them or some one designated by the

Court, at their expense, to perform the annual labor

in order to prevent possible re-location of the premises

by third parties.

Can they be heard to complain of the non-perform-

ance of that which they themselves should have done?

But, appellants say in their brief: "True, we en-

" joined you, but the injunction was of no binding force

" as far as this particular work was concerned. You
" might disobey the plain terms of the orders because

" it has been held that you would not thereby be in

" contempt." And cases are cited which seem to sus-

tain the doctrine that we would not have been punished

for a contempt.

Whatever may be said of this doctrine, certainly it

will be conceded that the most orderly and respectful

way would be to make application to the Court for

modification, rather than act in disregard of the express
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terms of the order, thereby risking at least the censure

of the Court.

And when it is remembered that in

Vanzandt vs. Argentine, 48 Fed., 770,

it was said that the Court might dissolve an injunction

because the party securing it himself did what he had

enjoined his opponents from doing, appellees can

scarcely be criticized for refraining to perform such

acts as would violate the direct and positive inhibition

of the order.

Because a person might escape punishment for con-

tempt is no reason why he should violate the Court's

order. And so, if appellants desired the annual labor

performed before October ist, it was their plain duty,

they having secured the cross-injunction, to have the

same modified or at least notify appellees that they

would consent thereto, or would not consider such per-

formance a violation thereof.

If, without any modification of the order, we had a

right to perform the labor in question, then we had the

right to so perform in such manner as we saw fit. In

this connection, we wonder what appellants' position

would have been if in performing the labor we had

turned a sluice-head of water upon the dump and ex-

tracted ten thousand dollars therefrom.

Yet, certainly, if it was our duty to mine at all, we

could mine as we saw fit.
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There is yet another cogent reason why appellants

are in no position to complain. They made no demand

upon appellees prior to the attempted forfeiture.

The law does not favor bushwhacking. It will not

permit a landlord to lie in wait until his tenant fails

to strictly perform some covenant of the lease, and then,

suddenly and without previous warning or demand,

spring from ambush and claim a forfeiture.

A covenant to forfeit for failure to pay rent and

taxes is certainly analogous to that under discussion.

Yet, in such cases, it has been held that there can be

no forfeiture for breach in the absence of a demand for

payment.

In

The Elevator Case, 17 Fed., 200,

it was held:

"Where a lease provides for re-entry upon fail-

ure to pay taxes and rents, a demand for the payment
of such taxes and rents is necessary as a condition

precedent to the right of re-entry."

Nor are we aware of any authority contradicting

this principle.
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III.

NOR, IN ANY EVENT, WOULD EQUITY GIVE TO APPEL-

LANTS THE SLIGHTEST ASSISTANCE TO ENFORCE THEIR

ALLEGED FORFEITURE, EVEN THOUGH EVERY OTHER

CONSIDERATION WERE IN THEIR FAVOR.

So far from forfeiting, equity preserves estates there-

from, where, by the strict letter of law, a forfeiture

might be otherwise enforced. This is a suit in equity.

Appellants have lost nothing. The record shows

that the injunction was so modified as to permit the

work to be done. The only object of the covenant was

to preserve the estate as against possible location by

third parties.

So, even if appellees through inadvertence, or mis-

take, had violated the covenant, it was such a breach

as equity would relieve against, upon full compliance

therewith. But in no event would equity "lift its hand"

in aid of the enforcement of the alleged forfeiture.

So frequently have these principles been announced

that it seems scarcely necessary to cite authority.

In

Craig vs. Hukill, i6 S. E., 363 (W. Va., 1892),

a case directly in point, the facts were as follows:

The lease in question was for oil lands. Appellee

claimed under a lease, from the owner of the lands,

which contained a covenant to commence operations
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for oil development within nine months, or for pay-

ment of a certain sum of money per month until the

commencement of the work, with a proviso that a fail-

ure to do one or the other should work an absolute for-

feiture of the lease.

Appellant claimed under a subsequent agreement

with the owner of the lands wherein the owner agreed

to sell to appellant's assignor all the oil and gas under

the said tract.

Appellant claimed that appellee had forfeited the

lease by reason of his breach of the covenant therein

contained.

The Court said:

"The estate under the Kennedy lease certainly

vested, and the plaintiff (appellant) seeks, by a suit

in equity, to divest it, which he can only do by de-

claring and enforcing the forfeiture of that lease,

for the plaintiffs right must depend for its birth

and existence on that forfeiture.

"In Livingston vs. Tompkins, supra, it was held

that 'equity will not assist the recovery of a penalty

or forfeiture, or anything in the nature of a for-

feiture,' and 'will not lend its aid to divest an estate

for the breach of a condition subsequent.'

"McKim vs. Mason, 2 Md. Ch., 510;

"Warner vs. Bennett, 31 Conn., 468;

"Smith vs. Jeu^ett, 40 N. H., 530.

"In Oil Co. vs. Atlantic Co., 57 Pa. St., 65, a

bill was filed to enforce a forfeiture of a lease be-
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cause of failure to build a road according to the

express provisions of the lease; and the Court re-

fused on the ground that equity never lends its aid

in enforcement of a forfeiture, but will leave the

parties to their legal remedies.

"Though equity has jurisdiction . . . yet it

will not exercise it when it can be done only by en-

forcing a forfeiture, when the plaintiff's right grows

only out of a forfeiture.

"Affirmative relief against penalties and forfeit-

ures was one of the springs or fountains of equity

jurisdiction, and the jurisdiction was very early ex-

ercised; and it would be going in the very opposite

direction and acting contrary to its essential princi-

ples, to affirmatively enforce a forfeiture."

In

Little Rock Granite Co. vs. Shall (Ark., 1894),

27 S. W., 562,

another case directly in point, the facts were as follows:

Plaintiff claimed the right to the possession of a

rock quarry under a lease from defendant. The lease

provided that a given amount of work should be done

and that for a breach of this condition the lease should

be forfeited at the option of the lessor. The lessor

elected to forfeit the lease for breach of this condition,

and brought suit to forfeit and recover possession of

the premises. Defendant below (plaintiff above) plead

in answer matters of equitable defense against the for-

feiture, and prayed that the case be transferred from
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the law court to the chancery court. This motion was

granted without objection, and the case was heard in

the chancery court upon conflicting evidence, and de-

cree was rendered forfeiting the leasehold estate of

the defendant and for possession of the premises. De-

fendant appealed. The Supreme Court held, that,

while it was the right of plaintiff^ to have a court of

law determine the case, she waived the right by not

objecting to the transfer; that the case being in a court

of equity would be determined by equitable and not

legal rules; and as equity never assists in the enforce-

ment of a forfeiture, the decree of the chancellor would

be reversed.

The Court said:

"It is well settled that equity will not, as a gen-

eral rule, enforce a forfeiture."

Mr. Justice Story states the rule as follows:

"In the next place in regard to cases of for-

feitures. It is a universal rule in equity never to

enforce either a penalty or a forfeiture. Therefore

courts of equity will never aid in the devesting of an

estate for a breach of a covenant on a condition

subsequent, although they will often interfere to

prevent the devesting of an estate for a breach of

a covenant or condition."

2 Story's Equity Jurisprudence, par. 13 19.
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Mr. Pomeroy states the rule as follows:

"It is a well-settled and familiar doctrine that a

court of equity will not interfere on behalf of the

party entitled thereto, and enforce a forfeiture, but

will leave him to his legal remedies, if any, even

though the case might be one in which no equitable

relief would be given to the defaulting party

against the forfeiture.

"The few apparent exceptions to this doctrine

are not real exceptions, since they all depend upon

other rules and principles.

"The reasons of the doctrine are to be found in

the universal principle that a court of equity re-

fuses to aid any party who, by the remedy which

he seeks to obtain against his adversary, is not him-

self doing equity, or who does not come before the

court 'with clean hands.'

"The same principle upon which the Court acts

when it refuses to specifically enforce a contract

which is unequal, unjust or has any inequitable

features and incidents."

I Pomeroy's Equity Jurisprudence, par. 459.

Chancellor Kent states the rule in

Livingston vs. Tompkins, 4 Johns. Ch., 415,

as follows

:

"It may be laid down as a fundamental doctrine

of the Court that equity does not assist the recov-

ery of a penalty or forfeiture or anything in the

nature of a forfeiture.
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"It appears to be contrary to the uniform course

of the Court, and to its established principles, to

aid in the devesting of an estate for breach of a

condition subsequent.

"The cases are full of discussions how far this

Court can relieve against subsequent Conditions;

and the general rule formerly was that if the Court

could make compensation to the party in damages

for non-performance of the condition, it would

then relieve. That relief seems now to be con-

fined to cases where the forfeiture has been the

effect of accident, and the injury is capable of com-

pensation."

In this case an injunction was moved for on the

ground that the original grant from the plaintiff to the

defendant had ceased and become void, but the Court

said:

"So far from aiding the plaintifif to divest the

defendant of his privilege, this Court could only

interfere to protect the property from waste, de-

struction or removal out of the jurisdiction of the

court, pending the action at law to recover posses-

sion.

"In the present instance the defendant has been

for some years in the lawful possession under his

grant; and to suspend the exercise of that right

(and which would be equivalent to an ouster of

possession), before the question of failure of his

grant, upon a condition subsequent, has been legally

tried, would be as severe as it would be unprece-

dented."
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So, in the case at bar a reversal of the decree of the

District Court would be in efifect a judgment of ouster

of possession against appellees and a final decision by

this Court in a suit in equity outside of the present issue

of the pleadings, that appellees had lost all their estate

by reason of breach of condition subsequent.

In

Marshall vs. Vicksburg, 15 Wall., 146; 21 L.

ed., 121,

it was said:

"Equity never, under any circumstances, lends its

aid to enforce a forfeiture or penalty, nor anything

in the nature of either."

And in

Horsburg vs. Baker, I Pet., 232; 7 L. ed., 125,

the Great Chief Justice said:

"As a court of chancery is not the proper tri-

bunal for enforcing forfeitures, no decree for the

purpose of effecting that object ought to have been

made."

Finally we suggest that the case made out by appel-

lants is not one where the lessor in good faith seeks to

forfeit the estate because his tenant fails to live up to

the covenants of the lease. It is merely the third at-

tempt of a lessor inspired by cupidity to wrest from
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his lessees, by any possible means, an estate which,

since the demise has become, from the industry of the

lessees, of a value it never before enjoyed.

For the foregoing reasons, we think the order of the

District Court should be affirmed.

Respectfully submitted.

W. H. METSON,
IRA D. ORTON,
ALBERT FINK,
THOS. R. WHITE,
Attorneys for Appellees.
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[Names and Addresses of] Attorneys of Record.

IRA D. ORTON, Nome, Alaska,

Attorney for Plaintiffs.

ELWOOD BRUNER, Nome, Alaska,

J. ALLISON BRUNER, Nome, Alaska,

Attorneys for Defendant.

lu the Disffict Court, District of Alaska, Second

Division.

F. II. THATCHER, Administrator of the Estate of

CABELL WHITEHEAD, Deceased, A. L.

DERBYSHIRE, W. T. PERKINS, J. M.

DAVIDSON and E. E. POWELL,
Plaintiffs,

vs.

ELZIE BROWN,
Defendant.

Complaint.

The plaintiffs complain and allege

:

I.

That Cabell Whitehead died intestate on the 7th

day of September, 1908, and that on the 24th day of

September, 1908, Frank H. Thatcher was appointed

administrator of the said Cabell Whitehead, de-

ceased, by the Probate Court, Nome Precinct, Dis-

trict of Alaska, Second Division.

II.

That on the 25th day of September, 1909, the said

Frank H. Thatcher, as administrator of the said es-
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tate of Cabell Whitehead, deceased, was by an order

of the said Probate Court, Nome Precinct, District of

Alaska, Second Division, authorized to bring the

above-entitled action.

III.

That the plaintiffs are now and have been continu-

ously for all the times hereinafter mentioned the

owner in fee and entitled to the possession of that

certain placer mining claim situated in the Nome Re-

cording District, District of Alaska, described as fol-

lows :

Beginning at initial stake which is identical with

the NW. Corner of that placer mining claim known

as North Pole Bench on East Bourbon Creek; thence

running 660 ft. in a Westerly direction to stake No.

2; thence 1320 feet in a Northerly direction to stake

No, 3; thence 660 feet in an Easterly direction to

stake No, 4; thence 1320 feet in a Southerly direction

to stake No. 1;

—said claim is known as the Bench Claim No, 3, first

tier off Holyoke, and also known as the Pinto Claim,

said claim adjoins on the left limit creek claim known

as No, 3 Holyoke Creek and also joins that certain

placer mining claim known as the Bessie Bench.

IV.

That the plaintiffs are and have been at all the

times mentioned herein so the owner of and entitled

to the possession of the said mining claim under and

by virtue of valid and subsisting location thereof as

placer mining claim made under the laws of the

United States by the grantors and predecessors in

interests of the plaintiffs, and by virtue of sundrj^

mesne conveyances from said locators.
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V.

That while the phiintiffs were so the owner of and

entitled to the possession, and in possession of said

placer mining claim, the defendant herein did, on or

about the 1st day of January, 1909, without any

right or title whatsoever, enter on the said premises

and oust and eject the plaintiffs therefrom, and ever

since said date has wrongfully withheld, and is now

withholding, the possession of said premises and the

whole thereof from the plaintiffs, to their damage in

the sum of One Hundred Dollars.

Wherefore plaintiffs pray a judgment against the

defendant for the recovery of and possession of the

said land and premises herein described, and that it

be adjudged that the plaintiffs are the owners in fee

thereof, for the sum of One Hundred Dollars dam-

ages for the wrongful withholding thereof, and the

cost of the suit.

DUDLEY DuBOSE,
Attorney for Plaintiffs.

United States of America,

District of Alaska,—ss.

Frank H. Thatcher, being first duly sworn, deposes

and says: That he is the administrator of the estate

of Cabell Whitehead, deceased, that he is one of the

plaintiffs named in the foregoing complaint, has read

over the said complaint, know^s the contents thereof,

and believes the same to be true.

FRANK H. THATCHER.
Subscribed and sworn to before me this 25 day of

Sept., 1909.

[Notarial Seal] J. T. RIORDAX,
Notary Public for the District of Alaska.
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[Endorsed] : No. 2112. In the District Court for

the District of Alaska, Second Division. F. H.

Thatcher et ah, Plaintiff, vs. Elzie Brown, Defendant.

Complaint. Filed in the Office of the Clerk of the

Dist. Court of Alaska, Second Division, at Nome.

Sep. 2'5, 1909. Jno. H. Dunn, Clerk. By Z., Deputy.

Dudley DuBose, Attorney for Plaintiffs.

[Demurrer.]

/;/ fJic Distyid Court for the Didrict of Alaslxa,

Second Division.

F. H. THATCHER, Administrator of the Estate of

CABELL WHITEHEAD, Deceased, A. L.

DERBYSHIRE, W. T. PERKINS, J. M.

DAVIDSON, and E. E. POWELL,
Plaintiffs,

vs.

EL^IB BROWN,
Defendant.

Now comes the defendant herein, and denmrs to

the complaint in the above-entitled cause, upon the

following ground, viz.:

1. That the said complaint does not state facts

sufficient to constitute a cause of action against this

defendant.

Wherefore, defendant demands that said action be

dismissed and for costs.

ELWOOD BRUNER,
J. ALLISON BRUNER,
Attorneys for Defendant.
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[Endorsed]: No. 2112. In the District Court,

District of Alaska, Second Division. F. H. Thatcher,

Adm., et al., Plaintiff, vs. Elsie Brown, Defendant.

Dcnmrrei'. Filed in tlie Office of tlie Cleric of (lie

Dist. Court of Alaska, Second Division, at Nome.

Nov. 22, 1909. Jno. H. Dunn, Clerk. By Z., Deputy.

Ehvood Bruner and J. Allison Bruuer, Attorneys for

Defendant, Nome, Alaska.

[Order Overruling Demurrer, etc.]

In the District Court for the District of Alaska,

Second Division.

Term Minutes, Special, January^ 1909, Term l)egun

and held at the Town of Nome, in said District

and Division, January 11, 1909.

•Saturday, December 4, 1909, at 10 A. M.

Court convened pursuant to adjournment.

Present: Hon. ALFRED S. MOORE, Judge.

John H. Dunn, Clerk.

T. M. Reed, Deputy Clerk.

E. Coke Hill, Assistant U. S. Attorney.

Thos. C. Powell, U. S. Marshal.

Now, upon the convening of court, the following

proceedings were had:

2112.

F. H. THATCHER, Adm., et al.

vs.

EL^IE BROWN,

On motion of Mr. Elwood Bruner, attorney for de-

fendant, the demurrer was overruled and fifteen days
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were allowed defendant in which to answer the com-

plaint herein.

In the District Court for the District of Alaska,

Second Division.

F. H. THATCHER, Administrator of the Estate of

CABELL WHITEHEAD, Deceased, A. L.

DERBYSHIRE, W. T. PERKINS, J. M.

DAVIDSON and E. E. POWELL,
Plaintiffs,

vs.

ELZIE BROWN,
Defendant.

Answer.

Now comes the defendant and for answer to the

complaint herein admits, denies and alleges as fol-

lows :

I.

Denies each and every allegation contained in

paragraphs III, IV, and V of plaintiffs ' complaint.

II.

And for a fnrther, separate and affirmative defense

to plaintiffs' complaint, the defendant alleges:

I.

That she is and was at the time of the commence-

ment of this action, and has been ever since the first

day of January, 1909, the owner in fee and in the

possession and entitled to the possession of the prem-

ises described in plaintiffs' complaint, under and by

virtue of a valid and subsisting mining location

thereof made by her of the said premises : That she
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now is the owner, in the possession, and entitled to

the possession of, said premises and the whole there-

of;

And for a second, further, separate and affirmative

defense to the complaint of plaintiffs, defendant al-

leges :

I.

That between the 31st day of December, 1907, and

the 1st day of January, 1909, no work or labor was

performed, or improvements made on or for the min-

ing claim described in plaintiffs' complaint, by plain-

tiffs, or by any person acting for them or in tbcii-

behalf, or either of said plaintiffs, to the value of one

hundred (lOO) dollars, or any other sum whatsoever,

nor did the plaintiffs, or any person acting for them

or in their behalf, or either of them, after the 31st

day of December, 1908, resume work upon said min-

ing claim. That thereupon, and before plaintiffs,

or any person acting for or on their behalf, or either

of them, had resumed work upon said placer mining

claim, the defendant entered upon said mining claim

described in plaintiffs' complaint, in pursuance of

the mineral land laws of the United States, and did,

all and singular, each and everything requisite and

necessary to be done to make a valid mining location

under the mineral land laws of the United States,

and the local rules, regulations and customs of the

District wherein said claim is situated, whereby the

claim of plaintiffs to the mining claim described in

their complaint became forfeited, and the defendant

became the owner thereof in fee under and by virtue

of the valid and subsisting mining location made as

aforesaid, and ever since the mining claim described
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in plaintiffs' complaint became forfeited as afore-

said, defendant has been and now is the owner in fee

thereof, and entitled to the possession thereof, and

the whole thereof.

Wherefore, defendant demands that plaintiffs take

nothing by their complaint herein filed; and the de-

fendant be adjudged the owner in fee of the premises

described in plaintiffs' complaint, and the wliole

thereof, and entitled to the possession thereof; and

for costs of action.

ELWOOD BRUNER,
J. ALLISON BRUNER,
Attorneys for Defendant.

United States of America,

District of Alaska,

Second Division,—ss,

Elzie Brown, being duly sworn, on oath deposes

and says: That she is the defendant in the al)0ve-

entitled action; that she has read the foregoing an-

swer, knows the contents, and that the same is true

as she verily believes.

ELZIE BROA¥N.

Subscribed and sworn to before me this 18th day

of December, 1909.

[Notarial Seal] J. SULLIVAN,

Notary Public in and for District of Alaska, Resid-

ing at Nome.

Service of the within by copy is hereby accepted

this 18th of Dec, 1909.

IRA D. ORTON,
Attornev for Plaintiffs.
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[Endorsed]: Ont;inal. Case No. 2112. In the

District Court for the District of Alaska, Second Di-

vision. F. H. Thatcher et al., Plaintiffs, vs. Elzie

l>i()\vn, Defendant. Answer. Filed in tlie Office of

the Clerk of the Dist. Court of Alaska, Second Divi-

sion, at Nome. Dec. 20th, 1909. Jno. H. Dunn,

Clerk. By , Deputy. Bruner and

Bruner, Attorneys for Defendant.

/;/ llic Dhirict Court, District of Alaska, Second

Division.

F. H. THATCHER, Administrator of the Estate of

CABELL WHITEHEAD, Deceased, A. L.

DERBYSHIRE, W. T. PERKINS, J. M.

DAVIDSON, and E. E. POWELL,
Plaintiffs,

vs.

ELZIE BROWN,
Defendant.

Reply.

Come now the plaintiffs in the above-entitled ac-

tion, and for reply to the answer of the defendant,

deny each and every allegation of both the first and

second separate and affirmative defenses set forth in

said answer.

Dated at Nome, Alaska, January 7th, 1909.

IRA D. ORTON and

DUDLEY DuBOSE,
Attornevs for Plaintiffs.
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United 'States of America,

District of Alaska,—ss.

Ira D. Oi'ton, being first duly sworn, on his oath,

deposes and says

:

That he is one of the attorneys for the plaintiffs in

the above-entitled action; that all of said plaintiifs

are absent from the District of Alaska, and for that

reason unable to make this verification and affiant

makes the same in their behalf ; that affiant has read

the above and foregoing reply, knows the contents

thereof, and believes the same to be true.

IRA D. ORTON.

Subscribed and sworn to before me this 7th day of

January, 1910.

[Notarial Seal] LAWRENCE S. KERR,
Notary Public, District of Alaska.

United States of America,

District of Alaska,—ss.

Due service of the within Reply is hereby accepted

at Nome, Alaska, this 7th day of Jan., 1910, by re-

ceiving a copy thereof.

ELWOOD BRUNER,
Attorney for Deft.

[Endorsed] : 2112. In the District Court for the

District of Alaska, Second Division. F. H. Thatcher,

etc., et al.. Plaintiff, vs. Elzie Brown, Defendant.

Reply. Filed in the Office of the Clerk of the Dist.

Court of Alaska, Second Division, at Nome. Jan. 7,

1910. Jno. H. Dunn, Clerk. By ,
Deputy.

Dudley DuBose, Ira D. Orton, Attorneys for Pltffs.
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T)) flic District Court for the District of Alaska,

Second Division.

No. 2112.

F. H. THATCHER, Administrator of the Estate of

CABELL WHITEHEAD, Deceased, A. L.

DERBYSHIRE, W. T. PERKINS, J. M.

DAVIDSON and E. E. POWELL,
Plaintiffs,

vs.

ELZIE BROWN,
Defendant.

Verdict.

We, the jnry, duly impaneled and sworn to try

the issues in the above-entitled action, find our ver-

dict for the defendant, and against the plaintiffs.

That the defendant, Elzie Brown, is the owner in

fee and entitled to the possession of the premises

known as the "Legal Tender" claim, and described

in plaintiffs' complaint as the "Pinto" placer min-

ing claim, and the whole thereof, situated in the Cape

Nome Mining and Recording District, District of

Alaska, subject only to the paramoimt title of the

United States; and that the plaintiffs, F. H.

Thatcher, administrator of the Estate of Cabell

Whitehead, deceased, A. L. Derbyshire, W. T. Per-

kins, J. M. Davidson and E. E. Powell, or either of

them, are not entitled to the possession of said

premises or any portion thereof.

Dated this 12th day of September, 1910.

A. A. ALLAN,
Foreman.
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[Endorsed] : No. 2112. In the District Court,

District of Alaska, Second Division. F.'H. Thatcher

et al., Plaintiffs, vs. Elzie Brown, Defendant. Ver-

dict. Filed in the Office of the Clerk of the Dist.

Court of Alaska, Second Division, at Nome. Sep.

12,1910. R. John Sundback, Clerk. By T. M. Reed,

Deputy. Elwood and J. Allison Bruner, Attorneys

for Defendant. Nome, Alaska.

In the District Court for the District of Alaska,

Second Division.

No. 2112.

F. H. THATCHER, Acbninistrator of the Estate of

CABELL WHITEHEAD, Deceased, A. L.

DERBYSHIRE, W. T. PERKINS, J. M.

DAVIDSON and E. E. POWELL,
Plaintiffs,

vs.

ELZIE BROWN,
Defendant.

Judgment.

The above-entitled action having, on the 10th da}"

of September, 1910, regularly come on for trial, Ira

D. Orton appearing as attorney for plaintiffs, and

Elwood Bruner and J. Allison Bruner appearing as

attorneys for defendant; and a jury of twelve per-

sons having been regularly empaneled and sworn to

try said action, and witnesses on behalf of the parties

thereto having been sworn and examined and docu-

mentary evidence introduced; and after hearing all

of the evidence, and the instructions given by the
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Court, said jury retired for deliberation, and there-

after l)r()n<i:ht into r-oiirt their verdict, which was re-

ceived and hied by the Court, and is of record herein,

whereby said jury find for the defendant that the de-

fendant, Elzie Brown, is the owner in fee and entitled

to the possession of the premises known as the '

' Legal

Tender" claim, and described in plaintiffs' complaint

as the "Pinto" placer mining claim, and the whole

thereof, situated in the Cape Nome Mining and

Recording District, District of Alaska, subject only

to the paramount title of the United States; and that

the plaintiffs, F. H. Thatcher, administrator of the

Estate of Cabell Whitehead, deceased, A. L, Derby-

shire, W. T. Perkins, J. M. Davidson and E. E.

Powell, or either of them, are not entitled to the pos-

session of said premises or any portion thereof.

Wherefore, by virtue of the law, and by reason of

the premises aforesaid,

IT IS ORDERED AND ADJUDGED that the

defendant is the owner in fee subject only to the

paramount title of the United States, under and by

virtue of a valid and subsisting mining location, of

that certain placer mining claim known as and called

the "Legal Tender" placer mining claim (being the

same premises more fully described in plaintiffs'

complaint as the "Pinto" placer mining claim), and

more j^articularly described as follows:

Commencing at stake No. 1 the NW. corner of the

"Legal Tender" claim, which is identical with the

SW. corner of the Bessie Placer mining claim ; being

also the NE. corner of No. 3 Holyoke placer mining

claim; thence in a southerly direction 1320 feet to
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stake No. 2, identical with the SE. corner of placer

claim No. 3 Holyoke ; thence 660 feet in an easterly

direction to stake No. 3, identical with NW. corner

of placer mining claim known as "North Pole

Bench" on East Bourbon Creek; thence 1320 feet in

a northerly direction to stake No. 4, the NE. corner

;

identical with SE. corner of Bessie placer mining

claim; thence 660 feet in a westerly direction to

stake No. 1 the place of beginning.

IT IS FURTHER ORDERED AND AD-
JUDGED that the defendant is the owner of the

right to the possession and is entitled to the pos-

session of the aforesaid placer mining claim, and the

whole thereof

;

IT IS FURTHER ORDERED AND AD-
JUDGED that defendant do have and recover from

plaintiffs the simi of Ninety-six and 10/100 Dollars,

taxed as costs and disbursements in the above-entitled

action.

Done in open court this 21st day of September, A.

D. 1910.

CORNELIUS D. MURANE,
District Judge.

[Endorsed] : Original. No. 2112. In the Dis-

trict Court, District of Alaska, Second Division. F.

H. Thatcher, Administrator, et al., Plaintiffs, vs.

Elzie Brown, Defendant. Judgment. Filed in the

Office of tlie Clerk of the Dist. Court of Alaska,

Second Division, at Nome. Sej). 21, 1910. John

Sundback, Clerk. By T. M. Reed, Deputy. R. El-

wood Bruner and J. Allison Bruner, Attorneys for

Defendant. Nome, Alaska.
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III (he District Court for the District of Alaska,

Second Diuision.

F. PI. THATCHER, Administrator of the Estate of

OABEL WHITEHEAD, Deceased, A. L.

DERBYSHIRE, W. T. PERKINS, J. M.

DAVIDSON and E. E. POWELL,
Plaintiffs,

vs.
'

ELZIE BROWN,
Defendant.

Bill of Exceptions.

Be it remembered, that on the 10th day of Sep-

tember, 1910, the above-entitled action was tried in

the above-entitled court, before the Honorable C. D.

Murane, sitting with a jury
;
plaintiffs appearing by

their attorney, Ira D. Orton, Esq., and Allison

Bruner and Elwood Bruner, Esqrs., appearing for

the defendant;

Whereupon the following proceedings were had, to

wit:

[Recital Re Pinto Claim, etc.]

Plaintiff's introduced testimony showing that the

Pinto Claim, described in the complaint, was located

October 7th, 1899, by one T. St. Clair Jones; that its

boundaries were on or about that date properly

marked by corner stakes and monuments, and that

the location was thus so marked on the ground that

its boundaries could be readily traced ; also, that the

grantees of said T. St. Clair Jones, in the year 1903,

made valid and sufficient discoveries of placer gold

within the boundaries of said claim. Certified copy

of the location notice of said claim was introduced

in evidence by plaintiff as follows

:
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[Plaintiffs' Exhibit No. 1—Notice of Location of

Pinto Mine.]

ALASKA CAPE NOME DISTRICT.

KNOW ALL MEN BY THESE PRESENTS
that the imdersignecl has this 7 da}' of Oct. 1899,

located and claimed and by these presents do locate

and claim by right of discovery and location in com-

pliance with the Mining Act of Congress approved

May 10, 1872, and all subsequent acts and with local

customs laws and regulations of Cape Nome Mining

Dist. : 20 acres, placer mine, in Cape Nome Mining

District, Alaska, and described by metes and bounds

as follows to wit:

Commencing at this discovery post being the stake

No/1 claim and upon which this Notice is posted

thence 1320 feet Northwest to a post marked No/2

thence G60 feet North east to a post marked No. 3

coraer thence 1320 feet South East to a post marked

No. 4 corner thence 660 feet South west to a post

marked No/1 initial stake.

This claim is further described as follows Bench

claim No. 3 on Holyoke Gulfch, a tributary to Snake

River further known as the Pinto mine.

Discovered Oct. 7, 1899.

Located Oct. 7, 1899.

T. ST. CLAIR JONES. (Seal)

Witness

:

L. BERNSTEIN.
Filed for record 2:40 P. M. Oct. 7, 1899.

A. E. SOUTHWARD,
Deputy.
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Uiiitod States of America,

District of Alaska,

Capo Nome Precinct,—ss.

I, J. F. Hobbes, United States Commissioner for

the District of Alaska and ex-officio Recorder of

Cape Nome Recording District in the Second Judicial

Division, of said District of Alaska, do hereby certify

that I have compared the preceding Avith a certain

Locati(m Notice of "PINTO" claim recorded in

Book No, 23, at page No. 148, of the records of said

Recording District, and that the same is a true and

correct transcript therefrom and of the whole of said

instrument.

In testimony whereof, I have hereunto set my hand

and affixed my official seal the 10th day of September,

A. D. 1910.

[Seal] J. F. HOBBES,
United States Commissioner and Ex-officio Recorder.

[Endorsed] : Certified Copy of Location Notice

"Pinto" Claim.

#2112. Thatcher, Adm. et al. vs. Brown. Pltft's.

Exhibit No/L. Filed Sept. 10, 1910. Jno. H. Dunn,

Clerk. By T. M. Reed, Deputy.

[Recital Re Title of Pinto Claim.]

It Avas also shown by original and certified copies

of conveyances that the title of said T. St. Clair

Jones, in and to said claim, had by sundry mesne con-

veyances, made prior to the year 1908, become and
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(Testimony of Al. Jorgensen.)

was at the time of the commencement of this action

vested in the plaintiffs in this action.

Plaintiffs thereupon rested.

The defendant, to sustain the issues on her part,

introduced the following testimony:

[Testimony of Al. Jorgensen. for Defendant.]

Mr. AL. JORGENSEN, a witness on behalf of the

defendant, testified as follows

:

I have been in the mining business for ten or twelve

3"ears ; I know a claim in the Nome District called the

Pinto Claim, and know the vicinity and neighbor-

hood in which this claim is situated, and have known

it since the fall of 1906; I know^ where the Bessie

Roadhouse is and am acquainted with Mrs. Brown,

the defendant in this case, and Mr. Brown; I w^as at

the Bessie Roadhouse on the 31st day of December,

1908; had interests in that neighborhood and had

been working around there for three or four years;

I remember the 1st day of January, 1909 ; I was stop-

ping at the Bessie Roadhouse, and remember the 31st

day of December, 1908, and was stopping at the

Bessie Roadliouse a part of that day; and remember

the relocating and restaking of what was known as

the Pinto Claim by Mrs. Brown on January 1st, 1909

;

it was after midnight when Mrs. Elzie Browai located

the ground; myself, Pete Christiansen and Con

Sullivan were present; there were five stakes used,

three were 2x1 and two were 1x3. The first stake

was the northerly end line stake, a 1x3, that was the

initial stake and we put a location notice on it ; it was
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(Testimouy of Al. Jorgensen.)

marked iuitial stake, and the name of the claim, the

Legal Tender; from there we went to the northwest

corner and pnt in stake No. 1, and from there we

went to the southwTst corner and put in a stake which

was marked southwest comer number 2 stake ; from

there we went to the southeast corner and put in stake

number 3, marked southeast corner No. 3 ; from there

we w^ent to the northeast corner ; a location notice was

prepared and taken with us; that was prepared in

the Bessie Roadhouse before we left; Mrs. BroA\Ti

signed the paper herself; after having put in stake

number four, we went over to the initial stake

—

crossed over that way on the way to the roadhouse.

I was at the Bessie Roadhouse during the sunomer

and fall of 1908, and noticed a place on the claim

where there is or was an old rocker, Tvhere some work

had been done, and went up there in company wdth

Mrs. Brown and panned for gold. I did not at any

time during the year 1908 see evidences of any

character whatsoever that any work had been done

on the claim there now marked as the "Legal

Tender"; I passed by that claim off and on going to

town, but don 't know how many times ; I w^ent to

town quite often and I had to pass right by it going

and coming; I was working on No. 2 Saturday at the

time, and my journeys to town took me over the

*'Pinto" or "Legal Tender claim" right through it.

I was out there and over that claim from time to time

from January 1st, 1908, until the end of that year.

The road runs along the highest part of the claim ; it

is higher near where the road is; I don't think there
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(Testimony of Al. Jorgcusen.)

is any part of the claim that cannot be seen from the

road nnless it Avas the sontheast corner. From my
observations during the year 1908, the whole year,

there was no work whatsoever done upon the claim

—

you can't sec it—there was no work done on the claim

in 1908.

On cross-examination the witness testified as fol-

lows :

I did not stay at the roadhouse all day December

31st ; I left there in the morning and came in to town

and got back about 2 o'clock; came to the Bessie

Roadhouse about 3 o'clock in the afternoon and kept

Avatch all afternoon; I saw somebody bring a cabin

on there a little later in the afternoon, I should judge

about 4 or 5 o'clock; they put the cabin on the claim

on the east side ; I did not see the party who brought

the cabin there ; I did not know anything about the

cabin at the time—who the party was, but later on I

went down and took a look at it, and found a cabin,

I should say, about 8x10; it was not a cabin, just a

tent frame on skids and may have been boarded up

inside ; I didn 't go in and I can 't say whether it was

or not; I didn't go in the cabin to see; it looked just

like a tent stretched over a frame on skids; I don't

know whether it had a stove inside it or not ; did not

take notice. I didn't see them at the time they

brought it there; I was not on watch just at that

moment; when I went down there there did not ap-

]3ear to 'be anybody around there, I didn't look into

it to see ; there might have been somebody there.

I have no interest in this property ; the reason why
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(Testimony of Al. Joi'j>on.son.)

I spent so nineh time \vat('liing it was because I ex-

pected to stake it myself.

On redirect examination the witness testified as

follows

:

I never at any time during the year 1908 saw aiiy-

l)0(ly wru'king on that claim at no time.

[Testimony of Behrndt Olsen, for Defendant.]

Mr. BEHRXDT OLSEN, a witness called on be-

half of the defendant, testified as follows

:

I have liv(^d in Nome and vicinity since 1900, and

am acquainted with the defendant, Mrs. Brown and

Mr. Brown; I know the claim that has been referred

to as the "Pinto" and "Legal Tender" claim; I was

employed by ]Mr. Brown in the year 1908, about the

middle of June, and remained at work there until the

19th or 20th of October, and after that went up to

the Geneva claim—that is, northwest from the

"Pinto" claim; from June to October I lived at the

Bessie Roadhouse, and after the 20th of October on

the Geneva claim and frequently visited the Bessie

Roadhouse from Octol)er 20th on; I know where the

corners of the "Pinto" claim are; by standing at the

Bessie Roadhouse you can see all the four corner

stakes ; there is no part of the claim that you cannot

see from the Bessie Roadhouse. Prior to the middle

of June I was working on Discovery on Dry Creek

for the Wild Goose Company. From January 1st,

1908, until January 1st, 1909, I did not at any time

see any person working on the claim, and could have

seen it if anv work had been done ; there was nothing
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(Testimony of Behrndt Olsen.)

done dnring that period; I remember where there

was an old roeker wliere some previous work had

been done on the claim, near the center of the claim

—

looked like somebody had been running an old rocker

and had been panning; that was old work in 1908

—

done two or three years before ; I visited that work

with Mrs. Brown about October 10th, 1908, and she

panned there and found gold; she panned one pan

and I panned one pan ; that was in tlie early part of

October.

After I came there in June, I lived in the road-

house all the time; there was no evidences of assess-

ment work having been done on the claim prior to

that time during the year 1908, and there was no work

done on the claim by anybody after I took up my
residence at the roadhouse until the 1st of January,

1909, by any person.

On cross-examination the witness testified as fol-

lows :

I was not on the claim in December ; I came to town

Christmas Eve and stayed here until New Year's

day, or the last of December; it was about eleven

o'clock when I got out to my cabin on the Geneva

claim, where I live, on the 31st day of December,

1908. I don't know whether anybody was at work

on the "Pinto" claim while I was in town; I did not

see any work in the year 1908.

[Testimony of Albert Binkey, for Defendant.]

Mr. ALBERT BINKEY, a witness called on be-

half of the defendant, testified as follows:

Said witness testified in substance that he was ac-
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(Testimony of Albert Biiikey.)

(liiainted with the "Legal Tender" or "Pinto" elaim

ill the year 1908; that he observed said claim fre-

(jnently during said year, and that no assessment

work was done on said claim to his knowledge.

[Testimony of Peter Christiansen, for Defendant.]

Mr. PETER CHRISTIANSEN, a witness called

on behalf of the defendant, being duly sworn, testified

as follows:

I have been mining since 1906; know where the

Bessie Roadhouse is and know a claim in that vicinity

known as the "Pinto" or "Legal Tender" claim, and

have known of that claim since 1907; in coming to

town you go over and through that claim on the road

;

that is the usual way of going to and from town ; from

the Bessie Roadhouse you can see all over the claim;

I vvas stopping at the Bessie Roadhouse in the fall of

1908 ; the last two weeks of the year I stopped in the

roadhouse but not continuously—I stopped in town,

Ijut I walked out to the roadliouse most every day

;

theie was no work done on that claim during the year

i9oa

I issisted Mrs. Brown in the location of claim

January 1st, 1909 ; we put in five stakes, four corner

stake? and one initial stake; the staking was done

immeliately after midnight ; up to the time we went

on this claim after micbiight of December 31st, had

not se^n and did not see any evidences of any work

having been done on that claim; we put a location

notice on the initial stake on the north end of the

claim.

I signed the location notice as a witness.
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(Testimony of Peter Christiansen.)

On cross-examination the witness testified as fol-

lows:

I did not see the eahin put there on the evening of

Deeemher 31st; I got out there about 5 o'clock in the

afternoon and the cabin was there when I got there

on the ground, standing on skids.

At this point the location notice of the "Legal

Tender" claim was introduced in evidence, marked

Defendant's Exhibit "B," and read in evidence as

follows

:

[Defendant's Exhibit "B"—Notice of Location of

Legal Tender Claim.]

#47617.

PLACER LOCATION NOTICE.

I, the undersigned a citizen of the United States,

have discovered placer gold in the ground hereinafter

described and hereby claim for placer mining pur-

poses 20 acres situated on the left limit of No/3

Holyoke Creek, a tributary of Bourbon Creek in tte

Cape Nome Mining District, District of Alaska, to

])e known as the Lega// Tender and described as fol-

lows :

Commencing at the initial stake and running

Thence 330 feet in a' Westerly direction to stake N"o.

1 c(n*ner

;

1

Thence 1320 feet in a southerly direction to sfake

No. 2 corner

;

Thence 660 feet in a easterly direction to stak(j No.

3 corner

;

Thence 1320 feet in a northerly direction to ^ake

No. 4 /////// corner;
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Thciicc 330 feet in a west direction to the place of

lu'j^inning-, the initial stake, npon which is posted a

co[)y of this notice.

This location is made this first daj'- of January,

190<).

ELZIE BROWN, locator.

Witnesses:

A. C. JORGENSEN.
PETE CHRISTENSEN.
CON SULLIVAN.

Recorded January 8, 1909, 9:30 A. M. request of

Elzie Brown.

F. E. FULLER, Recorder.

F, R. Cowden, Deputy.

(Vol/184 Page 213)

United States of America,

District of Alaska,

Cape Nome Precinct,—ss.

I, J. F. Hohbes, United States Commissioner for

the District of Alaska and ex-officio Recorder of Cape

Nome Recording District, in the Second Judicial

Division of said District of Alaska, do hereby certify

that I have compared the preceding with a certain

Location notice of thr LEGAiV TENDER Claim on

the left limit of No. 3 Holyoke Creek, recorded in

Book No/184 at page No/213, of the records of said

Recording District, and that the same is a true and

correct transcript therefrom and of the whole of said

instrimient.

In testimony whereof, I have hereunto set my hand
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and affixed my official seal the 9th day of September,

19] 0.

[Seal] J. F. HOBBES,
United States Commissioner and Ex-officio Recorder.

[Endorsed] : Certified Copy of Location Notice

of Legaw Tender Claim on L. L. of No. 3 Holyoke

Creek.

#2112. Thatcher Adm. et al. vs. Brown. Defend-

ant's Exhibit "B." Filed Sept. 10, 1910. Jno. H.

Dunn, Clerk. By T. M. Reed, Deputy.

[Testimony of Fortuna Roberts, for Defendant.]

Mr. FORTUNA ROBERTS, a witness called on

behalf of defendant, testified as follows:

I have been mining since 1900, on Holyoke creek

;

I know where the Bessie Roadhouse is and a claim

called the "Pinto," relocated under the name of the

"Legal Tender"; I own No. 3 Holyoke, which ad-

joins the "Pinto" claim on the west; I have lived on

No. 3 Holyoke very nearly all the time since 1900;

have lived there steadily since 1903, except two

winters I went outside, 1903 and 1906 ; I have a cabin

on the claim on the west line of the claim about one

hundred feet from the line; my house faces towards

the west line of No. 3 Holyoke ; from my cabin I can

see the corners of the Pinto claim, but I can't swear

I can see all over the ground, as it is kind of flat on

the northeast corner; there is no part of the "Pinto"

claim that you can't see from the Government road.

I lived in my cabin during the entire year of 1908

;

might have been down town eight or ten days in the

first part of July; the door of my cabin faces the
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(Testimony of Fortima Roberts.)

Pinto claim on the cast; every time I come out of my
cal)in I look right over the Pinto claim; with the ex-

ception of ahout ten days in July, was there during

all the year of 1908; I did not see anybody in 1908,

work on the "Pinto" elaim; we had snow in Novem-

b.er that year; quite a little snow the last of Novem-
ber and in December.

On cross-examination the witness testified that he

saw a cal)in on the claim New Year's morning 1909.

[Testimony of W. H. Brown, for Defendant.]

W. H. BROWN, a witness called on behalf of the

defendant, testified as follows:

I am the proprietor of the Bessie Roadhouse and

have been such since April, 1907; the defendant is

my wife; I have lived continuously in the Bessie

Roadhouse since 1907 and have known a claim called

the "Pinto" or "Legal Tender" elaim since 1907.

The northerly line of the "Pinto" adjoins the south-

erly line of the "Bessie" claim.

The Elzie Brown who signed the location notice is

my wife; you can see the whole of tlie "Pinto" claim

from the roadhouse ; the roadliouse faces the "Pinto"

claim on the south; the door opens right onto the

upper line of the "Pinto" claim; I did not see any-

body work on the "Pinto" claim during the year

1908; was over the ground many times in coming to

town, passed over the claim every time; during the

year 1908, there was no evidences of any work done

on the Pinto claim during the entire year.
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(Testimony of W. H. Brown.)

On cross-examination the witness testified as fol-

lows:

I saw some parties bringing a cabin on the claim

during the afternoon of December 31st, 1908; I don't

consider bringing a cabin or tent there was any work

on the claim ; there may have been other work, but no

work that I could see ; I did not see the cabin brought

on to the claim,

I saw the cabin there in 1908, but I didn't see them

bring it on the "Pinto" claim; I know it was there

in the evening of December 31st, 1908, about 6

o'clock; I know who brought it there; when I exam-

ined the cabin with Mr. Binkey it was a little tent-

house about 6x8 and had a floor in it; it had a board

frame and a tin roof, the frame was made of 2x4 's,

had a stove in it and some cots and bunks; I looked

into it the night after it was brought there; it was

open and I saw into it; there was a stove and a little

shelf and table and bunks; I don't know whether

there were cooking utensils; I didn't take any notice

of them,—may have been a few little odds and ends

there; the cabin looked like it had been occupied

some time before; I don't know whether it had l)een

occupied the day before; I can't say whether it had

any provisions in it ; I did not examine it very care-

fully at the time; the door was just closed, not

locked ; I went there for the purpose of examining it

and examined it as carefully as I could.

I didn't stake this claim myself; I was busy stak-

ing ground for myself that night; it was before mid-

night that I vcent over to the cabin and looked around

there ; there was no one in the cabin.
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[Testimony of W. F. Code, for Defendant.]

AV. F. CODE, a witness called on behalf of the

defendant, testified as follows:

I luue lived in Nome, since 1900', and know a claim

called the "Pinto" claim and knew one corner of it

in 1908, where it corners with No. 2 Holyoko—that

would be the southwest corner of the "Pinto" claim;

in December, 1908, had occasion to go through this

claim, that Avas the last day of December; w^as over

past there and saw a cabin go onto the claim—hauled

on; did not see any other evidences of any labor or

improvements on the claim; there was snow on the

ground the latter part of December, Up to the time

I saw this cabin go on there I had not seen any evi-

dences of any work having been done on the "Pinto"

claim.

On cross-examination the witness testified as fol-

lows :

I did not examine the claim particularly to see if

an}' work had been done; only kne\v one of the cor-

ners of the claim at the time ; I saw the cabin moved

on; was just crossing the claim in a cutter, driving

pretty rapidly.

[Testimony of Al. Jorgensen, for Defendant (Re-

called).]

Mr. AL. JORGENSEN, recalled by the defendant,

testified as follows:

The staking of the "Legal Tender" claim by Mrs.

Brown, on January 1st, 1909, was done so that the

boundaries of the claim could be readily traced on the

ground.
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[Testimony of Mrs. Elzie Brown, Defendant, on Her

Own Behalf.]

Mrs. ELZIE BROWN, defendant, called on her

own behalf, testified as follows:

I live at the Bessie Roadhoiise and have no other

occupation than that of housewife; have lived there

since 1907; I have known of a mining claim Ijang

immediately south of the roadhouse and formerly

known as the "Pinto" claim since 1906; I staked

that claim on January 1st, 1909, and was assisted in

the staking thereof by Mr. Christiansen, Mr. Jorgen-

scn and Con. Sullivan; the roadhouse faces right

directly in front of this claim; the north end of the

claim is right directly in front of the roadhouse; my
living room is the upstairs front room and from the

window in my living room I could see every part of

the "Pinto" claim—all of the corners—nothing to

obstruct my view. My attention was called to this

claim in 1908, and prior to the location I had panned

gold on the claim with Mr. Behrndt Olsen; that was

in the summer when the flowers were still in bloom,

and I paid special attention to the claim from that

time on until I staked it; from that time on until I

staked it I did not leave home for an}^ long period of

time. From my observations I would say there was

no work of any kind done on the "Pinto" claim in

the year 1908 until the first of the year.

On cross-examination the witness testified:

That prior to the 1st day of January, 1909, the

boundaries of the claim as staked by her, were well

marked on the ground as the "Pinto" claim, and
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that sho saw the cabin moved on the claim on Decem-

ber 31st, 1908.

The defendant thercnpon rested.

The plaintiffs in rebuttal offered the following tes-

timony :

The deposition of AL. STANSBOROUGH, a wit-

ness, whose deposition had been duly taken on the

26th day of October, 1909, on behalf of the plaintiffs,

and filed herein, was read as follows:

[Deposition of Al. Stansborough, for Plaintiffs.]

My name is Al. Stansborough; I am 29 years old

and expect to leave the District of Alaska, on the

"Victoria" for Melbourne, Australia, I do not ex-

pect to return to the District of Alaska; I know

where the Pinto claim is; I worked on it; started to

work there on the 31st day of December, 1908; I was

working for Reed and Waysman at that time; I got

there sometime a little before dinner in the forenoon

;

I know a cabin that Reed and Waysman had on

skids; as near as I can tell it was brought there about

6 o'clock in the afternoon; I left, I should .judge,

about 5 o'clock; had my watch with me and know it

was about that time; I know the cabin was brought

there ; saw them take it around to the Nugget Bench

by mistake, and it was brought back and was there

the next morning; I saw it started from the Nugget

Bench, and it was about 500 yards from the Pinto

when I saw it and they were going in the direction

of the Pinto claim.

At this point the following proceedings w^ere had:

Q. (Read by Plaintiffs' counsel.) When did vou
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begin work there after the 31st of December'?

Mr. BRUNER.—AVe object to the question and an-

swer for the reason that it is immaterial, irrelevant

and incompetent.

Mr. ORTON.—We propose and have proved that

this witness worked there on the 31st day of Decem-

ber, and we now propose to prove that he returned

to the claim the next morning and resumed work

where he had left off the evening before.

The COURT.—The objection is sustained.

Exception taken b}^ plaintiffs.

Mr. ORTON.—I would like to offer the following

questions and answers for the purpose of making my
record clear, if it please the Court. (Reads) :

"Q. What did you do on the 31st day of Decem-

ber?

"A. Shoveled considerable snow and started in

digging in the frozen tundra.

"Q. Well, did you have an}^ tools with you on the

31st? A. A pick and shovel.

"Q. Where did you leave them on the night of

the 31st?

"A. Left them where I was working.

"Q. Where you were working?

'*A. Yes, sir.

"Q. Were they there the next morning, do you

remember? A. Yes, sir."

The above questions and answers were admitted

in evidence.

Mr. Orton, attorney for plaintiffs, then offered the

next question as follows

:

"Q. What other days did you work there?
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Mr. BRUNER.—Wo object to that qiiostion on the

gronnd that it is irrelevant, innnaterial and incom-

petent.

The COURT.—Objection sustained.

Exception taken by plaintiffs.

:Mr. ORTON.—We offer to prove by the deposi-

tion of the witness, A. Stansborongh, in answer to the

question "When did yon begin work there after the

31st day of Decemberf that the witness went to

work on the 1st day of January, 1909, in the morn-

ing, on the claim, digging in the same hole or cut

where he had been at work the night before.

Mr. BRUNER.—To which we object on the same

ground that it is irrelevant, immaterial and incom-

l)etent, and not within the issues in this case.

The COURT.—Objection sustained.

Exception taken by plaintiffs.

Mr. ORTON.—We offer to show by the deposition

of this same witness, in answ^er to the question,

"What other days did you work there'?" and other

questions and answers, that the witness subse-

quently worked upon the claim in controversy^ con-

tinuously (the Pinto claim) and such work and labor

consisted in digging holes and cuts, being such w^ork

as is usuall}^ done for assessment work, and that he

continued to work on the 2d, 3d, 4th, 5th and 6th

of the month, doing eight hours' w^ork each day in

the year 1909.

Mr. BRUNER.—To which we object on the ground

that it is immaterial, irrelevant and incompetent.

The COURT.—Objection sustained.

Exception taken by plaintiffs.
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]\Ir. ORTON.—I offer to show by the witness in

his deposition that this work was done subsequent

to and immediately after the 1st of January, 1909,

and was done within the l^oundaries of the claim,

such work as would constitute assessment work.

Mr. BRUNER.—To which offer we make the same

objection.

The COURT.—^Same ruling; the objection is sus-

tained.

Exception taken by plaintiffs.

Mr. ORTON.—I off'er to show by this witness that

the hole dug by this witness during this time was

8 or 10 feet long, 3 feet wide and between 2 and 3

feet deep.

Mr. BRUNER.—Same objection.

The COURT.—Objection sustained.

Exception taken by plaintiffs.

Mr. ORTON.—I further offer to show that this

work—by this deposition of the same witness—was

in frozen ground and very difficult of performance.

Mr. BRUNER.-^Same objection.

The COURT.—Objection sustained.

Exception taken by plaintiffs.

[Testimony of F. I. Reed, for Plaintiffs (in Re-

buttal).]

Mr. F. I. REED, produced by the plaintiffs in re-

buttal, testified as follows:

I have lived in Nome since 1900; I know a claim

called the Pinto claim which adjoins the Bessie on

the South end line, and have been acquainted with

that claim since 1908; I know where the corner
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stakes were in 1908; I was employed l)y Col. W. T.

Perkins, who claimed to be an owner of the Pinto

claim to do work on that claim in 1908, and I per-

formed or caused to be performed work upon that

claim in the year 1908; this work was done in pur-

suance of my employment by Col. W. T. Perkins.

The character of the work performed was assessment

work and consisted of sinking holes; I was employed

before the boats left in October; we were to perform

the work on two other claims and this claim; on this

particular claim he employed me to do one hundred

dollars worth of work; in the year 1906, I put Mr.

Stansborough to work on that claim; he went to work

about 8 o'clock in the morning of the 31st day of

December, 1908; I saw him working there person-

ally; he was working within the boundaries of the

Pinto claim, that being the claim in controversy; he

was digging a sort of a hole with a pick and shovel

in the south end of the claim there ; he was working

within the boundaries of the Pinto claim as it then

and now exists; there was snow" on the ground at

that time ; at the time I saw him digging there he had

got through the snow and was down to the tundra;

with reference to the doing of work on that claim

that same day I had a cabin brought there that even-

ing by Montgomery's team; I hired him to take the

cabin there; the cost of having it brought there was

five dollars; that was a reasonable charge.

My purpose in having that cabin there was so that

Mr. Stansborough could live in it—for him to stop

in while doing the assessment work; this cabin was

sort of a tent frame with a wooden floor, with 2x2
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frame and canvas stretched over it, a couple of

bunks, some cooking utensils, a sort of shelf table,

and some provisions, and it had a stove and a sack

of coal brouinht with it; I don't know what time it

was brought on the claim personally as I did not see

it until the next morning; I don't know when it

started for the claim; all I know of my own knowl-

edge is that it was there the next morning; Stans-

borough told me that it got there that night; the in-

structions I gave Mr. Stansborough with reference

to the work he was to do prior to the 31st day of

December were, I told them they must be there in

the morning of the 31st without fail; I was drilling

on Moonlight at the time myself; my instructions

concerning the work were that they should be there

on the morning of the 31st without fail; Mr. Ways-

man and I were over drilling on the Moonlight claim

and I hired him to go to work on this claim on the

31st and told him to be there without fail. As to the

amount of work he should do I instructed him that

he was to be there that morning early in the day,

and to work all day, and if possiljle to stay on the

claim that evening, but it was so cold he left the

claim in the evening and went to the power-house.

It .wasn't necessary for me to instruct him to take

tools along; lie knew he was to take his tools along.

Thereupon the following proceedings were had, to

wit:

''Q. Did you give him any instructions as to

working on the following dayf

Mr, BRUNER.—We make the same objections to

this question on the grounds that it is irrelevant, im-
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material and incompetent.

"Q. On January 1st, I mean?

Mr. BRUNER.—Same objection.

"Q. What instructions did 3^ou give him relative

to workino- on January 1st, 1909?

Mr. BHUNER.—We make the same o]),ieeti()n,

that it is irrelevant, incompetent and immaterial.

The COURT.—Objection sustained.

Exception taken by plaintiffs.

Mr. ORTON.—We oft"er to prove by this witness

and also by Stansborough, who was in his employ,

that Mr. Reed directed Mr. Stansborough, to work

all day on the 31st and to return on the following

day at the usual hour and resume work on the claim,

on January 1st, 1909.

Mr. BRUNER.—We object to the offer on the

grounds that it is irrelevant, immaterial and incom-

petent.

The COURT.—The objection is sustained.

Exception taken by plaintiffs.

The witness then continues to testify:

I had a partner in the contract for the doing of the

assessment work I have testified about, Mr. S. D.

Waysman; they agreed to pay us $120.00 for tlie

doing of this assessment work, which amount was

paid us the following spring; I think the monej^ was

deposited in the bank prior to the time the work was

performed, but I think we had to wait until Mr.

Thatcher came in before it was paid us.

At the time we made this contract for the doing of

the assessment work Mr. Powell said he thought

there was a lease on the ground, and providing the



38 F. H. Thatcher et al.

(Testimony of F. I. Reed.)

lease was not taken up and no work was done on the

ground we were to go ahead and do the assessment

work in full ; it was supposed there was a lease on the

claim, and if they did not go ahead and do work

under the lease, we were to do the assessment work,

and it was in pursuance of this contract and we were

to do the assessment work on this claim, and I hired

Mr. Stansborough to go to work there on the 31st of

December, as I have already testified to.

[Certain Proofs Offered by Mr. Orton.]

At this point in the trial of said case the following

proceedings were had:

Mr. ORTON.—Plaintiffs offer to prove by the oral

testimony of F. I. Reed and S, D. Weisman, and

other witnesses who are present in court, and by the

deposition of A. Stansborough, a portion of which

has been read, that the witness, Stansborough, under

instructions from Reed and Waysmau, went to work

and worked until about 5 P. M., on the evening of

December 31st, 1908, upon the premises in dispute,

leaving said premises in dispute upon the evening of

December 31st, 1908, at about 5 o'clock in the even-

ing, intending to return the following morning and

continue the performance of the assessment w^ork for

plaintiff", and for that purpose left his tools upon the

claim, consisting of pick and shovel, and that he left

his tools at the point where he had been working on

said claim on the 31st day of December, 1908; that

said Stansborough did so return on the following

morning and continued working upon the claim;

digging a cut at the same place where he had been at

work on the 31st day of December, 1908, and that he
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so worked for six whole eonsecutive days in this cut,

up to and iucludiug the 6th day of January, 1909;

that would be the 1st, 2d, 3d, 4th, 5th and 6th of

January, 1909—which would be seven instead of six

days; that on the following morning, January 7th,

1909, F. I. Reed and S. D. Weisman, acting under

the contract which has been testified to by Mr. Reed,

both personally commenced working on said claim

for plaintiff and continued working for six consecu-

tive days, being from January 7th to 17th, inclusive,

on said Pinto Claim, digging a cut near the center

of the said claim, and that said work was reasonably

worth at least the sum of One Hundred Dollars, and

that the said plaintiff's paid therefor the sum of One

Hundred Dollars to Reed & Weisman.

Also, that the cabin left upon the claim on the

evening of December 31st, 1908, was actually occu-

pied by St<'?")d3orough and said Eced and Weisman

while doing said assessment work.

Mr. BRUNER.—To which offer of testimony we

object on the ground that it is irrelevant, immaterial

and incompetent, and not within the issues of this

ease.

The COURT.—Objection sustained.

Exception taken 1)y plaintiffs.

[Testimony of J. E. Powell, for Plaintiffs (in Re-

buttal).]

J. E. POWELL, called by the plaintiffs in rebut-

tal, testified as follows

:

I am a miner and have lived in this District since

1900; I know a claim called the Pinto Claim, and

have known that claim in a general way since 1908

;
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in the year 1908, and partif-nlarly in the month of

December, 1908, I was familiar with the boundaries

of the Pinto claim and was familiar with the corner

stakes, and was so familiar with said claim and the

stakes thereof from personal observation; 1 was on

the Pinto claim on the 31st day of December, 1908,

at about 3 o'clock on the afternoon, and saw Mr.

S'tansboron,2,h working thei'e; he was working near

the south line, digging a hole or ditch; I passed by

with a dog team and at the time I saw him he was

tin-owing out dirt.

[(Admitted) Testimony of S. D. Weisman, in Re-

buttal.]

Mr. S. D. WEISMAN, willed by the plaintiffs in

rebuttal, failed to respond; thereupon the following

proceedings were had:

Mr. ORTON.—I desire to prove by Mr. S. D.

Weisman that und(^r the employment of himself and

]VIr. Reed, they send ]\Ir. Stansborough to do the as-

sessment work upon this claim on the 31st day of

December, 1908, and that he, Weisman, actually saw

him performing this work on that day on the claim.

Mr. BRUN'ER.—We will admit that the witness,

if present, would so testify.

f (Offered) Testimony of Geo. H. Boucher, in Re-

buttal.]

Mr. ORTON.—I now desire to offer the following

in rebuttal, licing the deposition of GEO. H.

BOUCHER, who testifies as follows:

I observed the Pinto claim on the 31st day of De-

cember, 1908; it was between 11 and 11:30 in the
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inorning; I was coming in from Nome "River with a

(h)g team and was coming along there that morning

and hapi)ened to pass over the (daim and see it; Bert

T.awton was with me; as we passed the chiim at that

time I saw a man wcn'king there; he was working

within the boundaries of the Pinto claim and was

throwing out dirt at that time from a hole in a low

place of the claim just as you come down a little sag

in the road. It was within the boundaries of the

Pinto claim, I am positive of that; it was in the south

end of the claim where there is quite a little sag; I

couldn't tell very definitely in regard to that, but I

should .judge it was a hundred or two hundred feet

from the south boundary of the Pinto claim.

]Mr. ORTON.—Under the adverse ruling of the

Court I rest.

Mr. BRUNER.—We rest.

[Recital Re Evidence.]

The foregoing is the substance of all the material

evidence introduced on the trial of the above-entitled

action.

Whereupon, the Court charged the jury as follows:
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[Instructions.]

In the District Court for the District of Alaska,

Second Division.

F. H. THATCHER, Administrator of the Estate of

CABELL WHITEHEAD, Deceased, A. L.

DERBYSHIRE, W. T. PERKINS, J. M.

DAVIDSON, and E. E. POWELL,
Plaintiffs,

vs.

ELZIE BROWN,
Defendant.

COURT'S INSTRUCTIONS TO THE JURY.
Gentlemen of the Jury

:

This is an action brought by the plaintiffs in this

case to recover possession of that certain placer

mining claim known as Bench Claim No. 3 first tier

off Holyoke, and also known as the Pinto Claim,

described in plaintiffs' complaint, and also for the

recovery of damages in the sum of one hundred dol-

lars.

The plaintiffs allege in their complaint that they

are the owner in fee and entitled to the possession of

said i^lacer iruning claim luider and by virtue of a

valid and subsisting mining location thereof, made

by the grantors and predecessors in interest of said

plaintiffs, and by sundry mesne conveyances from

said locators to said plaintiffs.

Plaintiffs further allege that while they were so

the owner of and entitled to the possession, and in

possession, of said placer mining clami, the defend-
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ant herein did on or about the first day of January,

1909, witliout any right or title whatsoever, enter on

said promises and oust and eject the plaintiffs there-

from, and ever sinee has wrongfull}^ withheld and is

now withholding- the possession of said premises

from said plaintiffs, to their damage in the sum of

one hundred dollars.

The defendant in lici' answer to plaintiff's' com-

plaint denies each and all of the foregoing allegations

set forth in plaintiffs' complaint; and for a separate

and affirmative defense to plaintiffs' complaint al-

leges:

That between the 31st day of December, 1907, and

the first day of January, 1909, no work or labor was

performed, or improvements made on or for the

mining claim described in plaintiffs' complaint, by

plaintiffs, or by any person acting for them or in

their behalf, or either of said plaintiffs, to the value

of one hundred dollars, or any other sum whatsoever,

and that plaintiffs therefore forfeited all their right

to said placer mining claim ; that on the first day of

January, 1909, and before plaintiffs, or any person

acting for them or on their behalf, resiuned work

upon said mining claim, the defendant made a valid

location of said premises by performing all the acts

and things requisite to make a valid location of

placer mining ground as required by the mineral land

laws of the United States, and that by virtue of said

location she is now the owner in fee of said premises

and entitled to the possession thereof.

To the defendant's answer to plaintiffs' complaint

the plaintiff's filed a reply in which they deny each
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and every allegation of the defendant's separate and

affirmative defenses set forth in said answer.

Out of these allegations and denials as set forth by

the i^leadings arise the questions which you, gentle-

men of the jury, are to decide.

You are instructed that 3'ou, as jurors, are the sole

judges of the credibility of witnesses and the weight

and value to be attached to their testimony. Your
power, however, of judging evidence is not arbitrary,

but is to be exercised with discretion and in subor-

dination to the rules of evidence. You may take into

consideration the interest the witness has, if any, in

the result of the trial, his bias or prejudice, if any,

for or against any uuij of the parties; his mental ca-

pacity for knowledge and his means of knowing that

about which he testifies; the reasonableness or un-

reasonableness of his statements; his demeanor on

the witness-stand; his candor or evasion in testify-

ing; and applying your knowledge and observation

of human actions, motives and affairs you will find

the truth and present the same in your verdict.

The law also makes it the duty of the Court to

instruct you that you are not bound to find in con-

formity to the testimony of any number of witnesses

which do not produce conviction in your minds,

against a less number, or against a presumption or

other evidence satisfying your minds.

You are also instructed that a witness who is wil-

fully false in one part of his testimony may be dis-

trusted by you in other parts. If you find that any

witness in this case has testified falsely in one part

of his testimony, you are at liberty to reject all or
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any {)nrt of his testimony, but yon arc not bound to

do so; you may reject what you ])elie\'e to be false

and give such weight to the other part of his testi-

mom' as you may think it is entitled to receive.

You are instructed that the affirmative of the issue

shall be proved by the party alleging it; and when

the evidence is contradictory, your finding should be

in accordance with the preponderance of the evi-

dence. In determining upon which side the prepon-

derance of evidence is, you should bear in mind the

rules given in these instructions for the weighing of

testimony.

You are instructed that the affirmative of the issue

is upon the defendant to establish by a preponder-

ance of the evidence that she made a valid location

of the ground in controversy on the first day of Jan-

uary, 1909.

The requisites of a valid mining location under the

laws of the United States of placer mining ground in

Alaska are:

First. The ground sought to be located must be

vacant, unoccupied and unappropriated mineral land

of the United States.

Second. The location must be marked on the

ground so that its boundaries can be readily traced.

Third. There must be a discovery of mineral in

the ground within the limits sought to be located and

appropriated.

It is not necessary that the acts requisite to perfect

a mineral location be performed in any particular

order; it is sufficient that they are all performed

before any subsequent location is made. Thus, it is
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not necessary that the discovery of gold be made
prior to the marking of the location on the ground or

prior to the performance of any other necessary act,

provided such discovery is made before a valid loca-

tion by a subsequent locator.

Mineral land which has been before located or

appropriated by a valid location thereof cannot be

relocated until the rights of the first locator have

been terminated or the claim been abandoned b}" him

or his successors in interest.

If you find from the evidence that the plaintiffs, or

their grantors or predecessors in interest, made a

valid location of the ground in controversy prior to

Jan. 1st, 1908, then it will be your duty to consider

whether or not the annual labor was performed on

said claim by plaintiffs for and during the year 1908.

It is not necessary that the labor contemplated by

law be performed b,y the owner of the claim in per-

son. It is sufficient in law that the requisite amount

of labor be performed by any person in privity with

him, as by his agents, employees, or representatives,

for the benefit of the o'waier.

The law does not prescribe the particular kind of

labor that is to be performed, nor in what it shall

consist, nor the manner in which it shall be per-

formed ; nor does the law require that it shall benefit

the claim in the sense that it shall make the claim

more valuable after the performance of the labor

than before; and you are therefore instructed that

any labor performed upon the claim, if sufficient in

amount, will satisfy the law if its tendency is to de-

velop the claim as a mine. In estimating the value
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of labor performed upon a mining claim the question

is nut wliat was actually paid for it, but what was the

reasonable value, under all the circmnstances, of such

labor.

You are instructed that under the existing law,

on each mining claim in the District of Alaska, one

hundred dollars worth of work or improvements

must be performed or made during each year after

the year of location.

And you are instructed that the burden is upon

the defendant to show by clear and convincing evi-

dence that the plaintiffs failed to do or cause to be

done one hundred dollars worth of work or improve-

ments upon said Pinto Claim for and during the year

1908, and if you find that the plaintiffs did not do or

perform, or cause to be done, the required amount

of work as aforesaid for or upon said Pinto Claim

during the year 1908, and you further find that the

defendant made a valid location of said ground in

controversy on the first day of January, 1909, your

verdict must be for the defendant, even though you

find that the plaintiffs, or any of them, or some one

acting for them or in their behalf, intended to resume

work, and actually did resume work, upon said claim

after the 31st day of December, 1908.

The plaintiffs have offered no evidence of damage,

so if you should find for the plaintiffs on the question

of title and right of possession, you could only allow

nominal damages. Nominal damages would be some

small sum like one dollar or other small sum.

I hand you herewith two forms of verdict drawn

in conformitv with the law. When you have retired
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to your jiu-y-room and have agreed upon your ver-

dict, you should have your foreman sign the one upon

which you all agree and return it into court as your

verdict in this case. You will take with you into the

jury-room the pleadings, setting forth the facts in

the case as each party claims the real facts to be, and

also the exhibits in the case.

Let the bailiffs be sworn. You may now retire,

gentlemen, to deliberate upon your verdict.

(Signed) CORNELIUS D. MURANE,
District Judge.

Nome, Alaska, September 12th, 1910.

[Plaintiffs' Exceptions to Instructions.]

Be it further remembered, that before the jury re-

tired to consider of its verdict, and in the presence

of the jury, the plaintiff took the following excep-

tions to the instructions given by the Court to the

jury:

The plaintiffs except to the following instruction

given to the jury by the Court on its own motion:

"If you find from the evidence that the plaintiffs

or their grantors or predecessors in interest, made

a valid location of the ground in controversy prior

to January 1st, 1908, then it will be your duty to

consider whether or not the annual labor was per-

formed on said claim by plaintiffs for and during

the year 1908."

The plaintiffs except to that portion of the court's

charge to the jmy which reads as follows:

You are instructed that under the existing law, (m

eacli mining claim in the District of Alaska one hun-

dred dollars worth of work or improvements must
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be i)crf(>rnu'(l or made during' each year after the

year of U)eatioii."

The i)]aiiititfs exee])t to the folio wiiiij,' iiisti'uctioii

given by the Court to the jury on its own motion:

And you are instructed that the burden is ui)on the

defendant to show by clear and convincing evidence

that the ])]aintiffs failed to do or cause to be done

one hundred dollars worth of work or improvements

upon said Pinto claim for and duriuLi,- the year 1908.

The plaintiffs except to the instruction innnedi-

ately following the foregoing and given by the Court

to the jury on its own motion, which reads as follows:

And if you find that the plaintiffs did not do or

perform, or cause to be done, the required amount

of work as aforesaid for or uj^on said Pinto claim

during the year 1908, and you further find that the

defendant made a valid location of said ground in

controversy on the 1st day of January, 1909, your

verdict must be for the defendant, even though yow

find that the plaintiffs, or any of them, or someone

acting for them or in their behalf, intended to resume

work and actually did resume work upon said claim

after the 31st day of December, 1908.

[Order Settling, etc., Bill of Exceptions.]

Therefore, in order that the foregoing matters may
appear of record, the plaintiffs present this their Bill

of Exceptions, in said cause, and prays that the same

may be settled and allowed.

IRA D. ORTON,
Attv. for Pltffs.
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The above bill of exceptions is correct, and may be

settled.

Sept. SOth, 1910.

IRA D. ORTON,
Atty. for Pltff.

ELWOOD BRUNER,
Atty. for Deft.

The foregoing bill of exceptions having been

served, filed and presented for settlement within the

time allowed by law and being found true and cor-

rect, is hereby settled by the undersigned Judge who

tried said cause.

Done at Nome, Alaska, this 30th day of Septem-

ber, 1910.

CORNELIUS D. MURANE,
Judge.

United States of America,

District of Alaska,—ss.

Due service of the within Bill of Exceptions is

hereby accepted at Nome, Alaska, this 28th day of

Sept., 1910, by receiving a copy thereof.

J. ALLISON BRUNER,
Attorney for Deft.

[Endorsed]: 2112. In the District Court for

the District of Alaska, Second Division. F. H.

Thatcher, etc., et al.. Plaintiff, vs. Elzie Brown, De-

fendant. Bill of Exceptions. Filed in the OtHce of

the Clerk of the Dist. Court of Alaska, Second Divi-

sion, at Nome. Sep. 28, 1910. John Sundback,

Clerk. By T. M. Reed, Deputy. Ira D. Orton, At-

torney for Pltff.
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Rcfilcd in the office of the Clerk of the Dist. Court

of Alaska, Second Division, at Nome. Sep. 30, 11)10.

John Snndback, Clerk. By , Tlepnty. L.

J II Ihc Didi'ict Court, District of Alaska, Second

Division.

No. 2112.

F. H. THATCHER, Administrator of the Estate of

CABEL WHITEHEAD, Deceased, A. L.

DERBYSHIRE, W. T. PERKINS, J. M.

DAVIDSON and E. E. POWELL,
Plaintiffs,

vs.

ELZIE BROWN,
Defendant.

Petition for Writ of Error.

The plaintiffs in the above-entitled action feeling

themselves aggrieved by the verdict of the jury ren-

dered and entered therein and by the judgment en-

tered thereon, come now and petition the Court to

allow them a Writ of Error to review said judgment

to the United States Circuit Court of Appeals for

the Ninth Circuit, sitting in the city of San Fran-

cisco, State of California ; and further prays that an

order be made fixing the amount of security to be

given by them upon said writ of error, to operate as

a supersedeas.

Dated at Nome, Alaska, October 1st, 1910.

IRA D. ORTON,
Attorney for Plaintiffs.
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Order [Allowing Writ of Error, etc.].

IT IS HEREBY ORDERED that a Writ of Error
in the above-entitled action be allowed as prayed for

in the foregoing petition; the plaintiffs in error to

give a bond in the sum of $500.00, to be conditioned

according to law, and approved by this conrt or the

Judge thereof.

IT IS FURTHER ORDERED, that said bond,

when so given, shall operate as a supersedeas.

Done in open court at Nome, Alaska, this 1st dav
of October, 1910.

CORNELIUS D. MURANE,
U. S. District Judge.

United States of America,

District of Alaska,—ss.

Due service of the within Petition for Writ of

Error and Order is hereby accepted at Nome, Alaska,

this day of October, 1910, by receiving a cop}'

thereof.

ELWOOD BRUXER,
Of Attorneys for Deft.

[Endorsed]: 2112. In the District Court for

the District of Alaska, Second Division. F. H.

Thatcher, Adm., etc., et al., Plaintiffs, vs. Elzie

Brown, Defendant. Petition for Writ of Error and

Order Allowing Same. Filed in the Office of the

Clerk of the Dist. Court of Alaska, Second Division,

at Nome. Oct. 1, 1910. John Sundback, Clerk. By
T. M. Reed, Deputy. Ira D. Orton, Attorney for

Pltffs.
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In the District Conrt, District of Alaska, Second

Division.

F. II. THATCHER, Administrator of the Estate of

CABELL WHITEHEAD, Deceased, A. L.

DERBYSHIRE, W. T. PERKINS, J. M.

DAVIDSON and E. E. POWELL,
Plaintiffs,

vs.

ELZIE BROWN,
Defendant.

Bond on Writ of Error.

Know All Men hx These Presents: That we,

Frank H. Thatcher, Administrator of the Estate of

Cabel Whitehead, deceased, A. L. Derbyshire, W. T.

Perkins, J. M. Davidson and E. E. Powell, as prin-

cipals, and C. A. Ferrin and H. 0. Butler, as sure-

ties, are held and firmly bound unto Elzie Brown,

in the sum of Five Hundred Dollars ($500.00), for

the payment of which well and truly to be made, we

bind ourselves, our and each of our heirs, executors,

administrators and assigns, firmly by these presents.

Sealed with our seals and dated this 1st day of

October, 1910.

Whereas, lately at a fce;?.-lon of the above-entitled

court, in an action pending in said court between F.

H. Thatcher, administrator of the estate of Cal)ell

Whitehead, deceased, A. L. Derbyshire, W. T. Per-

kins, J. M. Davidson, and E. E. Powell, plaintiffs,

and Elzie Brown, defendants, a judgment was on the

21st day of September, 1910, rendered in favor of

said defendant and against said plaintiffs, and the
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plaintiffs having obtained from the said District

Court an order allowing a Writ of Error, to the

United States Circuit Court of Appeals, for the

Ninth Circuit, to review said judgment, and a cita-

tion directed to said Elzie Brown, is about to be

issued, citing and admonishing said Elzie Brown, to

he and appear at the United States Circuit Court of

Appeals for the Ninth Circuit, at San Francisco,

State of California,

Now, therefore, the condition of the above obliga-

tion is such, that if the said F. H. Thatcher, adminis-

trator of the estate of Cabel Whitehead, deceased,

A. L. Derbyshire, W. T. Perkins, J. M. Davidson, and

E. E. Powell, shall prosecute their said Writ of Error

to effect, and answer all damages and costs, if they

fail to make their plea good, then this obligation shall

be void; otherwise it shall remain in full force and

effect.

F. H. THATCHER, [Seal]

Administrator Estate Ca1)ell Whitehead, Deceased.

A. L. DERBYSHIRE, [Seal]

W. T. PERKINS, [Seal]

J. M. DAVIDSON, [Seal]

E. E. POWELL, [Seal]

By IRA D. ORTON, [Seal]

Their Atty.,

C. A. FERRIN, [Seal]

H. 0. BUTLER. [Seal]

United States of America,

District of Alaska,—ss.

C. A. Ferrin and H, 0. Butler, being first duly

sworn, each for himself, deposes and says:
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That ho is one of tho snrotios on the foregoing

bond; that he is worth tho sum of $500.00' oA'or and

above all debts and liabilities, and exclusive of prop-

erty exempt from execution; that he is a resident of

the District of Alaska, and is not an attorno_y or

counsellor at law, marshal, commissioner, deputy

marshal, clerk of any court or other officer of aiiy

court.

C. A. FERRIN.
H. 0. BUTLER.

Subscribed and sworn to before me this 1st day of

October, 1910.

[Notarial Seal] JAS. :^r. STREETEX.
Notary Public, District of Alaska, Residing at

Nome.

[Order Approving Bond on Writ of Error.]

The foregoing bond on writ of error is hereby ap-

proved this 1st day of October, 1910.

Done in open court at Nome, Alaska, this 1st day

of October, 1910.

CORNELIUS D. MURANE,
U. S. District Judge.

United States of America,

District of Alaska,—ss.

Due service of the within Bond on Writ of Error is

hereby accepted at Nome, Alaska, this day of

October, 1910, ])y receiving a copy thereof.

ELWOOD BRUNER,
Of Attorneys for Deft.

[Endorsed]: 2112. In the District Court for

the District of Alaska, Second Division. E. IT.
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Thatcher, Adm., etc, et ah, Phiintiffs, vs. Elzie

Brown, Defendant. Bond on Writ of Error. Filed

in the Office of the Clerk of the Dist. Court of Alaska,

Second Division, at Nome. Oct. 1, 1910. John
Sundback, Clerk. By T. M. Reed, Deputy. Ira D.

Orton, Attorney for Pltffs.

In the District Court, District of Alaska, Second

Division.

No. 2112.

F. H. THATCHER, Administrator of the Estate of

CABEL WHITEHEAD, Deceased, A. L.

DERBYSHIRE, W. T. PERKINS, J. M.

DAVIDSON and E. E. POWELL,
Plaintiffs,

vs.

ELZIE BROWN,
Defendant.

Assignment of Errors.

Come now the plaintiff's in the above-entitled ac-

tion and assign the following errors as having been

committed on the trial and in the proceedings in the

above-entitled action, upon which they intend to and

do rely upon their writ of error to be prosecuted from

the judgment in said action to the United States

Circuit Court of Appeals for the Ninth Circuit.

1.

The Court erred in sustaining the objection of the

defendant to the question in the deposition of the

^vitness, A. Stansborough, which was offered b}'

plaintiffs' counsel, the proceedings being as follows:
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"Q. (Read by Plaintiffs' Counsel:) When did

you begin work there after the 81st of ])eceni))er

?

Mr. BRUNER.—We objeet to the question and

answer for the reason that it is innnaterial, irrele-

vant and incompetent.

Mr. ORTON.—We propose and have proved that

this witness worked there on the 31st day of Decem-

ber, and we now propose to prove that he returned

to the claim the next morning- and resumed work

where he had left off the evening before.

The COURT.—The objection is sustained."

2.

The Court erred in sustaining the objection of the

defendant to the question contained in the deposi-

tion of the witness, Stansborough, offered by plain-

tiff's, the proceedings being as follows, to wit:

"Mr. ORTON.—I would like to offer the following

questions and answers for the purpose of making m}'

record clear, if it please the Court. (Reads:)

" 'Q. What did you do on the 31st day of Decem-

ber?

A. Shoveled considerable snow and started in

digging in the frozen tundra.

Q. Well, did you have an}' tools with you on the

31st f A. A pick and shovel.

Q. Where did you leave them on the night of the

31st? A. Left them where I was working.

Q. Where you were working? A. Yes, sir.

Q. Were they there the next morning, do you re-

member? A. Yes, sir.'

The above questions and answers were admitted

in evidence. Mr. Orton, attorney for plaintiff then

offered the next question as follows

:
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" 'Q. What other days did you work there"?'

Mr. BRUNER.—We object to that question on the

ground that it is irrelevant, immaterial and Incom-

petent.

The COURT.—Objection sustained."

3.

The Court erred in sustaining the objection of the

defendant to the offer made b}'' plaintiff to prove by

the deposition of the witness, A. Stansborough, that

said Stansborough went to work on the 1st day of

January, 1909, in the morning, on the "Pinto" claim,

the proceedings being as follows:

Mr. ORTON.—We offer to prove by the deposition

of the witness, A. Stansborough, in answer to the

question "When did you begin work there after the

31st of December?" that the witness went to work

on the 1st day of January, 1900, in the morning, on

the claim, digging in the same hole or cut where he

had been at work the night before.

Mr. BRUNER.—To which we object on the same

ground, that it is irrelevant, immaterial and incom-

petent, and not within the issues in this ease.

The COURT.—Objection sustained.

4.

The Court erred in sustaining the objection of the

defendant to the offer of the plaintiff to prove by the

deposition of the witness, Stansborough, what other

days the witness, Stansborough worked on the claim

in dispute in the year 1909, the proceedings being as

follows

:

Mr. ORTON.—We offer to show by the deposition

of this same witness, in answer to the question

"What other davs did vou work there?" and other
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questions and answers, that the witness subsequently

worked n})on the chiiui in controversy continuously

(the Pinto claim) and such work and labor consisted

in digging holes and cuts, being such work as is usu-

ally done for assessment work, and that he continued

to work on the 2d, 3d, 4th, 5tli and 6th of the month,

doing eight hours work each day in the year 1909,

:^Ir. BRUNER.—To which we object on the

ground that it is immaterial, irrelevant and incompe-

tent.

The COURT.—Objection sustained.

5.

The Court erred in sustaining the objection of the

defendant to the offer of the plaintiff to prove by the

deposition of the witness, Stansborough, that the

work done by him on the "Pinto" claim was done

subsequent to and immediately after the 1st of Janu-

ary, and was done within the boundaries of the claim

and was such work as would constitute assessment

work, the proceedings being as follows:

Mr. ORTON.—I offer to show by the witness in his

deposition that this work was done subsequent to and

immediately after the 1st of January, 1909, and was

done within the boundaries of the claim, such work

as would constitute assessment work.

Mr. BRUNER.—To which offer we make the

same objection.

The COURT.—Same ruling; the objection is sus-

tained.

6.

The Court erred in sustaining the objection of the

defendant to the offer of the plaintiff to prove by
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the deposition of tlie witness, Stansborough, that the

hole dug by this witness during this time w^as 8 or 10

feet long, 3 feet wide and between 2 and 3 feet deep,

and was in frozen ground and very difficult of per-

fonnance, the proceedings being as follows:

Mr. ORTON.—I offer to show by this witness that

the hole dug by this witness during this time was 8 or

10 feet long, 3 feet wide and between 2 and 3 feet

deep, and I further offer to shoTV by the deposition

of this same witness that this work was in frozen

ground and very difficult of performance.

Mr. BRUNEE.—Same objection.

The COURT.—Objection sustained.

7.

The Court erred in sustaining the objection of the

defendant to the question asked the witness, F. I.

Reed, which reads as follows

:

"Q. (By Plaintiffs' Counsel:) Did you give

him any instructions as to working on the fol-

lowing day?" (referring to instructions given to the

witness, Stansborough, as to the doing of assessment

work on the Pinto chiim). The i)r()ceedings being as

follows

:

Mr. BRUNER.—We make the same objections to

this question on the grounds that it is irrelevant, im-

material and incompetent,

"Q. On January 1st, I mean ?

Mr. BRUNER.—Same objection.

Q. What instructions did you give him relative

to working on January 1st, 1909*?

Mr. BRUNER.—We make the same objection,

thiit it is irrelevant, incompetent and immaterial.
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The- COUin\—Objection sustained.

8.

The ('(nirt vvvvd in sustaining the objection of the

defendant to the offer made by plaintiff to prove by

the witness, F. I. Reed, and also by the witness,

Stansborough, who was in his (Reed's) employ that

the witness Reed directed the said Stansborough to

M'ork all day on the 31st of December, 1906, on the

Pinto claim, and to return the following day at the

usual hour and resume work on the claim, on Janu-

ary 1st, 1JX)9, the proceedings being as follows

:

Mr. ORTON.—We offer to prove by this witness

and also by Stansborough, who was in his emplo}^,

that Mr. Reed directed Mr. Stanshorough to work

all day on the 31st and return the following day at

the usual hour and resume work on the claim, on

January 1st, 1909.

Mr. BRUN'ER.—We object to the offer on the

grounds that it is irrelevant, immaterial and incom-

petent.

The COURT.—Objection sustained.

9.

The Court erred in sustaining the objection of the

defendant to the offer to prove made by the plaintiff,

which reads as follows:

Mr. ORTON.—Plaintiffs offer to prove by the oral

testimony of F. I. Reed and S. D. Weisman, and

other witnesses who are present in court, and by the

deposition of A. Stansborough, a portion of which

has been read, that the witness, Stansborough, under

InstiTictions from Reed and Weisman, went to work

and worked until about 5 P. M., on the evening of
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December 31st, 1908, upon the premises in dispute,

leaving said premises in dispute upon the evening of

Deeemher 31st, 1908, at about 5 o'clock in the even-

ing, intending to return the following morning and

continue the perforaiance of the assessment work for

plaintiff, and for that purpose left his tools upon the

claim, consisting of pick and shovel, and that he left

his tools at the point where he had been working on

said claim on the 31st day of December, 1908; that

said Stansborough did so return on the following

morning and continued working upon the claim,

digging a cut at the same place where he had been at

w^ork on the 31st day of December, 1908, and that he

so worked for six whole consecutive days in this cut,

up to and including the 6th day of January, 1909;

that would be the 1st, 2d, 3d, 4th, 5th and 6th of

January, 1909—which would be seven instead of six

days; that on the following morning, January 7th,

1909, F. I. Reed and S. D. Weisman, acting under

the contract which has been testified to by Mr. Reed,

both personally commenced working on said claim

for plaintiff and continued working for six consecu-

tive days, being from January 7th to 13th inclusive,

on said Pinto claim, digging a cut near the center of

the said claim, and that said work was reasonably

worth at least the sum of One Hundred Dollars, and

that the said plaintiffs paid therefor the sum of One

Hundred Dollars, to Reed and Weisman.

Also, that the cabin left upon the claim on the even-

ing of December 31st, 1908, was actually occupied by

Stansborough and said Reed and Weisman while

doing said assessment work.
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Mr. BRUNER.—To winch offer of testimony we

object on the ground that it is irrelevant, immaterial

and incompetent, and not within the issues of this

case.

The COURT.—Objection sustained.

10.

The Court erred in giving the following instruc-

tion to the jury on its own motion:

If you find from the evidence that the plaintiffs

or their grantors or predecessors in interest, made a

"valid location of the ground in controversy prior to

Januar}' 1st, 1908, then it will be your duty to con-

sider whether or not the annual labor was performed

on said claim by plaintiffs for and during the year

1908.

11.

The Court erred in that part of its charge to the

jury reading as follows:

You are instructed that under the existing law, on

each mining claim in the District of Alaska, one hun-

dred dollars worth of work or improvements must be

performed or made during each year after the year

of location.

12.

The Court erred in giving the following instruc-

tion to the jury

:

And you are instructed that the burden is upon

the defendant to show by clear and convincing evi-

dence that the plaintiffs failed to do or cause to be

done one hundred dollars worth of work or improve-

ments upon said Pinto claim for and during the year

1908.
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13.

The Court errod in iiistriictio// the jury as t*ollo\A-s,

said instruction innnediately following the fore-

going:

And if you find that the plaintiffs did not do or

perform, or cause to be done the required amount of

work as aforesaid, for or upon said Pinto claim dur-

ing the year 1908, and you further find that the de-

fendant made a valid location of said ground in con-

troversy on the 1st day of January, 1909. your verdict

must be for the defendant, even though you find that

the ph^intitfs, or any of them, or s(mie one acting ffU'

them, or in their behalf, intended to resume work

and actually did resume work vipou said claim after

the 31st day of December, 1908.

Wherefore, plaintiffs pray that the judgment in

said action be reversed, and a new trial granted

therein.

Dated at Nome, Alaska, October 1st, 1910.

lEA D. OETON,
Attorney for Plaintiffs.

United States of America,

District of Alaska,—ss.

Due service of the within Assignment of Errors is

hereby accepted at Nome, Alaska, this day of

October, 1910, by receiving a copy thereof.

ELWOOD BRUNER,
Of Attorneys for Deft.

[Endorsed] : 2112. In the District Court for the

District of Alaska, Second Division. F. H.

Thatcher, Adm., etc., et al., Plaintiffs, vs. Elzie
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Blown, Defeiidciut. Assignment of Errors. Filed

in the Office of the Clerk of the Dist. Court of Alaska,

Second Division, at Nome. Oct. 1, 1910. John

Sundback, Clerk. By T. M. Reed, Deputy. Ira D.

Orton, Attorney for Pltffs.

/;/ the District Court for the District of Alaska,

Second Division.

No. 2112.

F. H. THATCHER, Achninistrator of the Estate of

CABEL WHITEHEAD, Deceased, A. L.

DERBYSHIRE, W. T. PERKINS, J. M.

DAVIDSON and E. E. POWELL,
Plaintiffs,

vs.

ELZIE BROWN,
Defendant.

Writ of Error [Copy].

The President of the United States of America, to

the Honorable Judge of the United States Dis-

trict Court for the District of Alaska, Second

Division, Greeting:

Because in the record and proceedings, as also in

the rendition of the judgment of a plea which is in

the said District Court before you, between F. H.

Thatcher, administrator of the estate of Cabel

Whitehead, deceased, A. L. Derbyshire, W. T. Per-

kins, J. M. Davidson and E. E. Powell, plaintiffs, and

Elzir Brown, defendant, manifest error hath hap-

pened, to the great damage of F. H. Thatcher, ad-

ministrator of the estate of Cabel Whitehead, de-
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ceased, A. L. Derbyshire, W. T. Perkins, J. M.

l^avidson and E, E. Powell, ])laintiffs in error, as by

their complaint appears;

We, being willing that error, if any hath been,

shonld be duly corrected and full and speedy justice

be done to the parties aforesaid, in this behalf, do

command you, if judgment be therein given, that

then, inider your seal, distinctly and openly, you send

the record and proceedings aforesaid, and all things

concerning the same, to the Justices of the United

States Circuit Court of Appeals for the Ninth Cir-

cuit in the City and County of San Francisco, State of

California, together with this writ, so as to have the

same in said place in said Circuit on the 29th day of

October, 1910, and that the record and proceedings

aforesaid, being inspected, the said Circuit Court of

Appeals may cause further to be done therein to cor-

rect these errors what of right and according to the

laws and customs of the United States should be

done.

Witness the Honorable JOHN M. HARLAN,
Acting Chief Justice of the Supreme Court of the

United States, this day of October, 1910.

Attest my hand and the seal of the United States

District Court for the District of Alaska, Second

Division, at the Clerk's Office in Nome, Alaska, Sec-

ond Division, this 1st day of October, 1910.

JOHN SUNDBACK,
Clerk of the United States District Court, District

of Alaska, Second Division.

By T. M. Peed,

Deputy Clerk.
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Allowed this 1st day of October, 1910.

CORNELIUS D. MURANE,
Judo'e of tlie United States District Court, Disti'ict

of Alaska, Second Division.

[Endorsed] : 2112. In the District Court foi- the

District of Alaska, Second Division. F. H. Thatcher

Adm. et al., Plaintiff, vs. Elzie Brown, Defendant.

Copy of Writ of Error.

The within copy of Writ of Error lodged in the

Clerk's Office of the United States District Court,

District of Alaska, Second Divisitm, for defendant

in error, this day of , 1910.

JOHN SUNDBACK,
Clerk District Court District of Alaska, 2d Div.

T. M. Reed,

Deputy.

IRA D. ORTON,
Attorney for Plaintiff.

Filed in the office of the Clerk of the Dist. Court

of Alaska, Second Division, at Nome. Oct. 1, 1910.

John Sundback, Clerk, By , Deputy.

UNITED STATES OF AMERICA.

District Court, District of Alaska, 2d Division.

Cause No. 2112.

F. H. THATCHER, AcUii., et al.,

Plaintiffs,

vs.

BROWN,
Defendant.
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Praecipe [for Record],

To the Clerk of the Above-entitled Court

:

You will please prepare and certify transcript of

record and return to writ of error in above action.

IRA D. ORTON,
Atty. for Pltff.

[Endorsed] : Cause No. 2112. District Court, Dis-

trict of Alaska, 2d Division. F. H. Thatcher, Plain-

tiff, vs. Elzie Brown, Defendant. Praecipe. Filed

in the Office of the Clerk of the Dist. Court of

Alaska, Second Division, at Nome. Oct. 1, 1910.

John Sundback, Clerk. By T. M. Reed, Deputy.

[Certificate of Clerk U. S. District Court to Record.]

1)1 the District Court for the District of AlasTxCt,

Second Division.

No. 2112.

F. H. THATCHER, Administrator of the Estate of

CABELL WHITEHEAD, Deceased, A. L.

DERBYSHIRE, W. T. PERKINS, J. M.

DAVIDSON and E. E. POWELL,
Pkiiutiffs,

vs.

ELZIE BROWN,
Defendant.

I, John Sundback, Clerk of the District Court of

Alaska, Second Division, do hereby certify that the

foregoing typewritten pages, from 1 to 82, both m-

clusive, are a true and exact transcript of the Com-

plaint, Summons, Denuirrer, Minutes of Court of
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December 4, 1909, Answer, Reply, Court's Instruc-

tions to the Jury, Verdict, Memoranda of Exceptions

taken to the Court's instructions to the eTury on

Sept. 12, 1910, Judgment, Bill of Exceptions, Peti-

tion for Writ of Error and Order Allowing Same,

Bond on Writ of Error, Assignment of Errors,

Lodged Copy Writ of Error and Praecipe for Tran-

script on Appeal, in the case of F. H, Thatcher, Ad-

ministrator of the Estate of Cabell Whitehead, de-

ceased, et al., plaintiffs, vs. Elzie Brown, defendant,

No. 2112, Civil, this Court, and of the whole thereof,

as appears from the records and files in my office at

Nome, Alaska; and further certify that the original

Writ of Error and original Citation and Original

Order Enlarging Time in the above-entitled cause

are attached to this transcript.

Cost of Transcript 21.35, paid by Ira D. Orton, At-

torney for Plaintiffs.

In witness whereof, I have hereunto set my hand

and affixed the seal of said Court this 10th day of

October, A. D. 1910.

[Seal] JOHN SUNDBACK,
Clerk.

By T. M. Reed,

Deputy.
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In the District Court for the District of Alaska,

Second Division.

No. 2112.

F. H. THATCHER, Administrator of the Estate of

CABEL WHITEHEAD, Deceased, A. L.

DERBYSHIRE, W. T. PERKINS, J. M.

DAVIDSON and E. E. POWELL,
Plaintiffs,

vs.

ELZIE BROWN,
Defendant.

Writ of Error [Original].

The President of the United States of America, to

the Honorable Judge of the United States Dis-

trict Court for the District of Alaska, Second

Division, Greeting:

Because in the record and proceedings, as also in

the rendition of the judgment of a plea which is in

the said District Court before you, between F. H.

Thatcher, administrator of the estate of Cabel

Whitehead, deceased, A. L. Derbyshire, W. T. Per-

kins, J. M. Davidson and E. E. Pow^ell, plaintiffs,

and Elzie Brown, defendant, manifest error hath

happened, to the great damage of F. H. Thatcher,

administrator of the estate of Cabel Whitehead, de-

ceased, A. L. Derbyshire, W. T. Perkins, J. M.

Davidson and E. E. Powell, plaintiffs in error, as by

their complaint appears;

We, being willing that error, if any hath been,

should be duly corrected and full and speedy jus-
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ticc be done to the parties aforesaid, in this behalf,

do command yon, if jndgment be therein ji;iven, that

then, nnder your seal, distinctly and openly, you send

the record and proceedings aforesaid, and all things

concerning the same, to the Justices of the United

States Circuit Court of Appeals for the Ninth Cir-

cuit, in the City and County of San Francisco, State

of California, together with this writ, so as to have

the same in said place in said Circuit on the 29th day

of October, 1910, and that the record and proceed-

ings aforesaid, being inspected, the said Circuit

Court of Appeals may cause further to be done there-

in to correct these errors what of right and accord-

ing to the laws and customs of the United States

should be done.

Witness the Honorable JOHN M. HARLAN, Act-

ing Chief Justice of the Supreme Court of the United

States, this 1st day of October, 1910.

Attest my hand and the seal of the United States

District Court for the District of Alaska, Second

Division, at the Clerk's Office in Nome, Alaska, Sec-

ond Division, this 1st day of October, 1910.

[Seal] JOHN SUNDBACK,
Clerk of the United States District Court, District

of Alaska, Second Division.

By T. M. Reed,

Deputy Clerk.

Allowed this 1st day of October, 1910.

CORNELIUS D. MURANE,
Judge of the United States District Court, District

of Alaska, Second Division.
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United States of America,

District of Alaska,—ss.

Due service of the within Writ of Error is liereby

accepted at Nome, Alaska, this day of October,

1910, by receiving a copy thereof.

ELWOOD BRUNER,
Of Attorneys for Deft.

[Endorsed] : 2112. In the District Court for the

District of Alaska, Second Division. F. H. Thatcher,

Adm. et al., Plaintiffs, vs. Elzie Brown. Defendant.

Writ of Error.

Citation [Original].

UNITED STATES OF AMERICA,—ss.

The President of the United States of America, to

Elzie Brown, Defendant, and to Ehvood Bruner

and J. Allison Bruner, Her Attorneys, Greeting:

You are hereby cited and admonished to be and

appear at the United States Circuit Court of Ap-

peals for the Ninth Circuit, to be held in the city of

San Francisco, State of California, on the 29th day

of October, 1910, pursuant to a Writ of Error, filed

in the Clerk's Office of the District Court for the

District of Alaska, Second Division, wherein F. H.

Thatcher, administrator of the estate of Cabel

Whitehead, deceased, A. L. Derbyshire, W. T. Per-
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kins, J. M. Davidson and E. E. Powell, are plaintiffs

in error, and Elzie Brown, is defendant in error, to

show cause, if any there be, whj' the judgment in said

writ of error mentioned should not be corrected and

si)e('dy justice should not be done to the parties in

that behalf.

Witness the Honorable JOHN M. HARLAN, Act-

ing Chief Justice of the Supreme Court of the United

States of America, this 1st day of October, 1910, and

of the Independence of the United States the One

Hundred and Thirty-fifth.

CORNELIUS D. MURANE,
United States District Judge, District of Alaska,

Second Division.

[Seal] Attest: JOHN SUNDBACK,
Clerk of the District Court, District of Alaska,

Second Division.

By T. M. Reed,

Deputy Clerk.

Personal service of the foregoing citation admitted

this 1st day of October, 1910.

ELWOOD BRUNER,

Of Attorneys for Elzie Brown, Defendant in Error.

[Endorsed] : 2112. In the District Court for the

District of Alaska, Second Division. F. H. Thatcher,

Adm., etc., et al., Plaintiffs, vs. Elzie Brown, Defend-

ant. Citation.
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[Order Enlarging Time to File Record.]

In the United States Circuit Court of Appeals, for

the Ninth Circuit.

F. H. THATCHER, Administrator of the Estate of

CABEL WHITEHEAD, Deceased, A. L.

DERBYSHIRE, J. M. DAVIDSON, W. T.

PERKINS and E. E. POWELL,
Plaintiifs in Error,

vs.

ELZIE BROWN,
Defendant in Error.

It is hereby ordered by the undersigned Judge who

signed the citation on writ of error in the above-en-

titled action, tliat the time for the plaintiffs in error

to file transcript of record in said cause and docket

the same in the Office of the Clerk of the United

States Circuit Court of Appeals for the Ninth Cir-

cuit, be, and the same is hereby enlarged sixty (60)

days from and after the return day of the citation

issued therein.

Done in open court at Nome, Alaska, this 7th day

of October, 1910.

CORNELIUS D. MURANE,
United States District Judge.
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[Endorsed]: No. 1911. United States Circuit

Coiii-t of Ai)])oals for the Ninth Circuit. F. H.

Thatcher, Administrator of the Estate of Cabel

Whit<?head, Deceased, A. L. Derbyshire, W. T. Per-

kins, J. M. Davidson and E. E. Powell, Plaintiffs in

Error, vs. Elzie Brown, Defendant in Error. Tran-

script of Record. Upon AVrit of Error to the United

States District Court for the District of Alaska,

Second Division.

Filed November 10, 1910.

F. D. MONCKTON,
Clerk.
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IN THE

luttfi S^tnttB (Hxvtmt (Hmvt of Appeals

FOR THE NINTH CIRCUIT

F. H. THATCHER, Administrator of

the Estate of CABEL WHITEHEAD,
Deceased, A. K. DERBYSHIRE, W.
T. PERKINS, J. M. DAVIDSON
and E. E. POWELL, VNo. 191 i,

Plaintiffs in Error,

vs.

ELZIE BROWN,
Defendant in Error.

BRIEF ON BEHALF OF PLAINTIFFS IN ERROR.

STATEMENT OF THE CASE.

On October 7th, 1899, one Jones located the Pinto

Claim by marking its boundaries so that the same could

be readily traced, and in the year 1903 sufficient dis-

coveries of gold were made therein (Tr. 15). Prior

to 1908, the title of Jones vested in the plaintiffs in

error (Tr. 17), who continued in possession thereof

until the ist day of January, 1909, when the defendant

in error ousted the plaintiffs in error under a reloca-

tion, claiming that the annual assessment work had not



been done for the year 1908. Action in ejectment was

brought by the plaintiffs in error on September 21;,

1909. It appears from the evidence in the case that

the defendant in error is the wife of the keeper of the

Bessie Roadhouse. The claim in controversy lies im-

mediately south of this roadhouse, and Mrs. Brown

had been keeping a close watch on the claim for a year

with the idea of "jumping" it if the annual work was

not done thereon. In pursuance of this object she

went out on the ground during October of that year

and panned for gold in company with one Olsen, one

of her witnesses, who afterwards helped her to locate

the ground (Tr. 30). It is admitted that on Decem-

ber 31, 1908, a cabin or tent was brought on the ground

by the agents of the plaintiffs in error and was properly

fitted up for living purposes. The defendant in error

saw this cabin brought there at that time.

She testified that the boundaries of the claim of plain-

tiffs in error were properly marked on the ground

prior to January i, 1909, and the cabin was there when

she relocated the same under the title "Legal Tender"

Claim on the morning of January i, 1909; but that so

far as she could see no assessment work had been done

for that year ( 1908).

It appeared further that some time in October Col.

W. T. Perkins, one of the plaintiffs in error, employed

one F. I. Reed to do the assessment work on the Pinto

Claim for 1908. Reed engaged one Stansborough to



do the work, and there was evidence proving that Stans-

borough went out on the claim at 8 o'clock in the morn-

ing of December 31st, and continued to work on the

claim digging a hole until 5 o'clock of that day, when

Reed had a cabin brought out there for his accommo-

dation, paying $5 for its transportation. When Stans-

borough ceased to work on the evening of December

31st, he left his tools on the ground and they were there

the next morning when he resumed work (Tr. 32).

Plaintiffs in error offered to show that Stansborough

resumed his work subsequent to and immediately after

January 1 , 1909, digging in the same hole or cut, and

that he continued working on the claim on the 2nd,

3rd, 4th, 5th and 6th days of the month, doing eight

hours' work each day in the year 1909, and that he dug

a hole 8 or ro feet long, 3 feet wide and between 2

and 3 feet deep.

An ofYer was also made to show that Reed and S. D.

Weissman, his partner under their contract with Per-

kins, one of the plaintiffs in error, both personally

worked on the claim from January 7th to January 17th,

and that the work was reasonably worth $100, which

sum was paid to the said Reed and Weissman by the

plaintififs in error, and that the cabin left on the claim

was actually occupied by Stansborough and Reed and

Weissman while doing this work. All of which testi-

mony was ruled out. The case was submitted to the

jury under instructions from the Court, who rendered



a verdict against the plaintiffs in error and in favor

of the defendant in error.

Thereupon plaintiffs sued out a writ of error and

for ground of reversal of the judgment based on said

verdict, assign the following errors:

ASSIGNMENT OF ERRORS.

The Court erred in sustaining the objection of the

defendant to the question in the deposition of the wit-

ness, A. Stansborough, which was offered by plaintiffs'

counsel, the proceedings being as follows:

"Q. (read by plaintiff's Counsel)—When did you

begin work there after the 31st of December?

"MR. BRUNER—We object to the question and

answer for the reason that it is immaterial, irrele-

vent and incompetent.

"MR. ORTON—We propose and have proved

that this witness worked there on the 31st day of

December, and we now propose to prove that he

returned to the claim the next morning and resumed

work where he had left off the evening before.

"THE COURT—The objection is sustained."

The Court erred in sustaining the objection of the

defendant to the question contained in the deposition

of the witness, Stansborough, offered by plaintiffs, the

proceedings being as follows, to wit:



"MR. ORTON—I would like to offer the fol-

lowing questions and answers for the purpose of

making my record clear, if it please the Court.

(Reads:)
" 'Q. What did you do on the 31st day of De-

cember?
" 'A. Shoveled considerable snow and started in

digging in the frozen tundra.

" *Q. Well, did you have any tools with you on

the 31st?
*' 'A. A pick and shovel.

" 'Q. Where did you leave them on the night

of the 31st?

" 'A. Left them where I was working.
" 'Q. Where you were working?
" 'A. Yes, sir.

" *Q. Were they there the next morning, do you

remember?
" 'A. Yes, sir.'

"

The above questions and answers were admitted in

evidence. Mr. Orton, attorney for plaintiff, then of-

fered the next question as follows:

"Q. What other days did you work there?

"MR. BRUNER—We object to that question

on the ground that it is irrelevant, immaterial and

incompetent.

"THE COURT—Objection sustained."

The Court erred in sustaining the objection of the

defendant to the offer made by plaintiff to prove by the



deposition of the witness, A. Stansborough, that said

Stansborough went to work on the ist day of January,

1909, in the morning on the "Pinto" claim, the pro-

ceedings being as follows:

"MR. ORTON—We ofifer to prove by the depo-

sition of the witness, A. Stansborough, in answer to

the question, 'When did you begin work there after

the 31st of December?' that the witness went to

work on the ist day of January, 1909, in the morn-

ing, on the claim, digging in the same hole or cut

where he had been at work the night before.

"MR. BRUNER—To which we object on the

same ground, that it is irrelevant, immaterial and

incompetent, and not within the issues in this case.

"THE COURT—Objection sustained."

4.

The Court erred in sustaining the objection of the

defendant to the ofifer of the plaintifif to prove by the

deposition of the witness, Stansborough, what other days

the witness, Stansborough, worked on the claim in dis-

pute in the year 1909, the proceedings being as follows:

"MR. ORTON—We ofifer to show by the depo-

sition of this same witness, in answer to the question,

'What other days did you work there?' and other

questions and answers, that the witness subsequently

worked upon the claim in controversy continuously

(the Pinto claim), and such work and labor con-

sisted in digging holes and cuts, being such work as

is usually done for assessment work, and that he con-

tinued to work on the 2d, 3d, 4th, 5th and 6th of the



month, doing eight hours' work each day in the year

1909.

"MR. BRUNER—To which we object on the

ground that it is immaterial, irrelevant and incom-

petent.

"THE COURT—Objection sustained."

5.

The Court erred in sustaining the objection of the

defendant to the offer of the plaintiff to prove by the

deposition of the witness, Stansborough, that the work

done bv him on the "Pinto" claim was done subsequent

to and immediately after the ist of January, and was

done within the boundaries of the claim and was such

work as would constitute assessment work, the proceed-

ings being as follows:

"MR. ORTON—I offer to show by the witness

in his deposition that this work was done subsequent

to and immediately after the ist of January, 1909,

and was done within the boundaries of the claim,

such work as would constitute assessment work.

"MR. BRUNER—To which offer we make the

same objection.

"THE COURT—Same ruling; the objection is

sustained."

6.

The Court erred in sustaining the objection of the

defendant to the offer of the plaintiff to prove by the

deposition of the witness, Stansborough, that the hole

dug by this witness during this time was 8 or 10 feet
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long, 3 feet wide and between 2 and 3 feet deep, and

was in frozen ground and very difficult of perform-

ance, the proceedings being as follows:

"MR. ORTON—I offer to show by this witness

that the hole dug by this witness during this time

was 8 or 10 feet long, 3 feet wide and between 2 and

3 feet deep, and I further offer to show by the

deposition of this same witness that this work was

in frozen ground and very difficult of performance.

"MR. BRUNER—Same objection.

"THE COURT—Objection sustained."

The Court erred in sustaining the objection of the

defendant to the question asked the witness, F. I. Reed,

which reads as follows:

"Q. (by plaintiffs' Counsel)—Did you give him any

instructions as to working on the following day?" (re-

ferring to instructions given to the witness, Stansbor-

ough, as to the doing of assessment work on the Pinto

claim). The proceedings being as follows:

"MR. BRUNER—We make the same objections

to this question on the grounds that it is irrelevant,

immaterial and incompetent.

"Q. On January ist, I mean?

"MR. BRUNER—Same objection.

"Q. What instructions did you give him relative

to working on January ist, 1909?



"MR. BRUNER—We make the same objection,

that it is irrelevant, incompetent and immaterial.

"THE COURT—Objection sustained."

The Court erred in sustaining the objection of the de-

fendant to the offer made by plaintiff to prove by the

witness, F. I. Reed, and also by the witness, Stansbor-

ough, who was in his (Reed's) employ, that the witness

Reed directed the said Stansborough to work all day on

the 31st of December, 1908, on the Pinto claim and to

return the following day at the usual hour and resume

work on the claim, on January ist, 1909, the proceed-

ings being as follows:

"MR. ORTON—We offer to prove by this wit-

ness and also by Stansborough, who was in his em-

ploy, that Mr. Reed directed Mr. Stansborough to

work all day on the 31st and return the following

day at the usual hour and resume work on the claim,

on January ist, 1909.

"MR. BRUNER—We object to the offer on the

grounds that it is irrelevant, immaterial and incom-

petent.

"THE COURT—Objection sustained.

The Court erred in sustaining the objection of the

defendant to the offer to prove made by the plaintiff,

which reads as follows:
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"MR. ORTON—Plaintiffs offer to prove by the

oral testimony of F. I. Reed and S. D. Weisman, and

other witnesses who are present in court, and by the

deposition of A. Stansborough, a portion of which

has been read, that the witness Stansborough, under

instructions from Reed and Weisman, went to work

and worked until about 5 P. M., on the evening of

December 31st, 1908, upon the premises in dispute,

leaving said premises in dispute upon the evening

of December 31st, 1908, at about 5 o'clock in the

evening, intending to return the following morning

and continue the performance of the assessment work

for plaintiff, and for that purpose left his tools upon

the claim, consisting of pick and shovel, and that he

left his tools at the point where he had been work-

ing on said claim on the 31st day of December,

1908; that said Stansborough did so return on the

following morning and continue working upon the

claim, digging a cut at the same place where he had

been at work on the 31st day of December, 1908,

and that he so worked for six whole consecutive days

in this cut, up to and including the 6th day of Jan-

uary, 1 909; that would be the ist, 2d, 3d, 4th, 5th and

6th of January, 1909—which would be seven instead

of six days; that on the following morning, January

7th, 1909, F. I. Reed and S. D. Weisman, acting

under the contract which has been testified to by

Mr. Reed, both personally commenced working on

said claim for plaintiff and continued working for

six consecutive days, being from January 7th to 13th

inclusive, on said Pinto claim, digging a cut near the

center of the said claim, and that said work was rea-

sonably worth at least the sum of One Hundred Dol-
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lars, and that the said plaintiffs paid therefor the

sum of One Hundred Dollars, to Reed and Weis-

man.

"Also, that the cabin left upon the claim on the

evening of December 31st, 1908, was actually occu-

pied by Stansborough and said Reed and Weisman
while doing said assessment work.

"MR. BRUNER—To which offer of testimony

we object on the ground that it is irrelevant, imma-

terial and incompetent, and not within the issues of

this case.

"THE COURT—Objection sustained."

10.

The Court erred in giving the following instruction

to the jury on its own motion

:

"If you find from the evidence that the plaintiffs

or their grantors or predecessors in interest, made a

valid location of the ground in controversy prior to

January ist, 1908, then it will be your duty to con-

sider whether or not the annual labor was performed
on said claim by plaintiffs for and during the year

1908."

II.

The Court erred in that part of its charge to the jury

reading as follows:

"You are instructed that under the existing law,

on each mining claim in the District of Alaska,
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one hundred dollars' worth of work or improve-

ments must be performed or made during each year

after the year of location."

12.

The Court erred in giving the following instruction

to the jury:

"And you are instructed that the burden is upon

the defendant to show by clear and convincing evi-

dence that the plaintififs failed to do or cause to

be done one hundred dollars' worth of work or

improvements upon said Pinto claim for and dur-

ing the year 1908."

13.

The Court erred in instructing the jury as follows,

said instruction immediately following the foregoing:

"And if you find that the plaintiffs did not do or

perform, or cause to be done the required amount

of work as aforesaid, for or upon said Pinto claim

during the year 1908, and you further find that

the defendant made a valid location of said ground

in controversy on the ist day of January, 1909,

your verdict must be for the defendant, even

though you find that the plaintiffs, or any of them,

or some one acting for them, or in their behalf,

intended to resume work and actually did resume
work upon said claim after the 31st day of De-
cember, 1908."
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ARGUMENT.

It will be seen from the foregoing assigned errors

that they are all founded on one basic error which con-

trolled the mind of the Court below, and that is this:

That the Act of March 2, 1907, ch. 2559, Sec. i, -^4

Stat. L., Sup. 1907, Fed Stats. Ann., pp. 23, 24, en-

titled "An Act to amend the laws governing labor or

improvements upon mining claims in Alaska," was not

to be construed in connection with and supplementary

to Section 2324 of the Revised Statutes of the United

States, which embodies the general provisions of the

mining laws relating to such annual labor and im-

provements.

We contend:

I. That Congress by the aforesaid Act did not re-

peal, either expressly or by implication, the provisions

of Section 2324, Revised Statutes of the United States,

relative to the resumption of labor upon a mining loca-

tion after failure to perform during the year, so far as

Alaska is concerned, but that such provision still is in

force in Alaska.

II. That plaintiffs in error, being in possession,

having actually begun their annual work on the claim

in controversy on December 31, 1908, had a right to

show, in accordance with the provisions of Section 2324,

that they thereafter, on January i, 1909, resumed work

thereon, or more properly stated, continued the work
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already begun, working diligently until $100.00 worth

of labor thereon had been completed.

I.

CONGRESS DID NOT REPEAL, SO FAR AS ALASKA WAS CON-

CERNED, THE PROVISIONS OF SECTION 2324 RELATIVE

TO THE RESUMPTION OF WORK AFTER FAILURE TO

COMPLETE ANNUAL DEVELOPMENT WORK.

A. The provisions of the Act of March 2, 1907, are

as follows:

"That during each year, and until patent has been

issued therefor, at least one hundred dollars' worth

of labor shall be performed or improvements made
on, or for the benefit or development of, in accord-

ance with existing law, each mining claim in the

District of Alaska heretofore or hereafter located.

And the locator or owner of such claim or some

other person having knowledge of the facts may also

make and file with the said recorder of the district

in which the claims shall be situate an affidavit show-

ing the performance of labor or making of improve-

ments to the amount of one hundred dollars as afore-

said and specifying the character and extent of

such work. Such affidavit shall set forth the follow-

ing: First, the name or number of the mining

claims and where situated; second, the number of

days' work done and the character and value of the

improvements placed thereon; third, the date of the

performance of such labor and of making improve-

ments; fourth, at whose instance the work was done

or the improvements made; fifth, the actual amount
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paid for work and improvement, and by whom paid

when the same was not done by the owner. Such

affidavit shall be prima facie evidence of the per-

formance of such work or making of such improve-

ments, but if such affidavits be not filed within the

time fixed by this Act the burden of proof shall be

upon the claimant to establish the performance of

such annual work and improvements. And upon

failure of the locator or owner of any such claim to

comply with the provisions of this Act, as to per-

formance of work and improvements, such claim

shall become forfeited and open to location by others

as if no location of the same had ever been made.

The affidavits required hereby may be made before

any officer authorized to administer oaths, and the

provisions of sections fifty-three hundred and ninety-

two and fifty-three hundred and ninety-three of the

Revised Statutes are hereby extended to such affi-

davits. Said affidavits shall be filed not later than

ninety days after the close of the year in which such

work is performed."

While the provisions of Section 2324 R. S. U. S.

upon the matter of annual labor are as follows:

"On each claim located after the tenth day of

May, eighteen hundred and seventy-two, and until

a patent has been issued therefor, not less than one

hundred dollars' worth of labor shall be performed

or improvements made during each year. On all

claims located prior to the tenth day of May,
eighteen hundred and seventy-two, ten dollars' worth

of labor shall be performed or improvements made
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by the tenth day of June, eighteen hundred and sev-

enty-four, and each year thereafter, for each one

hundred feet in length along the vein until a patent

has been issued therefor; but where such claims are

held in common, such expenditure may be made
upon any one claim; and upon a failure to comply

with these conditions, the claim or mine upon which

such failure occurred shall be open to relocation in

the same manner as if no location of the same had

ever been made, provided that the original locators,

their heirs, assigns or legal representatives, have not

resumed work upon the claim after failure and be-

fore such location. Upon the failure of any one of

several co-owners to contribute his proportion of the

expenditures required hereby, the co-owners who
have performed the labor or made the improve-

ments may, at the expiration of the year, give such

delinquent co-owner personal notice in writing or

notice by publication in the newspaper published

nearest the claim, for at least once a week for ninety

days, and if at the expiration of ninety days after

such notice in writing or by publication such delin-

quent should fail or refuse to contribute his propor-

tion of the expenditure required by this section, his

interest in the claim shall become the property of

his co-owners who have made the required expendi-

tures. Provided, that the period within which the

work required to be done annually on all unpatented

mineral claims shall commence on the first day of

January succeeding the date of location of such

claim, and this section shall apply to all claims

located since the tenth day of May, anno Domini
eighteen hundred and seventy-two." (Italics ours.)
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By the Act of June 6, 1900, making further pro-

vision for a civil government for the District of Alaska

and for other purposes (31 Stats. L., 321) it was pro-

vided, by Section 26, Chapter I, Title i, that

"The laws of the United States relating to mining

claims, mineral locations and rights incident thereto

are hereby extended to the District of Alaska."

Such laws of necessity included that contained in

Section 2324 of the Revised Statutes, supra, covering

the so-called resumption clause. So that it must be

admitted that up to the time of the passage of the Act

of March 2, 1907, the miners in Alaska were on an

equal footing with miners in all the mineral States and

Territories so far as the legislation of Congress was

concerned. They had a right in the event of their fail-

ure, through fault or misfortune, to do their annual

work by December 31 of each year, to resume opera-

tions on their claims in good faith and to perform the

said work before any new location of the ground had

been made.

This right of all mineral locators to resume work on

the claim under the circumstances stated is so well es-

tablished that citation of authority is not needed. The
language of the Revised Statutes is clear and concise.

After providing for the doing of the work or the

placing of the improvements, it is said:

"* * * And upon a failure to comply with these

conditions, the claim or mine upon which such fail-

ure occurred shall be open to relocation in the same
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manner as if no location of the same had ever been
made, provided that the original locators, their

heirs, assigns or legal representatives have not re-

sumed ivork upon the claim after failure and before

such location."

This is the clause of the benefit of which (under the

instructions of the lower Court and its rulings upon the

admission of testimony) the mining claimants in Alaska

are entirely deprived.

The intention of Congress by the Act of March 2,

1907, was simply to create a means of preserving evi-

dence. In other words, to authorize the filing of ex

parte statements and their use thereafter as prima facie

proof of the facts therein recited.

This has been the action of the legislatures through-

out the Western States and Territories where the re-

cording of the posted notice at the date of the inception

of the location (or in some instances ninety days there-

after) and the recording of affidavits of annual labor

has been held to be for the purpose of establishing

prima facie the doing of the acts therein stated.

Snyder on Mines, Sec. 496;

Costigan on Mining Law, p. 284.

Zerres vs. Vanina, 134 Fed., 610;

McCulloch vs. Murphy, et al., 125 Fed., 144;

Book vs. Justice M. Co., 58 Fed., 284;

Coleman vs. Curtis, et al., 30 Pac, 266;
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Upon what theory the lower Court arrived at its

conclusion relative to the Act of March 2, 1907, it

seems difficult to state, unless upon the mere omission

of the so-called resumption of work clause. But such

argument ought equally to be applied to the other

clauses of the Revised Statutes under discussion relative

to this work.

Section 2324 says, immediately preceding the lan-

guage above quoted:

"But where such claims are held in common, such

expenditure may be made upon any one claim."

Can it be contended that the mining claimants in

Alaska are also to be deprived of the benefit of this

provision relative to work done on claims held in

common?

Yet if they are to lose the advantage of a construc-

tion which would give to them the benefit of the re-

sumption clause of the original Act, by what process

of reasoning are they to have the advantage accruing

to a claim by reason of work done on others held in

common?

In other words, if Congress designed by this Act to

deprive Alaska claimants of mining locations of the

one right—that of resuming work after failure to com-

plete—it also deliberately wiped out the provision giv-

ing them the other right so prized by mining locators

—

that of doing work on one claim for the benefit or de-

velopment of others held in common.
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But why should it be contended that Congress ex-

tends privileges to all classes of miners outside of Alaska

and deliberately deprives Alaskan miners of such privi-

leges? Why should it exempt the miners of California,

Colorado, Wyoming, Idaho or any of the mineral land

States and Territories from the penalty of forfeiture

upon failure to do annual work, by their observance

of certain subsequent conditions, and yet apply such

penalty to the Alaskan miner suffering from isolation

and dangers and from hardships unknown to these other

classes of miners, in his effort to develop the mineral

resources of the frozen North? Why such discrimi-

nation, may we ask?

It is one of the elementary canons of construction

that all statutes should receive a reasonable interpreta-

tion if the meaning of the law is at all doubtful or am-

biguous. Certainly "that is not a reasonable interpreta-

tion for which no sufficient reason can be assigned."

Chesapeake, etc., R. Co. vs. Miller, 1 14 U. S.,

187.

And surely no sufficient reason appears why the con-

struction contended for by the defendants in error

should be upheld, in view of the more logical inter-

pretation resulting from a consideration of the two Acts

construed as they should be in pari materia.

See

In re Mackenzie, 180 U. S., 657.
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The very language of the Act of March 2, 1907, we

contend negatives the construction put upon its pro-

visions by the Court below.

a* * * at least one hundred dollars' worth of

labor shall be performed or improvements made on,

or for the benefit or development of, in accordance

with existing law, each mining claim," etc.

The labor is to be done and the improvements made

in accordance with existing law. But what is the pres-

ent existing law relative to the doing of this annual

labor in Alaska? That contained in the provisions of

Section 2324, and it is in the new Act clearly indicated

that the provisions of that section are to be construed

in connection with the Act of March 2, 1907.

If such be the case there would seem to be no means

of avoiding our contention that Congress intended all

of the provisions of Section 2324 to remain intact so far

as Alaska was concerned, and to add thereto a provision

or permission to Alaskan locators to file for record affi-

davits showing the performance of such labor or im-

provements. No such provision is in the general min-

ing laws; and Alaska would have no power to enact

such a provision for its people, having no legislature

of her own. Congress was obliged to act for the Dis-

trict, and we shall hereinafter show that it was for the

latter purpose alone the bill was passed.

Looking then at both of these Acts together, taking

each by the four corners and comparing it with the
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Other, remembering that there is no express repeal of

the provisions of Section 2324 relative to Alaska, what

inconsistency or repugnancy is there between the two

Acts that would necessitate an implied repeal of the

provisions concerning the resumption of annual labor

in Section 2324 so far as Alaska is concerned?

There can surely be no contention that the later Act

is a substitute for the former, for it does not cover the

whole ground covered by Section 2324.

What reason is there for refusing to reconcile the

provisions of both? Why cannot they stand together?

Why should we maintain that Congress, in violation

of its long established liberal policy as exemplified by

the resumption clause of Section 2324, passed the Act of

March 2, 1907, for the purpose of applying such an

unjust and harsh rule to Alaska, when a more reason-

able construction would preserve the liberal rule so far

as Alaska is concerned?

It is a well established rule of construction that

Courts are justified under certain circumstances in giv-

ing weight to considerations of injustice or hardship

that may arise from a particular construction of a stat-

ute (as in the case here), where a harsh rule would be

held applicable as to miners in Alaska and non-appli-

cable to miners in other sections of the country.

The terms used by the legislature are not to receive

an interpretation which conflicts with acknowledged
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principles of justice if another sense consonant with

those principles can be given to them.

Hepburn vs. Grisavo/d, 8 Wall., 607;

Chinese Laborers' Case, 13 Fed., 294.

"It is a universal rule in the exposition of statutes

that the intent of the law, if it can be clearly ascer-

tained, shall prevail over the letter, and this is espe-

cially true when the precise words, if construed in

their ordinary sense, w^ould lead to manifest in-

justice."

Lionberger vs. Rouse, 9 Wall., 475.

"Exceptions may be presumed, or words omitted

or supplied, when it is necessary to accomplish the

obvious intent of the law maker and to prevent in-

justice or oppression."

Davis vs. Bohle, 92 Fed. Rep., 328;

U. S.ws. Kerb)', 7 W2i\\., 482;

Scott vs. Latimer, 89 Fed., 843

;

Thurber vs. Miller, 67 Fed., 371.

And "where it can be shown that a government has

" once adopted a certain rule of justice for its conduct,

" it is fair to infer that in legislating afterwards, upon

" the same subject, it is intended to pursue the same

" rule unless the contrary shall be clearly expressed."

U. S. vs. Heth, 3 Cranch, 409.
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No such clear expression is found in this Act. On
the other hand, as we contend, the intent is to the con-

trary and effect should be given to both Acts in Alaska.

As was said by Chief Justice Harlan in the case of

Frost vs. IVenie, 157 U. S., 58:

"Where two statutes cover in whole or in part, the

same matter, and are not absolutely irreconcilable,

the duty of the Court—no purpose to repeal being

clearly expressed or indicated— is, if possible, to give

effect to both. In other words, it must not be sup-

posed that the legislature intended by the later stat-

ute to repeal a prior one on the same subject, unless

the last statute is so broad in its terms and so clear

and explicit in its words as to show that it was in-

tended to cover the whole subject and therefore to

displace the prior statute."

B. Congress intended only by the passage of the Act

of March 2, IQOJ, to provide a rneans of perpetuating

evidence of the doing of the annual work on Alaskan

claims.

As we have hereinbefore suggested relative to these

two Acts there is nothing irreconcilable between their

respective provisions that would prevent both being en-

forced in Alaska.

This fact bears out the statement made that Congress

simply intended by the later Act to supply a deficiency

with regard to Alaska, due to its lack of power to pro-

vide its people with a means of perpetuating a record
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of the doing of annual labor. Other Territories, having

the power to take legislative action, and the other min-

eral land States could readily remedy the deficiency in

the general mining law. Not so Alaska. Hence, the

reason for the passage of this Act of March 2, 1907.

That such was the only reason for the passage of the

Act is made clear by a reading of the proceedings in

Congress relative to this bill. An examination of the

proceedings found in the Congressional Records for

1907, pp. 41 14-15 et seq., discloses that in the original

bill in the House, the filing of the affidavits was manda-

tory, the term "shall" being used. When it went before

the Senate it was amended so as to make the filing per-

missive, the term "may" being substituted.

Objection was made in the Senate to the provision:

"But if such affidavits be not filed within the time

fixed by this Act the burden of proof shall be upon
the claimant to establish the performance of such

annual work and improvements."

This objection was known as "Amendment No. 9."

When the Bill was sent back to the House, the fol-

lowing proceedings were had:

"The Speaker laid before the House (H. B.

8984) to amend the laws governing labor and im-

provements upon mining claims in Alaska with sun-

dry amendments thereon.

"MR. LACEY: I move to concur in the Senate

amendments with the exception of Number 9. I
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move to disagree as to Number 9, and ask for a

conference.

"MR. WILLIAMS: I should like to have the

gentleman give some explanation of this Bill. * * *

"MR. LACEY: Mr. Speaker, it will only take

a moment to explain this Bill. Alaska having no

legislature has been unable to pass a regulation as

to the record of proof of work upon mining claims.

This House passed a Bill providing that 25 per cent,

of the work upon such claims could be done upon a

public highway and also provided for a record of

the work that had been done on claims, substantially

in the same form that is now the law in Montana,

Colorado and various other mining States. The
Senate has stricken out the original highway propo-

sition and that is not an essential in the proposition

as to the record of the claim.

"They have, moreover, stricken out one clause

that ought to remain in the Bill and it is a provision

that if the proof of labor has been filed and recorded

that the burden of proof then shall shift to any one

contesting the same; that the filing of this proof and

recording shall be prima facie evidence of compli-

ance with the law. That is substantially the same

as the law now is in most of the mineral States.

"MR. STEVENS : I would like the gentlemen

to explain the difference between that and the Uni-

ted States Land laws on mining claims where it re-

quires a ninety days' notice to be posted.

"MR. LACEY: This is not a question of a lo-

cation of a claim. It is a question of annual assess-

ment work. The United States law is silent upon
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this provision. It leaves that with the local legis-

lature. The State law usually supplied it so that

any man can have this done at any time, 30 or 60 or

90 days after the time in which the work should be

done. Now it cannot be provided for in Alaska by

local statute. The only legislation Alaska can have

must come from Congress, so that we should by Act

of Congress give them the same advantage that

miners have in other States and Territories that do

not have to come to Congress; and this Bill sub-

stantially complies with the usual requirements that

are provided for in the other public land, States

and Territories. * * *

"MR. STEVENS : How many clerks of record

are there in Alaska where men may record their

mining deeds and other deeds?

"MR. LACEY: As many as there are Court

Commissioners.

"MR. STEVENS: And then these mining
deeds are to be filed and kept of record?

"MR. LACEY: They have to be filed with the

federal officers, but there is no provision for keeping
the record of the annual assessment work and it is

necessary to preserve these records and also desirable

that the record should be made.

"MR. STEVENS: Under the laws of some of

the Western Territories, particularly in New Mex-
ico and Alaska, it is not required to make any record

of the work that has been done.

"MR. LACEY: The Bill as amended permits

the filing and recording of proof of work.

"MR. STEVENS: By the United States min-

ing laws?
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"MR. LACEY: The Revised Statutes give au-

thority to States and Territories to legislate as to

matters of detail of this kind.

"MR. STEVENS: That is correct.

"MR. LACEY: And then again in the State

and Territorial laws this question is usually fully

provided for and this Bill will give the same ad-

vantage in Alaska.

"MR. STEVENS : I would like to ask the gen-

tleman why they made it mandatory—they say that

the man on a mining claim must have his proof

recorded within sixty or ninety days or lose his

claim.

"MR. LACEY: The provision of the House
was it is required to be filed but on failure to file

the burden of proof changed. The Senate struck

out the word 'shall' and inserted the word 'may.'

We think the efifect will be the same. It simply

transfers the burden of proof and I want to say for

the information of those gentlemen who live in

States outside the operation of the mineral land laws

that it complies with the provisions of the Revised

Statutes expressly reserving to the States and Terri-

tories the privilege of legislating on matters of this

kind."

We have quoted at length, because the actual pro-

ceedings in Congress assist in determining the construc-

tion of a statute of doubtful import.

"In these circumstances we are entitled to avail

ourselves of such light as the history of the steps

taken in the enactment of the law, as disclosed by
the legislative records may afford."
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Per Chief Justice Fuller, in U. S. vs. Burr, i c;9 U.

S., 85.

In the case of American Net and Twine Co. vs.

IVorthington, 141 U. S., 473, the rule is recognized.

We quote from the syllabus:

"While the statements made and the opinions ad-

vanced by the promoters of the Act in the legis-

lative body are inadmissible as bearing upon its

construction, yet reference to the proceedings of

such body may properly be made to inform the

Court of the exigencies of the fishing interests and

the reasons for fixing certain duties."

Again says the same Court, in Church of the Holy

Trinity vs. U. S., 143 U. S., 465:

"Another guide to the meaning of a statute is

found in the evil which it is designed to remedy;

and for this the Court properly looks at con-

temporaneous events, the situation as it existed and

as it was pressed upon the attention of the legis-

lative body." (Italics ours.)

See, also:

U. S. vs. Union Pac. R. Co., 91 U. S., 79;

U. S. vs. Wilson, 58 Fed., 768, 771-2;

U. S. vs. Patterson, 55 Fed., 641
;

Jennison vs. Kirk, 98 U. S., 459;

In re Lewis, 114 Fed., 766;

Ah Kow vs. Nunan, 5 Sawy., 553.
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In conclusion on this point we submit that taking

into consideration the proceedings of Congress showing

clearly the intent and reason for the passage of the Act

of March 2, 1907, in connection with the further fact

that there is no express repeal of the provisions of Sec-

tion 2324, no implied repeal can be read into the stat-

ute in the absence of such a positive repugnancy be-

tween the provisions of the new law and the old that

they cannot stand together or be consistently reconciled.

Rock vs. Henry, 106 U. S., 601
;

Edgington vs. U. S., 164 U. S., 361

;

Savannah vs. Kelly, 108 U. S., 184.

And no such repugnancy can be shown to exist here.

II.

PLAINTIFFS BEING IN POSSESSION OF THE GROUND ACTU-

ALLY ENGAGED IN DOING THE ASSESSMENT WORK

THEREON, ON DECEMBER 31,1 908, THEY SHOULD HAVE

BEEN ALLOWED TO SHOW IN ACCORDANCE WITH THEIR

OFFER THAT THEY RESUMED WORK ON THE MORNING

OF JANUARY I, 1909, AND CONTINUOUSLY WORKED

THEREON UNTIL THEY COMPLETED THE REQUIRED

STATUTORY AMOUNT.

The evidence of the plaintifTfs in error which went

to the jury showed that Stansborough, the agent of the

plaintiffs, was working on the ground on December 31,

1908, within the boundaries of the claim from morning
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until five in the afternoon and had been seen working

there by various parties (Tr., 31, 35, 40, 41). That it

was intended he should sleep in the cabin on the ground

fitted up and especially brought there for his accom-

modation, but that it was so cold he went over to the

power house that night (Tr., 36) leaving his tools in

the place where he had been working. The Court re-

fused to permit the plaintiffs in error to show, how-

ever, that when Stansborough quit work at 5 P. M. of

that cold, dark winter day, it was with the intention to

resume work at daylight on January i, in accordance

with his instructions and continue diligently working

until he had completed the required statutory amount.

The Court also refused to allow the plaintiffs in error

to show that Stansborough did return immediately sub-

sequent to January i, 1909, resumed his work and con-

tinuously worked on the 2nd, 3rd, 4th, 5th and 6th

of the month, doing eight hours' work each day, and

did the character of work required and to the value re-

quired (Tr., 32, 34, 38).

The Court also refused to permit the plaintiffs in

error to show that Reed and Weissman who had con-

tracted to do this assessment work for Perkins, one of

the plaintiffs in error, also began to work on the claim

on January 7, 1909, and worked for six consecutive days

digging a cut near the center of the claim; that said

work was reasonably worth at least $100, and that

plaintiffs paid them $100, and that the cabin on the

claim was actually occupied by Stansborough, Reed
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and Weisman while doing this work (Assignments of

Error 1-9).

If we are correct in our construction of the Act of

March 2, 1907, in that it simply was intended to pro-

vide for the making of a record of assessment work,

then the plaintiffs in error clearly should have been al-

lowed to show the actual facts relative to the doing of

this work. The jury were entitled to consider in addi-

tion to the evidence of work done on the ground on

December 31, 1908, any further evidence of the good

faith of the plaintiff's in error as exhibited by their im-

mediate resumption of the work on the morning of

January i, 1909, and diligent and continuous prosecu-

tion of the same until the statutory amount had been

completed.

But the lower Court, considering that Congress by

the Act of March 2, 1907, intended to change the lib-

eral policy which had been pursued for nearly seventy

years, and so far as the miners of the frozen North were

concerned, apply a harsh and unjust rule not consid-

ered applicable to the more favored mining prospectors

of the other mineral States and Territories, held that

no matter what our good faith, no matter what work

we did, no matter whether third parties intervened or

not, we had no rights. That when we ceased work on

December 31, 1908, with our work incomplete, all our

rights with reference to the claim ceased, irrespective of

whether or not any rights of third parties had been

initiated or completed.
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That is what its rulings show and that is what the

instructions complained of amount to (Assignments of

Error 10-13). It will be seen that the Court by its

said instructions flatlv informs the jury that even if the

plaintiffs in error actually resumed work on the claim

after the 31st day of December, 1908, still its verdict

must be for the defendant (Assignment 13) in the event

they find that the defendant made a valid location, with

no reference to the possibility that we might have re-

sumed just after midnight and before the entry of the

defendant.

But the defendant, under our conception of the law

governing the facts in this case (conceding we are right

in our construction of the Act of March 2, 1907) , could

by no possibility have made a valid location on Janu-

ary I, 1909.

We were in possession; had been in the actual pos-

session since October, 1899, over eight years. At the

time of the alleged location of the defendants in error

we were on the ground actually engaged in doing the

assessment work, which we had a right to do at any

time during the year. The fact that we had ceased

work for the night, intending to resume at daylight,

gave the defendants in error (waiting like ghouls for

an opportunity' to slip in unawares and "jump" our

ground) no greater rights than if we had failed to take

our natural rest and had continued work during the

night, and they had then "jumped" us.
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We were in contemplation of law in the actual pos-

session from the time we ceased labor on December •^i,

1908, until January i, 1909, when we continued our

work, striving to comply with the statute and the de-

fendants were mere trespassers and could initiate no

rights by their attempted location.

Fee vs. Durham, 121 Fed., 468;

PFillettys. Baker, 133 Fed., 937;

Emerson vs. McJVhirter, 133 Cal., 510.

There can be no contradiction of the fact that in the

absence of intervening rights, the original locator fail-

ing to do his work within the year, -may resume work

on the claim and by such resumption all his rights are

revived.

The Supreme Court of Colorado, in construing Sec-

tion 2324 of the Revised Statutes of the United States,

says:

"This section declares that for failure to do the

annual assessment work upon unpatented lode min-

ing claims the same become liable to forfeiture and

relocation. The section also specifically provides

that, if the original owner shall resume work upon

such claim after such failure, and before such lo-

cation by a third person, the rights of the original

locator are revived. It will be observed failure to

do the annual assessment work does not ipso facto

work a forfeiture of a lode mining claim but the

same merely becomes liable to forfeiture, which may



35

be complete and final when the right of third per-

sons accrue. If, however, before such rights do

attach, the original locator resumes work, the for-

feiture is avoided."

Field vs. Tanner, 75 Pac, 916, 918, citing

McGinnis, et al. vs. Egbert, 8 Colo., 41 ; 5 Pac,

652;

Belk vs. Meagher, 104 U. S., 279.

Judge Sawyer, in addressing the jury in the early case

of North Noonday Mining Co. vs. Orient Mining Co.,

I Fed., 537, states the following liberal rule, since fol-

lowed by all the Courts:

"The statute nowhere authorized a person to tres-

pass upon or to relocate a claim before properly lo-

cated by another, however derelict in performing

the required work the first locator may have been,

provided he has returned and resumed work, and is

actuallv engaged in developing his claim at the time

the second locator enters and attempts to secure the

claim,"

Can it be said, as may be contended by the defendants

in error, that because they stealthily came on to the

ground just after midnight of December 31, 1908, and

located the "Legal Tender" claim while we rested in

the midst of our actual development work, that the

above rule is not applicable to us? Surely there would

be no merit in such contention. But we have excellent
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authority for our position that there can be no merit in

such contention.

In the case of Fee vs. Durham, supra, the original

locator of the High Peak Placer Mining claim began

to do his assessment work for the year 1899 on the 26th

of December. His employees continued laboring

until the 30th, which was Saturday night, when they

quit until Monday morning, January i, and then re-

sumed work; in the meantime leaving their tools on the

claim. They continued to work until $500 worth had

been done, but less than $100 had been done on Satur-

day when they ceased to work. On Sunday night be-

tween 12 and I o'clock the plaintiff went upon the

ground and located it and then brought an action in

ejectment to oust the original locator, claiming that

the failure to do the full amount of the work by De-

cember 31 forfeited the claim. But the Circuit Court

of Appeals for the Eighth Circuit in holding the plain-

tiffs trespassers and not entitled to bring the action as

they had no claim to the ground, use the following lan-

guage:

"Under the Act of Congress the failure to do the

required assessment work within the year does not

absolutely and irrevocably render the claim subject

to relocation. It has this qualification: 'Provided,

that the original locators * * * have not re-

sumed work after failure and before such location.'

Referring to this statute, the Supreme Court of the

United States, in Belk vs. Meagher, 104 U. S., 279;

26 L. Ed., 735, said:



" 'Such being the law, it seems to us clear that if

work is renewed on a claim after it has once been

open to relocation, but before a relocation is actu-

ally made, the rights of the original owners stand

as they would if there had been no failure to com-

ply with this condition of the Act. * * * Mining
claims are not open to relocation until the rights of

the former locator have come to an end. A relo-

cator seeks to avail himself of mineral in the public

lands which another has discovered. This he can

not do until the discoverer in law has abandoned

his claim and left the property open for another to

take up.'

"The original locators in this case had not aban-

doned their claim, but were actually and continu-

ously at work from the 26th of December until an

early day in January, when they had done $i;oo

worth of work. There was no suspension of the

work during this time, and there was no period of

time during which the plaintiffs could enter and

make a valid location. The continuity of the work
and possession was not broken by the cessation of

labor at night and on the Lord's Day. It must be

conceded that if the original locators had 'resumed

work' after the clock struck 12 on Saturday night,

December JI , that the plaintiffs' location would
have been invalid. We think upon the facts in this

case, for all legal purposes, the original locators

must be held to have been prosecuting the work for

the whole of that night, and that the plaintiffs could

not rightfully enter upon the claim and make a valid

location between midnight and the usual hour of

resuming work on Monday morning."
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See, also, the case of IVillitt vs. Baker, hereinabove

cited (133 Fed., 937), wherein the locators of a claim

were at work thereon on the 31st day of December, and

that night left their tools in the cut, intending to re-

sume work the next morning at the usual time, which

they did, and the Court held that their possession and

work were in law continuous, and one who made a re-

location in the night, during their absence, was a tres-

passer and acquired no rights by the relocation.

The case of Emerson vs. McWhirter (133 Cal., ijio-

515) is also a case the facts in which resemble these

two cases last cited and those of the case at bar. We
quote the following from the opinion of the Court:

"Appellants contend that if it be held that their

work in unwatering the mine cannot avail, they re-

sumed work in good faith, and thus prevented for-

feiture. The Act provides that upon a failure to

comply with the conditions as to doing the requisite

work, the mine 'shall be open to relocation in the

same manner as if no location of the same had ever

been made; provided, the original locators, their

heirs, assigns, or legal representatives, have not re-

sumed work upon the claim after failure and before

such location.' (U. S. Rev. Stats., sec. 2324.)

Plaintiffs Emerson and Britton worked for three

days each in October, 1898, remaining at the mine

nearly a month. Boynton went to the mine on De-

cember 30, under instructions to resume work and

continue it, and worked there on the 31st for plain-

tiffs; he rested the next day (Sunday), worked on

Monday, January 2, and thenceforward until joined
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by Britton, and they two worked together, complet-

ing the requisite one hundred dollars' worth of

labor. The evidence shows entire good faith on

plaintiffs' part in working the mine in 1898, and in

resuming labor in 1899. Defendant McJVhirter

made his location on Sunday morning at about

12:1$ of the clock. Plaintiffs were then in pos-

session; they were in possession on Sunday, hut

rested from labor, as they had a right to do; they

worked on Monday, and continuously thereafter

until their labor amounted in value to over one hun-

dred dollars. We think these facts show resump-

tion of work within the ineajiing of the statute, and

prevented forfeiture."

The Supreme Court of California in this case recog-

nizes the principle of liberality as applied to the loca-

tors of mining claims with reference to the doing of

assessment work and the doctrine that forfeitures are

odious in the eyes of the law.

Says the Court:

"Where a valid location of a mining claim has

been made, and work done thereon in good faith,

possession maintained, and no evidence appears

from which an intention to abandon may be in-

ferred, the Courts should construe the law liberally,

to prevent forfeiture. Indeed, this is the rule gen-

erally as to forfeitures.

"The Courts are reluctant to enforce a forfeiture,

deeming this class of penalties odious in law; and it

is well settled by decisions that forfeiture cannot be

established, except upon clear and convincing proof



40

of the failure of the former owner to have per-

formed the labor to the amount required by law, the

burden of proving which rests with the party as-

serting it."

Wherein can any distinction be made between the

principle of these cases and the case at bar? The facts

are practically on all fours with ours.

We submit that in our judgment the Court below

committed reversible error in its rulings and instruc-

tions to the jury and that the case should be remanded

for a new trial.

IRA D. ORTON,
Attorney for Plaintiffs in Error.

METSON, DREW & MACKENZIE and

E. H. RYAN,
Of Counsel.
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Statement of the Case.

This is an action of ejectment. The complaint

was filed in the District Court for the District of

Alaska, Second Division, on the 25th day of Septem-

ber, 1909, alleging ownership and the right of pos-

session of that certain jDlacer mining claim situated

in the Nome Mining District, District of Alaska,

known, located and recorded as the ''Pinto" claim,

and adjoining the Holvoke Creek No. 3 claim and

the Bessie Bench placer claim, and further alleging

that plaintiffs had been ousted and ejected from the

same by the defendant, on or about the 1st day of

January, 1909.

The defendant filed her answer to the complaint,

denying the allegations of the complaint and further

setting up an affirmative defense, alleging that ever

since the first day of January, 1909, she was and is

the owner of the said premises under a valid mining
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location ; and further alleging that the plaintiffs, be-

tween the 31st day of December, 1907, and the 1st

day of January, 1909, had not performed any work

or labor, or made any improvements on or for the

mining claim described in plaintiffs' complaint, to

the value of one hundred dollars or any other sum

whatever, and that the lands claimed by the plaintiffs

had become forfeited.

On January 7th, 1910, plaintiffs filed their reply

to the answer and affirmative defense of defendant.

Afterwards and on the 10th to 12th of September,

1910, a trial was had with a jury, and a verdict ren-

dered in favor of the defendant, that she was the

owner of and entitled to the possession of the ground

and premises loiown as the "Legal Tender" claim

and described in plaintiffs' complaint as the "Pinto"

placer mining claim, and the whole thereof, situated

in the Cape Nome Mining and Eecording District,

District of Alaska, and that the plaintiffs were not

entitled to the possession thereof or any portion

thereof.

Afterwards, and on the 21st day of September,

1910, a judgment was rendered and entered by the

said District Court of Alaska adjudging that the

defendant is the owner of the said premises known as

the "Legal Tender" placer mining claim (Trans.,

pp. 13 and 14).

Afterwards and on the 30th day of September,

1910, a Bill of Exceptions was settled by the Court,

and thereafter plaintiffs brought the case to this

Honorable Court upon Writ of Error.



statement of Facts.

The plaintiffs claim the ground, by reason of a

placer mine location called the ''Pinto" claim, lo-

cated on the 7th day of October, 1899.

Th^ere was no work done, nor improvements of any

kind or value made upon the said "Pinto" claim

during the year 1908, save and except, perhaps, a few

hours' work and of but little value, and of very much

less value than one hundred dollars, made upon the

afternoon of the 31st day of December, 1908.

On the first day of January, 1909, the defendant

Elzie Brown went upon the ground, theretofore

called the "Pinto" claim, she having discovered gold

therein, and located the ground as and under the

name of the "Legal Tender" placer mining claim,

and posted a notice of location thereon, claiming the

same for herself, under the laws of the United States,

and she distinctly marked the boundaries of the same,

by stakes plainly marked, so that the claim could

be readily identified, distinguished and known.

That at the time said location was made the land

covered by said "Legal Tender" claim was open, un-

occupied, unappropriated, mineral lands of the

United States.

The notice of location of the said "Legal Tender"

mining claims was duly recorded in the office of the

Recorder of the Cape Nome Mining District, District

of Alaska, on the 8th day of January, 1909.

Argument.

The question at issue in this ease is a new one, and

arose on account of the provision of the act of Con-



gress, passed and adopted Marcli 2d, 1907, whicli act

reads as follows, to wit

:

''An Act to Amend the Laws Governing Labor or

Improvements npon Mining Claims in Alaska.

Be It Enacted hy the Senate and House of Repre-

sentatives of the United States of America, in

Congress Assemhled,

That during each year and until patent has been

issued therefor, at least one hundred dollars' worth

of labor shall be performed or improvements mad€

on or for the benefit or development of, in accordance

with existing law, each mining claim in the district

of Alaska heretofore or hereafter located. And the

locator or owner of such claim or some other person

having knowledge of the facts may also make and

file with the said recorder of the district in which

the claims shall be situate an affidavit showing the

performance of labor or making of improvements

to the amount of one hundred dollars as aforesaid

and specifjdng the character and extent of such work.

Such affidavit shall set forth the following: First,

the name or number of the mining claims and where

situated; Second, the number of days' work done

and the character and value of the improvements

placed thereon; Third, the date of the performance

of such labor and of making improvements ; Fourth,

at whose instance the work was done or the improve-

ments made ; Fifth, the actual amount paid for work

and improvement, and by whom paid when the same

was not done by the owner.

Such affidavit shall be prima facie evidence of the

performance of such work or making of such im-
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provements, but if such affidavits be not filed within

the time fixed by this act the burden of proof shall

be upon the claimant to estciblish the performance

of such annual work and improvements.

And upon failure of the locator or owner of any

such claim to comply ivith the provisions of this act,

as to performance of work and improvements, such

claim shall become forfeited and open to location hy

others as if no location of the same had ever been

made."

The marked distinction and difference in the law

governing labor and improvements upon mining

claims in Alaska, under the act of March 2d, 1907,

and the law governing as to labor and improvements

on mining claims in other places in the United States,

under section 2324 of the Eevised Statutes of the

United States, is this: In Alaska the labor or im-

provements must be done or made to the amount of

one hundred dollars, ^''during each year and until

patent has been issued therefor, * * * And
upon failure of the locator or owner of any such

claim to comply with the provisions of this act, as

to performance of work and improvements, such

claim shall become forfeited and open to location by

others, as if no location of the same had ever been

made,"—while in other portions of the United States

the act of Congress of May 10th, 1872, section 2324

of the Revised Statutes of the United States, which

reads as follows: " * * * ^j^^ upon failure to

comply with these conditions the claim or mine

upon which such failure occurred shall be open to

relocation in the same manner as if no location of the
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same had ever been made, provided that the original

locators, their heirs, assigns, or legal representatives,

ha,ve not resinned work upon the claim after failure

and before such location," governs as to the right of

location.

In the act of March 2d, 1907, the portion of the

act of May 10th, 1872, last above quoted, is elimi-

nated, left out, abrogated, and completely changes

the law as to the time in which the annual expendi-

ture for work and improvements upon a mining

claim, shall be done, in the District of Alaska.

35 Statutes at Large of United States, 1243.

It is only by the permission of the Government, in

compliance with the provisions of the acts of Con-

gress, that the mineral lands of the United States

can be lawfully appropriated and held.

Congress has passed several acts limiting and

changing the act of May, 1872, as to its scope, re-

quirements in various localities and as to its applica-

bility to certain places ,-

The act of May 5th, 1876, excluded the States of

Missouri and Kansas from the operation of the gen-

eral act of May 10th, 1872.

The act of March 3d, 1883, excepted Alabama from

the operation of the mineral land laws.

And the act of March 2d, 1907, made a radical

change as to the time of doing the annual work in

Alaska, as we have hereinbefore set forth.
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TTilcler tlie law and the facts in this case, the min-

eral lands covered by the plaintiffs' location, the

''Pinto," as the undisputed testimony shows (Trans.,

pp. 18 to 30, inclusive), became by operation of law

open, unoccupied and unappropriated public lands

of the United States, on the first day of January,

1.909. It was at this time, after the lands had by op-

eration of law, become forfeited to the United States,

and open, unoccupied and unappropriated mineral

land of the United States, that the defendant, Elzie

Brown, went upon said mineral land and occupied,

appropriated and located the said mineral land, un-

der and in accordance with the laws of the United

States, on the first day of January, A. D. 1909, under

the name of the "Legal Tender" placer mining

claim.

Independent of any act of the defendant, the lands

in controversy, and once covered by the alleged loca-

tion of plaintiffs, and called the "Pinto" placer min-

ing claim, became open, unoccupied mineral lands of

the United States, and open to appropriation and

location by any citizen of the United Sitates upon the

first day of January, A. D. 1909.

The proof is conclusive that on the first day of

January, 1909, when Elzie Brown, defendant herein,

went upon the mineral lands involved in this cause,

there was no person or persons upon or in possession

of said lands, and she then and there occupied, ap-
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propriated and located the same in accordance with

law.

The proof, in this cause, is clear and convincing,

that the expenditure of money required by law, to

wit, one hundred dollars, to be expended in labor or

improvements, or both, during the year 1908, had not

been made, or even attempted to be made until the

afternoon of the last day of December, 1908, and too

late to in any manner or way comply with the law.

And in a vain attempt to hold the premises, the

plaintiff offered to prove at the trial thai they did, or

caused to be done, several days' work in the month

of January, 1909^—in all of the value of one hundred

dollars.

Objection was made to the introduction of any evi-

dence, of any labor done, or improvements made

after the 31st day of December, 1908, as immaterial,

irrelevant and incompetent, and the objection was

sustained.

We think that the ruling of the Court was most

certainly proper, as under the law—the act of Con-

gress of March 2d, 1907—any expenditure made in

the year 1909 could be of no avail for the year 1908,

no matter if it was a continuation of labor from 1908,

for the labor would not have been made "during"

the year 1908, and therefore the refusal to receive

the evidence was correct.

Counsel for defendant in error have mot been able

to find in the reports any case similar to this or where

the question has been raised under the act of Con-

gress of March 2d, 1907.

The law, however, is plain and unequivocal in its
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terms, and evidently was made with a special object

in view, so far as the location, working and develop-

ment of mining claims in Alaska is concerned. And

as counsel are informed, tlie object of the change,

which evidently was to promote the proper and rapid

development of the mining interests of Alaska, has

been in a great degree accomplished.

Counsel for defendant in error respectfully submit

that the judgment should be affirmed.

ELWOOD BRUNER,
J. ALLISON BRUNER,

Attorneys for Defendant.

P. M. BRUNER,
Of Counsel.
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ORAL ARGUMENT OF MR. W. H. METSON.

MR. METSON—This appeal involves a piece of

placer ground at Nome. The title that we claim under

originated in 1899, and we retained the ground up to

January ist, 1909, when the defendant ousted us by en-

tering at midnight and relocating the ground, asserting

that we had failed to do the assessment work for 1908.

The point in the case concerns the doing of this as-

sessment work for the year 1908 and the right of the

other side to enter at midnight or on the ist day of

January, 1909, and relocate the ground, we being ad-

mittedly in possession doing the work on the 31st of



December. The contention rises from a construction

of what is commonly known as the Waskey Act, passed

by Congress in 1907.

The defendant contends that the Waskey Act re-

pealed that clause of section 2324 of the Revised Stat-

utes which permits of the resumption of work after the

lapse of the year in which it should have been done, and

which clause has been construed by the courts to mean

that if one is actively in possession doing the work at

the expiration of the statutory year and continues doing

the work during the incoming year he is protected from

re-location.

The Waskey Act was passed in 1907. Our construc-

tion of that Act is that it simply provides for a rule of

evidence. In other words, it provides for the record*

ing of affidavits of annual labor. If that is done within

the 90 days allowed by the Act, it makes such ex parte

statements by affidavit of record, prima facie evidence

in litigation that may arise over the title to the claim,

being similar to legislative acts that had been passed in

most of the western mining States (many cases with

reference to which have been in this court—notably

from the Circuit Court for the District of Nevada).

The Act reads as follows:

"That during each year, and until patent has been

issued therefor, at least one hundred dollars' worth

of labor shall be performed or improvements made

on, or for the benefit or development of, in accord-

ance with existing law, each mining claim in the



District of Alaska heretofore or hereafter located.

And the locator or owner of such claim or some

other person having knowledge of the facts may

also make and file with the said Recorder of the

district in which the claims shall be situate an affi-

davit showing the performance of labor or making

of improvements to the amount of one hundred dol-

lars as aforesaid and specifying the character and

extent of such work. Such affidavit shall set forth

the following: First: the name or number of the

mining claims and where situated; second, the num-

ber of days' work done and the character and value

of the improvements placed thereon; third, the date

of the performance of such labor and of making im-

provements; fourth, at whose instance the work was

done or the improvements made; fifth, the actual

amount paid for work and improvements, and by

whom paid when the same was not done by the

owner.

"Such affidavit shall be prima facie evidence of

the performance of such work or making of such

improvements, but if such affidavit be not filed with-

in the time fixed by this Act the burden of proof

shall be upon the claimant to establish the perform-

ance of such annual work and improvements. And
upon failure of the locator or owner of any such

claim to comply with the provisions of this Act as

to performance of work and improvements, such

claim shall become forfeited and open to location

by others as if no location of the same had ever been

made. The affidavits required hereby may be made
before any officer authorized to administer oaths,

and the provisions of sections fiftv-three hundred and



ninety-two and fifty-three hundred and ninety-three

of the Revised Statutes are hereby extended to such

affidavits. Said aflRdavits shall be filed not later

than 90 days after the close of the year in which

such work is performed.^

The change from the original Act of Congress, sec-

tion 2324 of the Revised Statutes, consists in the inter-

polation into the Act of Congress of this provision for

the making of the affidavit. The only difference be-

tween the litigants in this case is as to whether or not it

was the intention of Congress to change the rule with

reference to the resumption of work.

The original section 2324 had and now has in it a

clause, "provided that the original locators, their heirs,

" assigns or legal representatives, have not resumed

" work upon the claim after failure and before such

" location."

This new Act does not contain those words. It has

broken into the wording of the clauses of the old Act

simply, I take it, to cover the question of prima facie

evidence. That is, making these affidavits such evidence.

This was done because it has been the frequent ex-

perience in mining practice in the Western States, that

after doing the annual work on his claim the man who

did it might die or leave for distant parts of the world.

Then when perhaps two or three years later litigation

arises over the claim and testimony on this point is not

available there would be an absolute failure in the

1 Ch. 2559. Sec. 1, 34 Stats. L.



proof of assessment work on behalf of the holder of the

title. In Nevada, Idaho, Montana and Colorado stat-

utes were passed which made the affidavit of the man

who did the work or the owner who was there present

and saw the work actually done, prima facie evidence

of the doing of the work.

This is also the rule of evidence with reference to

the recorded location notices of mining claims. For

instance, a man makes his location and then within 90

days he is supposed to mark the boundaries of the claim,

to put down his hole, if it is a cross-lode, or run a cross-

cut. He can then make such ex parte statement in the

location notice a matter of record and thus create prima

facie evidence in case of a contest over the location of

his claim. That is our contention with reference to

this Waskey Act.

It provides that during each year and until patent

has been issued therefor, at least $100 worth of labor

shall be performed or improvements made on or for

the benefit or development of each mining claim, "in

accordance with existing law," showing the intention

of the makers of the present Act to supply to the then

Act of Congress the evidentiary matter proved by this

Act, because there has been inserted in the new Act the

words "in accordance with existing law."

That this was the intention of Congress in passing

the new Act is further borne out by the fact that the

clause with reference to doing work on the claim for

the benefit of a number of contiguous claims held in



common contained in section 2324, is not set forth in

the Act. If it were the intention of Congress to make

a different Act for Alaska than for the other mining

States and Territories, it has by implication repealed

that clause as well as the clause with reference to the

doctrine of resumption of work.

Furthermore, in the debate in Congress when the

Bill was up Mr. Williams said that he would like to

have some explanation of the Bill. Mr. Lacey, who

was handling the Bill, said :

"Mr. Speaker, it will only take a moment to ex-

plain this Bill. Alaska having no Legislature has

been unable to pass a regulation as to the record of

proof of work upon mining claims."

Then he goes on to explain the Bill as it went to the

Senate

:

". . . And also provided for a record of the

work that had been done on claims, substantially in

the same form that is now the law in Montana, Col-

orado and various other mining States. The Senate

has stricken out the original highway proposition

and that is not an essential in the proposition as to

the record of the claim. They have, moreover,

stricken out one clause that ought to remain in the

Bill and it is a provision that if the proof of labor

has been filed and recorded that the burden of proof

then shall shift to anyone contesting the same; that

the filing of this proof and recording shall be prima

facie evidence of compliance with the law. That is



substantially the same as the law now is in most of

the mineral States.

"MR. STEPHENS— I would like the gentle-

man to explain the difiference between that and the

United States land laws on mining claims where it

requires a 90 days' notice to be posted.

"MR. LACEY—This is not a question of loca-

tion of a claim. It is a question of annual assess-

ment work. The United States laiv is silent upon

this provision. It leaves that with the local Legis-

lature. The State law usually supplied it so that

any man can have this done at any time, 30 or 60 or

90 days after the time in which the work should be

done. Now, it can not be provided for in Alaska

by local statute. The only legislation Alaska can

have must come from Congress, so that we should

by Act of Congress give them the same advantage

that miners have in other States and Territories that

do not have to come to Congress, and this bill sub-

stantially complies with the usual requirements that

are provided for in the other public land States

and territories. . . . They (mining deeds)

have to be filed with the federal officers, but there

is no provision for keeping the record of the annual

assessment work and it is necessary to preserve these

records and also desirable that the record should

be made. . . . And then again in the State

and Territorial laws this question is usually fully

provided for and this bill will give the same ad-

vantage in Alaska.

"MR. STEPHENS—I would like to ask the

gentleman why they made it mandatory—they say
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that the man on a mining claim must have his proof

recorded within 60 or 90 days or lose his claim.

"MR. LACEY—The provision of the House was
it is required to be filed but on failure to file the

burden of proof changed. The Senate struck out

the word 'shall' and inserted the word 'may.' We
think the effect will be the same. It simply trans-

fers the burden of proof and I want to say for the

information of those gentlemen who live in States

outside the operation of the mineral land laws that

it complies with the provisions of the Revised Stat-

utes expressly reserving to the States and Territories

the privilege of legislating on matters of this kind."

That was the debate in Congress. It shows conclu-

sively that those gentlemen when they made this law

had in mind simply the proposition to create for Alaska

(which had no local Legislature), the same provisions

that had gone into effect in various mining States and

Territories with reference to preserving as a matter of

evidence ex parte statements contained in affidavits of

those who did the annual work upon mining claims;

these statements to be preserved for future use in litiga-

tion that might arise one year or ten years thereafter.

There is no repugnancy between the clauses of this

Act and the general mining laws of Congress which

are by law made applicable to Alaska that would re-

peal by implication the provisions of section 2324 of

the Revised Statutes of the United States. In other

words, Congress intended merely to give additional aid



to the Alaskan miner and did not propose to change

the law so as to place an additional burden upon him.

Therefore we contend, may it please the Court, that

the view taken by the lower Court with reference to

this Act was too broad; that it does not repeal the pre-

vious Acts of Congress, but on the contrary simply gives

Alaskan miners additional rights.

IN CLOSING.

MR. METSON— I am sure counsel is mistaken as

to the history of section 2324 with reference to the doc-

trine of resumption of work. It is necessarily the rule

among miners that if a man has a location and does not

do his assessment work, but resumes work before an

intervening right, the claim could not be relocated

while he was actually doing the resumption work.

The Courts have upheld that custom of the miner.

That is the history of the clause."

Counsel is also mistaken as to the reason for inserting

this clause, as an examination of the Waskey Act will

show. The verbiage is a little different in the Waskey

Act than it is in section 2324 in reference to "shall be-

come forfeited"; but the verbiage is exactly that of

section 2324 as it was with the construction placed on

that section by the courts.

So far as the argument of the doctrine of necessity

is concerned, the fact that a man may begin on the 31st

2 Br. pp. 30-40.
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of December of one year and continue until he does

$200 worth of work, covering the said year of the 31st

of December, and the next statutory year, does not help

us in construing this Act. To compel a miner to do

the extra $100 continuously with the first $100 might

be a hardship upon the miner because he has all of the

succeeding statutory year to do the latter in, but it is

"his choice" if he wishes to do so. I do not think that

there are any decisions upon that question. I do know

however that it is the rule and we have advised people

who have by some accident or chance or mistake al-

lowed their work to go to the last of the year—not to

rest with the $100 worth of work for the year they are

beginning on the last day, but to go on and do $200

worth of work, so as to cover the work for the succeed-

ing year. I think that is the procedure that the lawyers

have advised, simply as a precaution and arising from

the custom of miners.

I want to reiterate my argument that there is nothing

that repeals section 2324 unless by implication. The

theory of the Act I have explained from the Congress-

ional Records.

There is nothing in the Waskey Act repugnant to

section 2324, and if it were intended by the later Act

to repeal section 2324 the provision with reference to

the doctrine of resumption of work has been omitted;

also the right to do work on one location where there

are a number. If that be so, Congress has also omitted

to legislate therein upon co-owners and has omitted to
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state what is meant by the statutory year and that the

obligation to do the work is to begin in the succeeding

year after the location is made.

Congress could not possibly intend to emasculate all

of section 2324 and leave only what is in the Waskey

Act to govern miners in the District of Alaska on this

question of assessment work. Yet such would be the

result if the decision of the lower Court is affirmed.

We submit the only intention of Congress was to

create a new rule of evidence and contend the acts

should be construed together as was done in the case of

In re Mackenzie, 180 U. S., 657, where this Court was

construing a general law of Congress and a special Act \
with reference to Alaska.
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